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COLLECTIVE MARKS — SHOULD THEY BE ABOLISHED?* 
By Frederick Breitenfeld** 


Assistant Commissioner of Patents Leeds said in 1947: “Certi- 
fication marks are now in our law and some administrative diffi- 
culties may have to be overcome before the distinction between 
collective marks and certification marks is clearly defined.” * 

The Trademark Act of 1946 has been in effect for over nine 
years, and it seems that there is still confusion surrounding these 
marks. The fact is that the indistinction got off to a good start 
long before the Lanham Act, when collective marks first appeared 
in the law in 1938, by amendment to the 1905 Act.? In commenting 
upon these 1938 collective marks, Dr. Derenberg said in 1948: 
“Most of the marks registered as collective marks under the (1938) 
amendment would appear to come within the definition of a cer- 
tification mark rather than a collective mark under the new Act.” ® 

The lack of any clear distinction between collective and certifi- 
cation marks was apparent even while the Lanham Act was still 
in the process of being enacted. In an early form in which the 
House passed the Act, collective marks and certification marks 
were defined together in a single definition ;* and the later separa- 
tion of the definitions did little to distinguish the marks clearly. 
Confusion has continued and, in addition, the separate definitions 
have given rise to other perplexing questions. 


* In propounding this question, reference is made to the term “collective mark” 


as it is defined in the 1946 Act, not as it is used in the Amendatory Act of 1938 nor 
in the International Convention. 

** Member of the Bar of the State of New York; Associate Member of U.S.T.A.; 
member of the Committee on Trademarks of the New York Patent Law Association. 

1. THE NEW TRADEMARK MANUAL, published under the name of DAPHNE ROBERT, 
by the Bureau of National Affairs, 1947, page 47. 

2. The Act of 1938 Amending the Trade-Mark Acts of 1905 and 1920; U.S.C.A., 
Title 15, Section 81. A full treatment of the origin of that Act, and of the confusions 
inherent in and stemming from it, will be found in an article by J. Thomas Thralls, 
reported in Volume 35 of the Bulletin of The United States Trademark Association, 
page 133 (May, 1940). 

3. Derenberg, The Lanham Trademark Act of 1946—Practical Effects and Experi- 
ences after One Year’s Administration, 38 TMR 831. 

4. H.R. 1654, 79th Cong. 1st Sess. 1945. 
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Let us examine the definition of a collective mark as it appears 
in the Trademark Act of 1946 :° 


“The term ‘collective mark’ means a trademark or service 
mark used by the members of a cooperative, an association 
or other collective group or organization and includes marks 
used to indicate membership in a union, an association or 
other organization.” (Emphasis added.) 
















This definition, when studied in conjunction with the defini- 
tions of trademarks and service marks,® is confusing in itself. 
According to the definition of a trademark, it 







“.. includes any word, name, symbol, or device or any com- 
bination thereof adopted and used by a manufacturer or mer- 
chant to identify his goods and distinguish them from those 
manufactured or sold by others.” (Emphasis added.) 








A service mark is defined as 





“ “. .. a mark used in the sale or advertising of services to 
: identify the services of one person and distinguish them from 
the services of others...” (Emphasis added.) 







\ : A comparison of these definitions (“collective mark” v. “trade- 
mark” or “service mark”) indicates that they are contradictory. 
The Act states that a trademark is used by “a manufacturer or 
merchant” and that a service mark identifies the services of “one 
person.” Yet it defines a collective mark as a type of trademark 
or service mark. How can a collective mark, which by definition is 
used by more than one person, be a kind of trademark or service 
mark, which by definition is used by only one person? 

That a real distinction between trademarks and service marks, 
on the one hand, and collective marks on the other, was apparent 
to the framers of the Act, is indicated in their definition of the 
general term “mark.” This definition does not say that a collective 
mark or a certification mark is a type of trademark or service 
mark, but specifically implies that they are different :’ 


















“Mark. The term ‘mark’ includes any trademark, service mark, 
collective mark, or certification mark entitled to registration 
under this Act whether registered or not.” 









5. Trademark Act of 1946, Section 45. 
6. Section 45. 
7. Section 45. 
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There was an attempt to obviate this confusion some years 
ago when amendments*® were proposed to eliminate the use of the 
terms “trademark” and “service mark” from the definition of a 
collective mark. Unfortunately, the amendments were not acted 
upon, and the definition remains in the law with its original con- 
tradictions. This is undoubtedly what has given rise to the anoma- 
lous term “collective service mark,” which appears on some regis- 
trations granted for marks that were actually collective marks for 
services.® 

Turning now to certification marks, we find them defined in 
the Act as follows :° 


“A mark used upon or in connection with the products or 
services of one or more persons other than the owner of the 
mark to certify regional or other origin, material, mode of 
manufacture, quality, accuracy or other characteristics of 
such goods or services or that the work or labor on the goods 
or services was performed by members of a union or other 
organization.” 


In her book,’ Mrs. Leeds distinguished between collective and 
certification marks with an illustration of the use of the name 
INDIAN RIVER for fruit. She pointed out that if the mark is used 
to indicate that the fruit comes from a certain region, it is a certifi- 
cation mark, whereas, if it is used by members of an association 
“to distinguish the fruit of the members, and not to certify regional 
origin, it is a ‘collective mark’.” This seems clear enough, but 
when organizations require that certain standards be met before 
membership is granted, or that members can be drawn only from 
a certain region, then membership itself may certify quality, re- 
gional origin, etc. In such cases it is clear that if Mrs. Leeds’ 
criterion is used, the mark may be both a collective and a certi- 
fication mark. 

An example of this type of mark is shown in a registration 
issued to The Cast Iron Soil Pipe Institute,’® which consists of 





8. §. 2540, 1953; H.R. 7734, 1955. 

9. No. 579,859 is an example. It was granted on Sept. 8, 1953 to American Gem 
Society and the registration states that “the collective service mark is used in connection 
with the services of jewelers to indicate membership in the said organization.” 

10. Section 45. 

11. Supra, note 1. 

12. Registration No. 583,743, dated December 15, 1953. 



























RT 
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the two interlocked letters “C” and “I.” The registration is for a 
collective mark, yet it is “used in connection with the goods to 
indicate that the goods ... have been manufactured by a member 
of the applicant institute, and have been manufactured in accord- 
ance with the approved standards of such Institute.” The mem- 
bership statement indicates that this is a collective mark; the 
meeting of standards approved by the Institute would seem to 
point to its classification as a certification mark. Certainly the 
certifying phrase resembles the language that appears in the 
certification mark (the block letter “A,” over the block letter “I,” 
etc.), issued to Anthracite Institute, viz., that the goods bearing 
the mark “are of a type that has been approved by applicant as a 
standard.” 

Equally confusing is a registration granted to Plumbing and 
Drainage Institute.** The mark consists of an oval enclosing the 
letters “por” and the registration in this case is for a certification 
mark. As with the Cast Iron Soil Pipe collective mark, the regis- 
tration indicates that the manufacturer is a member of an organ- 
ization (Plumbing and Drainage Institute), and that the goods 
conform to the requirements and standards of the owner. The two 
registrations are so similar in purpose, wording and intent, that 
it is difficult to understand how they could have found their ways 
onto different registers. 

To illustrate still more dramatically the lack of real distine- 
tion between the marks appearing on the two registers, the reader 
is invited to check his collective-certification mark I.Q. by indicat- 
ing in the boxes on the left of the following list of marks, which, 
in his opinion, are certification marks, and which are collective 
marks. 





Certi- Col- 
fica- lec- 
tion tive 


1. [ ] [] No. 568,413, granted to International Association 
of Clothing Designers, for Men’s and Boys’ cloth- 
ing—namely, suits, overcoats, topcoats and sport 
coats; “The ... mark is used upon the goods to 
indicate that the clothing is designed by a mem- 
ber of the association.” 





13. Registration No. 558,883, dated May 13, 1953. 
14. Registration No. 554,495, dated February 5, 1952. 
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Certi- 


fica- 
tion 


2. [| 


3. |] 


Col- 
lee- 
tive 


O 





No. 589,240, granted to Douglas Fir Plywood As- 
sociation, for Plywood; “The . . . mark is used 
in connection with the goods to indicate that the 
plywood meets standards promulgated by the 
applicant.” 


No. 567,487, granted to Prefinished Wallpanel 
Council, for Prefinished wall panels; “The... 
mark is used upon the goods to indicate the qual- 
ity and commercial standard of the goods and 
that the manufacturer of the goods is a member 
of the Prefinished Wallpanel Council.” 


No. 577,817, granted to The Irish Linen Guild, 
for Irish linen piece goods; “The . . . mark is 
used in connection with the goods to indicate 
membership in the association, source and origin, 
genuineness, and high quality of the goods.” 


No. 529,630, granted to Paint Research Associates, 
Inc., for Ready-mixed paints, etc.; “The . 
mark is used upon the goods to indicate the qual- 
ity of same.” 


No. 589,483, granted to The Missourt Farmers 
Association, Inc., for Vegetable seeds, lawn seeds 
and field crop seeds; “The . . . mark is used in 
connection with the goods to indicate that they 
comply with certain requirements as to excel- 
lence and quality, which compliance with said 
requirements is maintained through inspection 
and supervision by duly authorized representa- 
tives of the Missouri Farmers Association, Inc.” 


No. 515,204, granted to National Sanitary Supply 
Association, for Sanitary and janitor supplies— 
namely, cleaning compounds and cleaning chem- 
icals; soaps; soap powders; liquid soaps; “The 

. . mark is used upon the goods to indicate the 
mode of manufacture and quality of such goods 
and to indicate membership in the association.” 
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No. 569,909, granted to Brazil Nut Association, 
for Brazil nuts; “The . . . mark is used in con- 
nection with the goods to indicate origin of the 
product sold.” 


9 [] [] No. 543,809, granted to The Journeymen Barbers, 
Hairdressers and Cosmetologists’ International 
Union of America, for Cutting of hair, shampoo- 
ing of hair, shaving, application of facial treat- 
ments; “ ... to indicate that all persons em- 
ployed therein are members of the union.” 


10. [ ] [| No. 541,207, granted to Toy Manufacturers of the 
U.S.A., Inc., for Toys and playthings, etc.; “The 

. mark is used in connection with the goods 

to indicate that the members using the mark are 

domestic U. S. manufacturers and distributors 

of toys and that the toys are American made.” 


If you studied the marks carefully and came to the conclusion 
that they are all certification marks except number 9, you are 
intelligent but mistaken. If you judged the even numbered regis- 
trations to be collective marks and the odd numbered registrations 
to be certification marks you were right; but the chances are that 
you peeked at this paragraph before making your choices. 

It has been said*® that the essential difference between the 
two types of marks is that “collective marks indicate no more than 
mere association, while certification marks constitute a represen- 
tation with respect to the goods themselves by someone other than 
the producer. The collective mark is a ‘lodge button’; the certifi- 
cation mark is a ‘guarantee’.” 

The recent Supreme Shrine case** pointed up this succinct 
distinction and initiated a new Patent Office policy. In that case 
The Supreme Shrine of the Order of the White Shrine of Jeru- 
salem applied for registration of its name (THE WHITE SHRINE OF 


15. Diggins, The Lanham Trade-Mark Act, 35 Gro. L.J. (1947). 
16. Ea parte The Supreme Shrine of the Order of the White Shrine of Jerusalem 
(Commissioner of Patents), 46 TMR 888. 
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JERUSALEM) as a Collective mark for “organizing subordinate 
shrines in an international fraternal society; maintaining mem- 
bership therein and furthering the civic and educational ideals 
thereof.” Registration was refused on the ground that the appli- 
cant was seeking to register its trade name rather than a trade- 
mark. The applicant appealed, and Assistant Commissioner Leeds, 
reversing the Examiner’s ruling, stated: 


“Applicant is not engaged in business or trade. It is what is 
commonly termed a ‘fraternal society’ which promotes fellow- 
ship among its members and performs charitable and civic 
services as it sees fit. It sells neither goods nor services. Its 
identifying name and insignia are therefore neither trade- 
marks nor service marks, as such. 


“The legislative history of the Act in respect of collective 
marks indicates that it was unquestionably the intent of the 
framers of the Act to provide for registration of identifying 
names and insignia of fraternal. organizations.” 


This ruling, holding that it is no longer necessary to use a 
collective membership mark on goods, or in connection with ser- 
vices, or in connection with any business or trade at all, in order 
to register it, has set this group of registrations apart from all 
others. Heretofore the Patent Office proceeded “on the basis that 
such membership marks, in order to be registrable, must be either 
trademarks or service marks, so that the various fraternities or 
other applicants (were) required to make a showing of rendering 
services in commerce before the membership emblem or device 
(was) accepted for registration.” *’ But it is now possible for 
organizations to register marks used only to designate member- 
ship, and a number of fraternities and fraternal organizations 
have already applied for registration of their marks on the newly 
established “Collective Membership Register” in Class 200. 

The decision distinguishes “collective membership marks” 
from trademarks and service marks and substantiates the neces- 
sity for a clarification of the statutory definition of collective 
marks. It provokes the question as to whether these marks should 
be included in a Trademark Act, at all. If it is not necessary to use 


17. Derenberg, The Third Year of Administration of the Lanham Trademark Act 
of 1946, 40 TMR 914, 920. ; 
18. Theta Xi, Theta Kappa Phi, Pi Kappa Alpha, Phi Mu, Sigma Tau Gamma, etc. 
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them in commerce, and they are not really trademarks or service 
marks, what is the rationale behind including them in the Act? 
It may well be that there should be some provision in the law for 
the registration of the “lodge button” type of mark, but whether 
or not this should be included in a Trademark Act is a question 
that requires consideration. 

It is interesting, in this connection, to note that the proposed 
amendments to the law, referred to above,”® also suggested that 
the definition of a collective mark, as it now appears in the Act, 
be stricken, and the following definition substituted: 


“The term ‘collective mark’ means a mark used by the mem- 
bers of a cooperative, an association, a union, or other col- 
lective group or organization, to identify the goods or services 
of such members and distinguish them from the goods or 
services of another.” 


It will be noted that the clause “and includes marks used to 
indicate membership,” which now appears in the definition of a 
collective mark, was eliminated in the suggested amendment. In 
view of Mrs. Leeds’ decision in the White Shrine case, it seems 
imperative that the clause remain im the definition. In fact, this 
writer would carry this thought still further, and would suggest 
that the membership clause be the only one to remain in the defi- 
nition ! 

The definition as it stands above, without the indication-of- 
membership clause, refers solely to the use of a mark “by... 
members of a group... to identify the goods or services of such 
members.” It is the writer’s opinion that the confusion between 
certification and collective marks is due, in part, to the concur- 
rent incidence of this part of the definition of a collective mark 
and the following part of the definition of a certification mark: 
“...a mark used... in connection with the products or ser- 
vices of one or more persons .. . to certify ... that the work 
or labor on the goods or services was performed by members of 
a union or other organization.” * The registrations issued by the 
Patent Office are evidence that Examiners had understandable 
difficulty in deciding which marks identified the goods or services 


19. Supra, note 8. 
20. Section 45. 
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of members of organizations (by definition “collective marks”), 
and which marks certified that the labor on the goods or services 
was performed by members of organizations (by definition “cer- 
tificdtion marks’’). 

The difference between a mark which “identifies” the goods 
or services of members of an organization and one which “certifies” 
that the labor on the goods or services was performed by the 
members of the organization is not only difficult to ascertain, but 
a distinction that seems wholly unnecessary. The elimination of 
one of these classifications seems advisable, therefore, and it is 
suggested that it be stricken from the definition of a collective 
mark. This would leave, in the section defining collective marks, 
only the reference to membership marks. Obviously, “member- 
ship” has reference to a “collection” of persons, and the obfuscat- 
ing term “collective” is therefore redundant and could be elim- 
inated entirely. A new definition is suggested for marks to be 
included on the newly-established “Collective Membership Regis- 
ter” (a more suitable name for which might well be the shorter, 
easier term: “Membership Register’) : 


“The term ‘membership mark’ means a mark used by the 
members of a cooperative, an association, or other collective 
group or organization to indicate membership in a union, an 
association or other organization.” 


This is believed to be a clean-cut statement of the member- 
ship “lodge-button” function of what is now known as a collective 
mark. It states what seems to have become Patent Office practice 
i.e., to classify membership registrations in one group (collective) 
and marks referring to work done by members in another (certifi- 
cation). Examples of this type of certification marks are: 


No. 552,082—issued to Amalgamated Meat Cutters and 
Butcher Workmen of North America, for Fresh killed and 
frozen poultry and eggs; “... used upon the goods to indi- 
cate that the goods are packed by members of applicant 
association.” 


No. 575,459—issued to International Alliance of Theatrical 
Stage Employes and Moving Picture Machine Operators of 
the United States and Canada, for Motion picture film; “... 
to indicate that all mechanical work performed in the produc- 
tion of said film was performed by members of the applicant 
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under wage standards and working conditions adopted by said 
applicant.” 

No. 577,437—issued to International Fur and Leather Work- 
ers Union of the United States and Canada, for Fur garments, 
ete.; “... to indicate their manufacture by members of the 
International Fur and Leather Workers Union of the United 
States and Canada or by workers covered by collective bar- 
gaining agreements between said association and the manu- 
facturer.” 


It is pertinent to inquire, therefore, whether there are any 
marks, now appearing on the register of collective marks, that 
could not find legitimate places on the register of certification 
marks, on the new membership register, or on the register of 
trademarks and service marks. In other words, is there any good 
reason to perpetuate the register of collective marks, as it now 
stands? It is believed not. 

More than three-fourths” of the registrations now on the 
Collective Register refer only to membership, and if granted 
currently they would fall into Class 200. These marks are exem- 
plified by such a registration as that granted to The Chi Phi 
Fraternity” for recruiting and pledging prospective members of 
the chapters of a national collegiate fraternity; “... to indicate 
that the wearers are members of the group annually recruited as 
prospective members in applicant’s organization.” 

Of the registrations now on the Collective Register that refer 
to something other than membership (less than 25% of the total 
number of collective marks), one-third mention membership but 
also include reference to some other qualification.** Whether the 
main purpose of the registrants in these cases was to indicate 
membership, or whether they were actually seeking to “certify” 

21. This figure and those appearing in the following paragraphs are based on tabula- 
tions of marks registered between July 4, 1947 and May 11, 1954. After the latter date 
the information on soft copies of registrations of collective marks was so abbreviated 
by the Patent Office (in an effort to cut printing costs) that it is impossible to ascertain 
from them how the marks are used, and in what way cone 4 were considered to be collec- 
tive. The types of registrations placed on the Collective Register during the first seven 
years following the passage of the Trademark Act of 1946, followed so consistent a 
pattern, however, that it has been assumed that the registrations issued from May 1954 
to date have followed the same general trend. 

22. No. 579,211, dated August 25, 1953. 

23. VALLEY LEA, registered by Mid-West Producers’ Creameries, Inc., No. 562,585, 
is illustrative of this group. It is “used upon the goods to indicate that the goods 
conform to standards of quality and grade established by the association, and that the 


user is a member of the association conforming to the association’s regulations in the 
preparation of its products.” 
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quality, mode of manufacture, etc., cannot readily be determined. 
It seems apparent from the registrations, however, that these 
marks are used, at least in part, as membership marks, and from 
that point of view could well be included among those on the new 
Membership Register. If the registrants want the marks to indi- 
eate or “certify” geographical origin, material, etc., in addition 
to membership, it would seem reasonable to require that they 
also be registered as certification marks. (The restriction under 
Section 14(d)(3) is discussed below.) 

The remainder of the collective marks (the two-thirds of the 
25% mentioning something other than membership) do not refer 
to membership at all, but instead describe standards in a manner 
that cannot be distinguished from the terms regularly used in 
certification marks.* From a reading of the registrations it would 
seem that these marks (relatively few in number) could more 
properly have been classified as certification marks. If technical 
difficulties precluded such classification, it is probable that the 
marks could well have been included on other registers as trade- 
marks or service marks (alleging use by related companies, per- 
haps), or even (in accordance with a recent decision) as trade- 
marks or service marks “jointly owned.” * 

The principal cause for the paucity of certification mark 
registrations appears to be the provision for the cancellation of 
such registrations (for specified reasons) “at any time.” * It is 
probable that registrants, realizing the danger of these provisions, 
sought to register their marks as collective, rather than as certifi} 
cation marks, even though part of the function of the mark was 
to “certify.” 

Section 14(d) of the Lanham Act, which lists the four circum- 
stances under which certification mark registrations may be can- 
celled (at any time), has been a bugaboo for years, and was so 
even before the passage of the Act. In the early drafts of the 


24. No. 598,240, granted to Douglas Fir Plywood Association makes reference to 
the fact that “the collective mark is used in connection with goods to indicate that the 
plywood meets standards promulgated by the applicant.” It is interesting, in this 
connection, to note that during the first seven years of the Act, about half of the 
registrations of this kind, that made no mention of membership, were granted to only 
two applicants, i.e., Douglas Fir Plywood Association and Fir Door Institute. 

25. Ez parte Pacific Intermountain Ezpress Co.; Ex parte Spector Motor Service, 
Inc., 111 USPQ 187. 

26. Section 14(d). See also Derenberg, The Second Year of Administration of the 
Lanham Trademark Act of 1946, 39 TMR 651. 
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Bill certification marks were not singled out for special treat- 
ment, and there was no section corresponding to the present 
Section 14(d).*° Section 14 deals generally with situations in 
which registrations (of all kinds) may be cancelled, and in sub- 
section (d) the following “drastic restrictions (were) added to the 
Lanham Act in conference a few days before its passage” :** 


“Any person... may... apply to cancel said registration— 
(d) at any time in the case of a certification mark on the 
ground that the registrant 
(1) does not control, or is not able legitimately to 
exercise control over, the use of such mark, or 
(2) engages in the production or marketing of any goods 
or services to which the mark is applied, or 
(3) permits the use of such mark for other purposes 
than as a certification mark, or 


(4) discriminately refuses to certify or to continue to 
certify the goods or services of any person who maintains 
the standards or conditions which such mark certifies.” 


The feeling against these stringent limitations was so strong 
that the Hawkes Bill” sought to eliminate all except the first, 
relating to control of the use of the mark. Subsequently the Wiley 
Bills*® disclosed a vacillation in thought about Section 14(d) 
indicating uncertainty as to the best way to solve this perplexing 
problem. 

It is not the purpose of this discussion to enter the polemics 
of the elimination of certification mark limitations. We are con- 
cerned here only with their effect upon the registration in the 
future of marks now allowed to appear on the Collective Regis- 
ter that would not fall into the new Membership Register. Even 
if the restrictions are not removed, it is not likely that any injury 
would be suffered by the relatively few registrants of the kind who 
have, until now, sought registration of their marks as collective 
marks (for something other than, or in addition to, membership), 
and who, under the proposed amendment, would be forced to seek 
registration of their marks on other registers. 


27. H.R. 6618, 76th eee 1939; H.R. 102, 77th Cong., 1941. 
28. See article by Derenberg, supra, note 3. 


29. $191, 80th Cong., 1947. 
30. $2540, 83rd Cong., July 1953; 82540, 83rd Cong., January 1954; 8215, 84th 
Cong., 1955. 
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The first restriction, relating to control, is not different from 
the limitation imposed by Section 4 upon collective marks, since 
that section limits both collective and certification marks to those 
“exercising legitimate control over the use of the marks sought 
to be registered.” Hence, while in the case of a collective mark 
there is no specific provision for its cancellation if such control 
lapses (as there is in Section 14(d)(1) for certification marks), 
it may be assumed that cessation of “legitimate control” would 
subject the owner of a collective mark to cancellation under Sec- 
tions 14(a) or (b). True, an immunity to such cancellation is 
acquired by a collective mark after five years, whereas no such 
immunity is ever bestowed upon a certification mark.** But this 
is no justification for a loose Patent Office policy permitting cer- 
tification mark owners to register their marks, almost as a matter 
of choice, as collective marks. And if it is this lack of immunity 
from cancellation that causes certification mark owners to shun 
registration of their marks as certification marks, then Congress 
should change the law to eliminate this road block. It is certainly 
no sound reason for retaining the category of collective marks 
and all its concomitant confusion. 

The second ground for cancellation relates to the engagement 
by the registrant, itself, in the production or marketing of the 
goods to which the mark is applied. But does this spell out any 
real distinction between certification marks and those now con- 
sidered “collective”? The present definition of a collective mark 
limits its use to “members of a cooperative, an association or other 
collective group or organization,” which seems no more lenient 
than the certification restriction. Writers agree that collective 
marks, as well as certification marks, may not be used by their 
owners ;** and at least one Court has held* that 


31. “... at any time in the case of a certification mark ...” (Sec. 14(d)). 

32. AMDUR, TRADEMARK LAW AND PRACTICE. “Collective and certification marks— 
Ownership. Certification and collective marks may be registered by the owners thereof 
who are identified in Sec. 4 of the Trademark Act of 1946 as ‘exercising legitimate 
control over the use of the marks sought to be registered.’ By the very definition and 
purposes of such marks, the users of the marks are not identical with the owners thereof.” 

CALLMANN, UNFAIR COMPETITION AND TRADEMARKS. “The collective mark is one that 
is used by persons who do not make or sell goods or perform services.” 

ROBERT, THE NEW TRADEMARK MANUAL. “Such (collective) marks are not to be con- 
fused with trademarks or service marks used by a cooperative, association or organiza- 
tion which actually produces or sells goods or performs services.” 

33. Quality Courts United, Inc. v. Quality Courts, Inc. (D.C., M.D. Pa.), 109 
USPQ 92, 46 TMR 567. 
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‘ 


‘,..if the mark is used by the organization itself to identify 
its own goods or services it is a trademark or service mark, 
as the case may be, and not a collective mark.” 


It would seem, therefore, that this restriction on certification 
marks would not preclude the registration of the certification- 
type marks that are now so frequently included on the Collective 
Register. 

Incidentally, it may here be observed that the membership- 
type marks on the Collective Register (Class 200) do not suffer 
from the no-use-by-owner limitation. If a fraternal organization 
itself uses its mark on stationery, advertising or other goods, this 
is not considered contrary to law.** This confirms the writer’s 
opinion that the marks eligible for Class 200 registration are not 
collective marks at all, and should be known as “membership 
marks” having no connection with collective marks. 

The third present ground for cancellation of certification 
marks relates to the use of the mark for purposes other than as 
a certification mark. Yet it seems reasonable to permit the use 
of a mark to indicate membership in an organization and also to 
certify to the quality of the goods and services which such mem- 
bers produce or sell. As a matter of fact, this is exactly what has 
been happening in the case of collective and certification marks 
which indicate both membership and quality.** Therefore, if the 
use of a certification mark to signify membership, in addition to 
certifying regional origin, mode of manufacture, etc., is not con- 
sidered a use of the mark “for other purposes than as a certifica- 
tion mark,” would it not be reasonable to assume that the regis- 
tration of a mark for membership, on the “Membership Register,” 
in addition to the registration of the mark as a certification mark, 
would also be proper? 

The fourth ground for cancellation of a certification mark 
refers to the discriminate refusal of a registrant to certify the 
goods or services of a person who establishes standards or con- 


34. Katharine I. Hancock, Notes from the Patent Office. “There is wide latitude 
in the kinds of material which are acceptable as specimens in Class 200. Such things 
as membership pins and other jewelry, letterheads, charters, advertising matter and 
publications, badges, etc., are acceptable, for these are the common ways in which the 
organization or its members use the emblem to identify the organization or to indicate 
or advertise their membership.” 46 TMR 1341 (November, 1956). 

35. See supra, page 5, marks numbered 3 and 4 in the list of certification and 
collective marks for examples of marks serving in this dual capacity. 
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ditions that the mark certifies, but whom the registrant doesn’t 
wish to take into camp. Of course this is a real shortcoming of 
certification marks, not suffered by collective marks. In fact, it 
was cited by Derenberg*® in 1949, as being one of the causes for 
the limited number of applications to register marks as certifica- 
tion marks. Dr. Derenberg contended, at that time, that because 
of this restriction 


“..1t would seem to be better business policy not to regis- 
ter such marks as certification marks, but wherever possible, 
as trademarks or service marks used by related companies.” 


As it happens, it appears that since then many registrants 
have registered such marks not only as trademarks or service 
marks but, in many instances, as collective marks. 

However, is it sensible to maintain in existence a special 
register entitled “Collective Marks” merely to serve as a con- 
venient alternative for those who own certification marks and are 
reluctant to register them as such? It would be preferable to 
amend the law to remove the cause of such reluctance; and if there 
is no legitimate need for collective marks they should be done 
away with. 

It may be questioned whether an elimination of collective 
marks would deprive citizens of the United States of the benefits 
sought to be accorded to them by the Act of 1938. That enactment 
was intended to remedy a disparity between the rights then avail- 
able to foreign associations (to register so-called collective marks) 
and the disability on the part of United States citizens to register 
such marks.*’ The 1938 amendment provided, in essence, that any 
person who “exercises legitimate control over the use of a collec- 
tive mark” might apply for and obtain registration. 

But while there was no indication in the 1938 enactment of 
what was meant by a “collective mark” it may be inferred from 
its history that the marks referred to were of a kind which the 
1946 Act recognizes as “certification marks.” ** Hence it is believed 
that nothing would be lost by a discontinuance of the category of 
“collective marks” as presently set up and administered. 


36. See note 26, supra. 
37. See the informative article by Thralls, supra, note 2. 
38. See Dr. Derenberg’s comment on this point, supra, page 1. 
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To sum up: It seems that marks now appearing on the Col- 
lective Register deal either with membership alone, membership 
plus certification, or certification alone. It is not surprising that 
there has been confused thinking and inconsistencies in adminis- 
tration. It is believed that the law would be clarified, and that 
confusion would be avoided, by discontinuing the register of so- 
called collective marks and, in fact, ceasing to use the ambiguous 
term “collective” altogether. For the reasons stated, prospective 
registrants would suffer no undue hardship. Marks of the “lodge- 
button” type would be placed on a register of “Membership 
Marks” (a continuation of the newly-established Class 200, but 
without the word “Collective” in the title); and marks of the 
certification type would be recorded where they truly belong, on 
the register of “Certification Marks.” And if one or another of 
the existing hazards of registering a mark as a certification mark 
is to be avoided, it is probable that registration as an ordinary 
trademark or service mark could, in most cases, be legitimately 
sought, treating multiple users of the mark as licensees or as 
“related companies.” 

Until such time as the suggested changes, or other clarifying 
revisions in the law, can be put into effect, confusion will con- 
tinue. In the meantime, a stricter scrutiny by the Patent Office of 
marks purporting to be “collective,” and a more consistent policy 
toward them, would be beneficial. 
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WARTIME VESTING OF TRADEMARKS — 
SOME RECENT DEVELOPMENTS IN CENTRAL AMERICA 


By Victor C. Folsom* 


Two noteworthy developments have occurred recently in 
connection with the wartime trademark program in Central 
America. The Supreme Court of Costa Rica, the decisions of 
which have for many years commanded the respect of jurists of 
this hemisphere, has recently upheld the constitutionality of the 
wartime vesting of German trademarks by that government. The 
second significant development in this field is the fact that on 
November 21, 1956 the Congress of Guatemala adopted Legislative 
Decree No. 1127, effective December 8, 1956, ending the state of 
war with Germany which has prevailed since December 1941. In 
accordance with the general policy adopted by the Allies (the law 
cites the Inter-American Defense Agreements and the agreements 
among the Allies and with Germany), Guatemala irrevocably 
incorporated into the patrimony of the nation all of the property, 
rights, and claims which were previously vested by that govern- 
ment in 1949. 

Readers of The Trademark Reporter are generally familiar 
with war legislation affecting industrial property because several 
articles on the subject have appeared therein from time to time.’ 
Under the various Inter-American Defense Agreements’ the coun- 
tries of this hemisphere agreed to take effective action with ref- 
erence to enemy property and this program was generally carried 
out. The action taken by the United States is familiar to all. 
Whatever position one may take with reference to the status of 


* Member of the Bars of New York and California; Chairman of the Inter- 
national and Comparative Law Section of the American Bar Association. 

1. Ladas, War Legislation and Trade-Marks, 31 TMR 35 (1941); Crowley, State- 
ment Concerning Enemy-Held Patents and Trade-Marks, 32 TMR 66 (1942); War 
Legislation on Industrial Property, 34 TMR 135 (1944); The Treatment of Enemy 
Owned Trade-Marks (an Extract from the Annual Report of the Alien Property Cus- 
todian), 35 TMR 59 (1945) ; Domke, The Administration of Enemy Trade-Marks, ibid., 
at 62. See also symposium on Enemy Property, 11 Law & CONTEMP. PROB. No. 1 (Winter- 
Spring, 1945). 

2. Eighth International Conference of American States, Lima, 1938; Resolution 
V, Third Meeting of the Ministers of Foreign Affairs of the American Republics, Rio 
de Janeiro, January, 1942; Resolution VII, Inter-American Conference on Systems of 
Economie and Financial Control, Washington, D.C., June-July, 1942; Resolutions VII, 
XVIII, Inter-American Conference on Problems of War and Peace, Mexico City, 
February-March, 1945; Ninth International Conference of American States, Bogota, 
1948. 
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“vested” enemy assets prior to the adoption of Section 39 of the 
War Claims Act of 1948,° under this legislation such property 
shall not be returned nor shall compensation therefor be paid. 
Thus the trademarks of former enemies vested by our Alien Prop- 
erty Custodian are the property of the United States Government, 
free and clear of any legal claim for their return. Consistent with 
agreements with our Allies and with Germany, vested assets and 
the proceeds from the sale thereof are being held to meet the 
claims of American citizens against Germany and Japan.* 

Under Resolution VIII of the Washington Conference an 
attempt was made to secure some uniformity of action in this 
hemisphere with respect to enemy property. Most Latin American 
countries tried to follow the lead of the United States in this. 
(The author, as one who at times had the personal responsibility 
of trying to explain to Latin American governments our program 
with reference to trademarks, concedes that the use of the words 
“lead” and “program” implies a certainty unwarranted at that 
time. Actually our Alien Property Custodian did not publicly 
announce the policy of the United States with respect to trade- 
marks until the publication of his 1943-44 Annual Report early 
in 1945, by which time legislation with respect to enemy trade- 
marks had already been adopted in most Latin American coun- 
tries.) In any event, the United States Government did urge its 
Allies in this hemisphere to “sterilize” the Axis trademarks by 
cancelling or annulling them, by opening them up to general use, 
or by vesting and selling them to desirable holders, either alone 
or in conjunction with the sale of business enterprises with which 
they were identified. The program of opening trademarks up to 
general use was not adopted by any country,’ but many countries 
canceled or annulled the trademarks and then permitted their 
re-registration by their own nationals or those of the Allies.® 


3. U.S.C.A., Title 50, p. 225. 

4, Ibid.; see also Law No. 63, Clarifying the Status of German External Assets 
and of Other Property Taken by Way of Reparation or Restitution, Council of the 
Allied High Commission, Bonn, August 31, 1951; Convention on Relations with The 
Federal Republic of Germany, Chapter 6, Arts. 3 and 5, Bonn, May 26, 1952; Protocol 
on the Termination of the Occupation Regime in The Federal Republic of Germany, 
Paris, October 23, 1954. 

5. By Executive Decree No. 21 of July 2, 1942 Costa Rica did cancel and open 
Axis trademarks to general use until the end of the war, but this decree was repealed 
by Law No. 26 of December 12, 1942. 

6. E.g., Costa Rica, Guatemala, Honduras, Nicaragua, Panama. 
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It will be recalled that the Central American countries took 
fairly uniform action with respect to Axis trademarks. Most of 
them annulled registrations and subsequently permitted qualified 
applicants to re-register them. Under this program various 
United States companies acquired former Axis trademarks which 
they still hold. Costa Rica, in an attempt to accomplish complete 
“sterilization,” permitted such re-registration only under a firm 
commitment that the trademarks would not be used by the new 
holders of the registrations. 


Constitutional Test in Costa Rica 


In October 1954 a civil action was commenced in the courts of 
Costa Rica by Farbenfabriken Bayer Aktiengesellschaft, successor 
to I. G. Farbenindustrie Aktiengesellschaft, against Sterling Prod- 
ucts International, Incorporated, seeking the return of trademarks 
which the latter company had acquired by re-registration of trade- 
marks which had been annulled by the Costa Rican Government 
in accordance with Law No. 26 of December 12, 1942. Executive 


Resolution No. 19 of March 12, 1945 authorized the re-registration 
of these German trademarks and specifically provided that Sterl- 
ing Products International, Incorporated, could not use the marks 
and could not transfer them to any third party without the con- 
sent of the United States Government. Article 4 of the Resolution 
provided as follows: “that the companies which acquired the 
marks have formally agreed with the United States Government 
that they would not be used in any form nor at any time, nor 
would they be transferred except with the consent of said govern- 
ment, therefore guaranteeing the end sought by the present Law 
for Economic Defense that said marks shall not be returned to 
the hands of the enemy.” This is an indication of the degree of 
cooperation between the United States and Costa Rica. As can 
be seen, no time limitation whatsoever was placed upon this re- 
striction. 

Bayer AG. alleged that the annulling of the trademarks con- 
stituted confiscation and thus was in violation of the Constitution. 
Ancillary to the ordinary civil action Bayer AG. commenced an 
action to test the constitutionality of the law under which the 
trademarks were annulled. In Costa Rica this proceeding is known 
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as a “recurso de inconstitucionalidad,”’ and the parties to the 
principal action most interested in the defense of the constitu- 
tionality of the law are not parties to the constitutionality action. 
The defense of the law rests solely with the government.® 

This type of “recurso” goes directly to the Supreme Court 
sitting en bane. On May 9, 1956, by a vote of 13-4, the Supreme 
Court dismissed the petition of Bayer AG. on the ground that 
the technical requirements of the law had not been complied with. 
The four dissenting justices felt that the case should be heard on 
its merits. Bayer AG. again appealed to the court, correcting the 
technical deficiencies in its original petition, and on October 16, 
1956, by a vote of 17-0, the court decided the case against the 
petitioner. Only one justice adhered to the original opinion that 
the petition should be dismissed for failure to comply with the 
procedural requirements of the law, pointing out that the Code 
of Civil Procedure does not provide for a rehearing of such a 
petition.® 

The opinions concurred in by the other sixteen justices are 
of significance not so much because they hold that Costa Rica 
has the constitutional right to seize enemy property during war- 
time—for this is a principle of law well established in the United 
States and most countries of the world—but because they give 
vitality to the treaty obligations of the American republics. The 
decision of the court should be required reading for those who 
are interested in hemispheric solidarity. The opinions indicate 
that the Supreme Court of Costa Rica feels that the treaty obli- 
gations of the Allies, and particularly those of this hemisphere, 
are to be regarded as most solemn and binding. 

In addition to reminding us of the principles contained in the 
now almost forgotten Atlantic Charter, the court bases its decision 
largely on the obligations assumed under the Inter-American 
Conferences of Buenos Aires, Lima, Panama, Havana, Rio de 
Janeiro, and Washington. The following translation of excerpts 


7. Articles 962-969, Cédigo de Procedimientos Civiles, Edicién Oficial, 1945, pp. 
240-242. 

8. However, even though these parties do not have even the status of amicus curiae, 
as a matter of practice they do file briefs as aide-memoires for the court. 

9. Avid students of procedural law may wish to read Articles 967 and 968 and 
form their own opinions regarding whether or not this type of petition can be the 
subject of a rehearing in the Supreme Court of Costa Rica. 
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from the decision indicate the seriousness with which this member 
of the family of American states views its obligations: 


“... By decrees No. 3 and No. 4 of December 8 and 11, 1941, 

‘the Executive Power declared a state of war between Costa 
Rica and the Japanese Empire, Germany, and Italy. In the 
third Whereas clause of the referred to decree No. 3, the fol- 
lowing was expressed: ‘That in accordance with that policy, 
at the Inter-American Conferences recently held in Buenos 
Aires, Lima, Panama, and Havana, it was declared, with the 
vote of the Costa Rican representatives, that every act sus- 
ceptible of disturbing the peace of America affects each and 
every one of the nations of the Continent; that they reaffirm 
their decision to maintain and defend, against all foreign 
intervention or activity which may threaten them, the sover- 
eignty of each and the principles of continental solidarity; 
that they proclaim their common interest and their determina- 
tion to make effective this solidarity in case the peace, se- 
curity, or territorial integrity of any of the Republics of 
America shall be threatened by acts which may damage the 
same; and that every transgression of a non-American State 
against the integrity or inviolability of the territory, sov- 
ereignty, or political independence of an American State 
shall be considered as an act of aggression against the other 
States of the Continent.’ In the sole Whereas clause of the 
above-cited Executive Decree No. 4, it is stated: ‘That the 
international policy of the Republic of Costa Rica, in accord- 
ance with that established by the agreements of Buenos Aires, 
Lima, Panama, and Havana, is one of complete solidarity and 
cooperation with the sister countries of this Continent when 
they may find themselves threatened by a non-American 
power, and that it must be considered, therefore, that it is our 
national duty to join with the United States of America in the 
present emergency.’...” 


« .. At the Conference in Buenos Aires, held in 1936, it 
was agreed basically that in case of a threat to the peace of 
the American republics, any one of them shall call for a con- 
sultation of all to coordinate their efforts and prevent war. 
(See Derecho Internacional Publico [International Public 
Law] by César Diaz Cisneros, Volume II, page 294.) At the 
Conference in Lima in the year 1938, a declaration regarding 
American solidarity was obtained, and in it was evidenced 
a purpose of common defense of the sovereignty and terri- 
torial integrity of the American republics. (Derecho Inter- 
nacional Piablico [International Public Law] by Manuel J. 
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Sierra, page 80.) At the Meeting of the Secretaries of 
(Foreign) Relations in Panama, in 1939, there was produced 
another expression of mutual support of the American na- 
tions: The declaration and zone of American security, which 
was a form of solidarity in the neutrality and for cooperation 
at sea, in the face of the danger that the second world war 
signified. (Diaz Cisneros, op. cit., same volume and page.) 
Meeting of the Secretaries of (Foreign) Relations in Havana, 
which took place in the year 1940. At this meeting a declara- 
tion was signed to coordinate the police and judicial defense 
measures; and a very important resolution to prevent and 
suppress activities directed by foreign elements aimed at 
subverting national institutions, the governments agreeing 
to consult each other, upon the request of the interested state, 
to decide such measures as the circumstances might require, 
and at that time Declaration XV was originated, which states 
that any transgression against the integrity of the territory of 
an American State will be considered an act of aggression 
against the others. (Derecho Internacional Piblico by M. J. 
Sierra, cited above, page 82)...” 


“.. Hence, article 23 of the Blockade Law, being challenged 
as inapplicable, which ordered the annulment of stated trade- 
mark and patent registrations belonging to aliens of countries 
at war with Costa Rica, produced its juridical effects in 
accordance with Constitutional rule No. 12, because it deals 
with a question of a law of public order which establishes limi- 
tations on the exercise of business and trade, property of 
enemy aliens, by virtue of international treaties made on be- 
half of inter-American defense; and according to a constitu- 
tional principle for that class of persons. It cannot therefore 
be accepted that said article 23 conflicts with rule 29 of the 
Constitution of 1871, or with precept No. 45 of the present 
charter, because even though such rule refers to the inviola- 
bility of private property, the fact is that the above-cited 
article 12 established limitations on alien property in accord- 
ance with the law and with international treaties. ...” 


“ |. The Executive Power was, at the time of the enact- 
ment of the law being branded as unconstitutional, as now 
under the operation of the Fundamental Charter presently 
in force, empowered to sign public treaties and agreements, 
and to execute them once they were approved and ratified by 
the Legislative Power (Articles 109, paragraph 9, of the Con- 
stitution of 1871 and 140, paragraph 10, of the Constitution 
in force). Hence, the national honor having been committed 
by virtue of said agreements, based upon the Constitution of 
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the State itself, article 23 of the Economic Blockade Law, 
No. 26 of 12 December 1942, was justified, and more rightfully 
so if it is borne in mind that the law for aliens, in accordance 
with the Political Constitution of 1871, while conceding them 
the right to ‘acquire, possess, and alienate real property, 
navigate rivers and coastal waters, and exercise their indus- 
try and trade,’ subjected said right ‘to the limitations fixed 
by law and international treaties’ (article 12).... 


Guatemala—Definitive Legislation 


As is the case with most of the allied countries, no peace treaty 
has been signed between Guatemala and Germany, and that coun- 
try was legally at war with Germany until very recently. Legis- 
lative Decree No. 1127, cited above, terminated the state of war 
existing between the two countries since December 11, 1941. 

Immediately after the declaration of war Guatemala took 
steps to control enemy property. The President was authorized 
by the Congress to take such measures and issue such orders as 
might be necessary for the defense of the nation, and on December 
23, 1941 Presidential Decree 2655 promulgated the Emergency 
Law of Guatemala for this purpose. The decree prohibited the 
transfer of property held in the names of German, Japanese, and 
Italian nationals. Law 2655 was amended by Presidential Decree 
of May 29, 1942 in order to prevent certain of its provisions 
from damaging the rights or interests of Guatemalan citizens. 

Government Decree No. 3134 of August 14, 1944 provided for 
general expropriation and nationalization (for motives of public 
utility and necessity) of property belonging to German subjects. 
On August 24, 1944 Decree 3134 was amended by Decree 2811 to 
specifically include in the property expropriated, “real properties 
in general, commercial and industrial establishments, bonds, pat- 
ents and trademarks, shares, stocks and legal rights belonging to 
industries or juridical persons included in the proclaimed lists.” 

In May 1949 Law No. 630, dealing with the administration of 
enemy property and war claims of the State, was enacted. The 
decree cited the Inter-American Conferences” under which Guate- 
mala “had assumed undelayable international obligations relating 


10. Citing the Inter-American Conferences included in footnote 2 hereof and in 
addition the recommendations of the Special Commission on Enemy Property of the 
Inter-American Economic and Social Council of May 28, 1948. 
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to the disposal of enemy property.” Article 4 of the decree pro- 
vided that the State would meet its own claims and those of its 
duly established war claimants with the funds which it normally 
would have paid to the owners of the expropriated property. 

Article 15 of Decree 630 specifically provided that trademarks, 
patents, and trade names registered between December 23, 1941 
and the date of the decree, in the name of individuals or juridical 
persons affected by the present law, are ipso facto expropriated in 
favor of the nation. 

As in the United States prior to our War Claims Act of 1948, 
there had been discussion in Guatemala as to whether or not 
Guatemala held full and complete title to all the property it had 
seized. The new Guatemalan law provides unequivocally that 
the property belongs to the nation and further that the re- 
establishment of diplomatic relations shall not imply any recon- 
sideration of the expropriation carried out by Guatemala or any 
return of property or the payment of any indemnification what- 
soever. The similarity between these provisions and Section 39 
of our War Claims Act will be apparent. The new legislation 
specifically refers to and carries out the agreements made by the 
Allies which waived reparations against Germany in return for 
its agreement to compensate its citizens for property seized by 
the allied countries. While the new law does not refer specifically 
to trademarks, they are by Decree 630 included within its terms. 
Also it is clear that the general provisions of the new law cover 
all types of property. 

There have been other developments in connection with Axis 
trademarks in many countries of Latin America but the two dis- 
cussed here deal most directly with the power of a state to 
expropriate trademarks of enemies during wartime. The action 
of some countries in returning trademarks has involved a com- 
mercial quid pro quo and therefore is of little legal significance. 
On the contrary, the Costa Rican court decision and the new law 
in Guatemala are clear-cut and decisive and likely to be followed 
by other countries which took similar wartime action with respect 
to enemy trademarks. 
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CERTIFIED COPIES OF REGISTRATIONS FOR USE 
IN FOREIGN COUNTRIES 

The following was published in the trademark section of the 
Official Gazette, October 23, 1956. Information on this subject was 
circulated to our members in Bulletins Vol. 21, nos. 4 and 21, 1956. 

In response to an inquiry initiated in August of 1955, the 
Patent Office has been advised that the Offices of Industrial 
Property (Patent Offices) of the following countries and terri- 
tories will accept without authentication by the Department of 
State and without legalization by consular certificate, copies of 
trademark registrations certified by and bearing the seal of the 
United States Patent Office: 


Australia 
Nauru 
Norfolk Is. 
Papua 

Austria 

Belgium 

Brazil 

British Malaya 

Brunei 

Canada 

Ceylon 

Czechoslovakia 

Denmark 

Dominican Republic 

Egypt 

Eire 

France 

Finland 

Germany (West) 

Great Britain 

*Greece 

Haiti 

Hungary 

Indonesia 

Israel 

Italy 

Japan 

Kenya 


Lebanon 
Liechtenstein 
Luxembourg 
Mexico 
Netherlands E. Indies 
Netherlands W. Indies 
New Zealand 

Samoa 
North Borneo 
Norway 
Poland 
Portugal 
Sarawak 
Singapore 
South Africa 
Spain 
Surinam (Dutch) 
Sweden 
Switzerland 
Syria 


**Tanganyika 


Tangier (Fr. Zone) 
Trinidad 

Turkey 

Uganda 

Yugoslavia 


*** Zanzibar 


* Home registration waived in case of U. S. applicants. 
** Prior registration not required except on cotton and metal goods; then British 


registration is required. 


*** Prior registration in U. 8. not required. 








| 
| 
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| 


26 THE TRADEMARK REPORTER Vol. 47 T. M.R. 


The Offices of the following countries will accept without 
authentication by the Department of State, copies of trademark 
registrations certified by and bearing the seal of the United 
States Patent Office, but a consular certificate is required: Cuba 
Nicaragua and Peru. 

The following Offices require in addition to certification by 
the United States Patent Office, authentication by the Depart- 
ment of State and a consular certificate: Ecuador, Guatemala, 
Honduras, Panama and Uruguay. 

So far as is known, all other countries require authentication 
by the Department of State and a consular certificate, although 
no advice from them has been received in response to the inquiry. 


DaPHNE LEEDS, 
Assistant Commissioner of Patents 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Australia 


Opposition Proceedings 


An English Company filed an application to register a trade- 
mark consisting of a diamond device containing the word coPpLEys 
together with the word ExcELsior in respect of “knitting wools.” 
This application was opposed by an Australian Company, owner 
of a prior registration for the word ExcELsIoR in respect of the 
same goods. Considerable evidence was submitted and it was 
established that the applicant had begun to use its mark in 
Australia in 1923 and the opponent had begun to use its mark in 
Australia in 1930. It was conceded that if the applicant could 
prove “long and continuous” use of its mark, it was entitled to 
registration on the basis of “honest-concurrent user.”’ The appli- 
cation in question was filed on June 28, 1949 and, therefore, the 
relevant period was from 1923 to 1949. The Registrar was satisfied 
that the applicant’s goods bearing the mark in question were sold 
in Australia in substantial quantities from 1923 to the beginning 
of World War II. During the war years and immediately there- 
after, from 1939 to 1946, there was no use; and the use from 1946 
to 1949 was insufficient to support a claim for “honest concurrent 
user.” However, the Registrar stated that if the use from 1923 
to 1939 were also taken into account the applicant would succeed. 
The opponent contended that the applicant should not be allowed 
. to rely upon the pre-war use because of the cessation of use during 
the war years. The Australian Industrial Property Regulations 
made under the National Security Act preserve rights to trade- 
marks during the war years but these Regulations refer only to 
registered trademarks and are completely silent in respect of 
unregistered trademarks. Nevertheless, the Deputy Registrar 
held that the applicant was entitled to rely upon the case law 
doctrine of “residual renown” and stated that: 


“... the prior user should not be called upon to establish 
use to a great degree if he could show a reasonably satisfac- 
tory excuse for the limited or sporadic use of his mark... . 
I think that the purchasing public of New South Wales, 
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Victoria and Queensland have bought the applicant’s goods 
since the year 1923 until the present time in sufficient quan- 
tities for the applicant to claim that in those states long and 
extensive use of the word ExcELsior created a reputation in 
the mind of the purchasing public which was still substantial 
at the date application 99,281 was lodged, but that the appli- 
cant has not established that this position obtains elsewhere 
in Australia.” 


Under the circumstances, the Deputy Registrar granted registra 
tion of the mark in question limited to New South Wales, Victoria 
and Queensland. In addition, since the possibility of confusion 
between the two marks in question is lessened because of the other 
elements in the applicant’s mark, it was made a condition that 
the applicant’s mark will always be used in the form covered by 
the application for registration. 26 Official Journal of Patents, 
Trade Marks and Designs 2546. 


Rejected Applications 


The following applications were rejected by the Deputy Reg- 
istrar of Trademarks for the reasons indicated: 


(1) a. B. c., in respect of metal fittings, nozzles, valves and 
pipes for irrigation equipment, was rejected on the ground 
that letters per se are not distinctive and no evidence of ac- 
quired distinctiveness was submitted. The applicant admitted 
that letters per se are not registrable but contended that a B c 
are not ordinary initials and when the three are taken together 
have a figurative meaning. This contention was sufficient to 
obtain registration of the mark in New Zealand with a dis- 
claimer of each separate letter as well as all three letters in 
any other order than a B c. 26 Official Journal of Patents, 
Trade Marks and Designs 2340. 


(2) g-11, in respect of various chemical substances and other 
goods, was rejected on the ground of confusing similarity 
with c-2 which had been registered in respect of chemical sub- 
stances used in manufactures. The Deputy Registrar held that 
he was satisfied that many persons who know the cited mark 
would, on seeing G-11, be prone to assume that it was merely 
used by the proprietor of c-2 to signify some variation in his 
goods. The fact that the applicants’ goods were sold in bulk 
was not given any weight. 26 Official Journal of Patents. 
Trade Marks and Designs 2250. 
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(3) The word ce-Bo on a Shield Device, in respect of boots, 
shoes, slippers, sandals and all other articles of footwear, 
was rejected on the ground of confusing similarity with sEEBA 
which had been registered in respect of boots, shoes, slippers, 

‘ sandals, leggings and gaiters. The applicant contended that 
footwear is practically never ordered over the telephone and 
a prospective purchaser would usually have ample oppor- 
tunity in trying on the goods to see that cz-so footwear was 
not sepBA footwear. Furthermore, evidence was submitted 
that in Australia the syllable ‘‘ce” or “ze” is common to the 
footwear trade. The Deputy Registrar held that the majority 
of purchasers after a lapse of time would have great difficulty 
in distinguishing between the two marks. 26 Official Journal 
of Patents, Trade Marks and Designs 2430. 


(4) GLO-wEAVE, in respect of articles of clothing, was rejected 
on the ground of confusing similarity with GLow-cown which 
had been registered in respect of the same goods. The Deputy 
Registrar stated that, “It would not be unlikely that persons 
who required a garment made from a woven fabric and knew 
of the existence of the cited mark would readily conclude that 
garments bearing the mark GLO-weEAve had the same source 
as garments bearing the trademark GLow of which they al- 


ready knew, and that the weave merely indicated that the 
goods were made from a woven fabric.” 26 Official Journal 
of Patents, Trade Marks and Designs 2481. 


Austria 
Rejected Application 

In 1955 a German company applied for registration of the 
trademark sPHAERO-GUss in respect of cast iron and certain allied 
goods. Prior to the filing of the application, the mark had been 
used by seven different Austrian companies under patent licenses 
from the applicant. 

The Appeals Section of the Austrian Patent Office upheld the 
decision of the Applications Section rejecting the application. 
Although the mark might be considered to be descriptive, the 
application was not rejected for this reason. The holding was 
that the word had lost its power to distinguish the goods of one 
manufacturer from those of another by having been used by 
several manufacturers. The fact that only patent licensees of the 
applicant had used the mark was held not to cure the basic defect 
that such non-exclusive use had led the public to think of the term 
as being generic. 
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The Appeals Section also dismissed as irrelevant the appli- 
cant’s claims that it had coined the mark and had obtained reg- 
istration thereof in its home country. Decision Appeals Section 
July 17, 1956. 


Canada 
Opposition Proceedings 
The Canadian Registrar of Trademarks has issued the fol- 
lowing decisions in connection with various opposition proceedings: 


(a) FoLDOoR, in respect of “fabric covered folding doors” and 
MODERNFOLD in respect of the same goods are not confusing, 
as these trademarks do not look alike and have an entirely 
different sound when pronounced. rFoLpoor is not clearly 
descriptive of the wares in question. 


(b) PERMA SEAL, in respect of glazing compounds, corking 
compounds and putty and the registered mark PERMASEL in 
respect of adhesive tapes, binding tapes, surgical tapes, coated 
paper, adhesive cellulose, adhesive fabrics, paper adhesive 
tapes, cloth tapes and surgical bandages are confusingly simi- 
lar and the PERMA SEAL application was rejected. 


(c) A trademark consisting of a Bulldog’s Head in respect 
of hydrated lime and the registered marks BULLDOG BRAND and 
the design of a Bulldog’s Head within a circle both in respect 
of cement are confusingly similar and the application for the 
Bulldog’s Head in respect of hydrated lime was rejected. 26 
Canadian Patent Reporter pages 27 and 28 (Section II). 


Great Britain 
Cancellation, Infringement, Passing-Off 

In Great Britain a popular alcoholic beverage is made from 
pears and resembles champagne. This beverage is called perry 
or champagne perry. The beverage has been made and sold in 
Great Britain for centuries but never to any great extent until 
the plaintiff in this case created a nation-wide demand for the 
beverage by an extraordinarily extensive advertising campaign 
started in 1953. This beverage was sold by the plaintiff, as well 
as others, in four ounce bottles known as “baby bottles.” The 
plaintiff used and registered the trademark BaspycHam and a trade- 
mark consisting of the device of a small animal thought to be a 
chamois. The animal being small was regarded by some as a 
baby “Cham.” 
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The defendant let it be known to the public and the trade that 
it intended to put out a perry under the trademark cHAaMLET and 
the defendant obtained registrations of this mark. 

‘The plaintiff sued for cancellation of the defendant’s cHAMLET 
registrations and infringement of the plaintiff’s registrations and 
for passing-off. It was agreed between the parties and accepted 
by the Judge, Lloyd-Jacob, J., that, although there were three 
separate courses of action, all three raised only one issue which 
was stated and accepted by all concerned as follows: 


“Have these plaintiffs, by the evidence and argument sub- 
mitted, satisfied this Court, having regard to the proved user 
of the two trademarks upon which they rely, that there will 
exist a real tangible probability of deception or confusion 
between the products of these two companies if this mark 
CHAMLET is used in the course of trade in a normal and fair 
manner in connection with the distribution of perry of the 
defendant company’s manufacture?” 


The Judge decided in favor of the plaintiff on all three counts 
not only because BABYCHAM and CHAMLET were considered to be 
confusingly similar but also because the public had come to call 
the plaintiff’s product simply cHAm or cHAMs and would call for 
‘a baby bottle of cam” or “a baby cHaM” or “baby cHAms” and, 
since baby bottles of this sort are rather common and since the 
defendant’s product was to be sold in that form, comparison was 
made between a request for “baby cHaM” and a request for “baby 
CHAMLET.” On that basis the Judge was satisfied that confusion 
was likely. In addition, by analogy from words like “pig” and 
“piglet,” it was held that people would think cHAMLET only another 
way of saying “baby cHam.” Showerings Ld. v. Bulmer (H. P.) 
& Coy. Ld., 1956 R.P.C. 307. 


German Owned Trademarks 


About forty years ago a German Company was formed by 
two brothers to manufacture office machinery and office supplies. 
In 1923 this German Company, Adrema Werke G.m.b.H., formed 
a British subsidiary, Adrema Ltd., to manufacture and sell the 
goods in Great Britain. In 1924 Adrema Werke G.m.b.H. obtained 
registrations for the trademark aprema in Great Britain in respect 
of office machinery and related goods. Up to the outbreak of 
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World War II goods manufactured in Germany by Adrema Werke 
G.m.b.H. were sold outright to Adrema Ltd. who, in turn, sold 
them in Great Britain. In addition, Adrema Ltd. manufactured 
some of the goods itself. The trademark in one or another of 
its registered forms was used in relation to all goods sold in Great 
Britain whether manufactured by the German Company or the 
British Company. 

In 1935 (the brothers who founded Adrema Werke G.m.b.H. 
being Jewish) all of the assets of Adrema Werke G.m.b.H., in- 
cluding the ownership of Adrema Ltd., were transferred to another 
Company called Mercedes Biiromaschinen-Werke AG. Mercedes 
was, in turn, owned and controlled by a United States Corporation, 
The Underwood Corporation Inc. 

At the outbreak of World War II, Mercedes was seized by 
the German Alien Property Custodian and Adrema Ltd. was 
seized by the British Alien Property Custodian. During the war 
Adrema Ltd. continued to manufacture and sell goods in Great 
Britain and continued to use the trademark aprema, Adrema Ltd. 
obtained compulsory licenses to use certain British patents owned 
by Adrema Werke G.m.b.H. 

After the war the surviving brother obtained an adjudication 
by a German Court acknowledging, inter alia, that the brothers 
were to be considered as having been at all times the sole owners 
of Adrema Ltd. The surviving brother is now trying to prevent 
the transfer of the British registrations of the trademark apREMA 
from the British Alien Property Custodian to Adrema Ltd. 

In an action before the British High Court the surviving 
brother contended (1) that the trademark registrations in ques- 
tion should never have been vested in the British Alien Property 
Custodian because they were at the time owned by a United States 
corporation, The Underwood Corporation Inc. through its owner- 
ship of Mercedes and therefore the registrations were not “enemy 
property”; (2) and that, even if the trademark registrations were 
properly vested, the transfer of the registrations to Adrema Ltd. 
would be unlawful because the original Adrema Werke G.m.b.H. 
still had common law rights to the trademark because of its use 
of the mark in Great Britain before the war. 

Lloyd-Jacob, J., held (1) that, since Mercedes was a German 
corporation, the trademark registrations were in fact enemy prop- 
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erty and properly vested in the British Custodian; and (2) despite 
the fact that the goods, which were manufactured by Adrema 
Werke G.m.b.H. and sold bearing the trademark aprema, were 
marked “Made in Germany”; and despite the fact that actual or 
potential British customers were on occasion given an inspection 
tour of the German factory; and despite the fact that some adver- 
tising by Adrema Ltd. featured the German source of the goods 
and illustrated the German factory; the common law rights to 
the trademark apREMA were possessed by Adrema Ltd. because it 
was that Company which owned and sold all the goods in Great 
Britain and Adrema Werke G.m.b.H. had only one customer in 
Great Britain, Adrema Ltd. It was held that Adrema Werke 
G.m.b.H. had no good will in the trademark aprema because of 
this set-up and accordingly could not prevent the transfer of the 
trademark registrations to Adrema Ltd. The case was dismissed 
but final judgment postponed to give the plaintiff opportunity to 
appeal, if desired. Adrema Werke G.m.b.H. v. Custodian of Enemy 
Property and Another, 1956 R.P.C. 301. 


Viet-Nam 
International Conventions 


The adherence of France to: 
(a) the Paris Convention (London version of 1934) ; 


(b) the Madrid Arrangement for Repression of False Indi- 
cations of Origin; and 


(c) the Madrid Arrangement for International Registration 
of Trademarks; 


extended to Viet-Nam as one of the French Overseas Territories. 
Viet-Nam, now being independent, notified the Swiss government 
on September 17, 1956 of its adherence to the above Conventions 
and that such adherence was regarded as being a continuance of 
the original French adherence. 
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LIST OF OTHER TRADEMARK ARTICLES 
AND LEGAL NOTES* 


ARTICLES 


Brownell, Herbert J. 

The Rationale of Federal Anti-Trust Enforcement. (Pennsylvania Bar Associa- 
tion Quarterly, v. 28, no. 1, October, 1956, pp. 9-23.) 
Finkelstein, Herman 


The Copyright Law—A Reappraisal. (University of Pennsylvania Law Review, 
v. 104, no. 8, June 1956, pp. 1025-1063.) 


Forbes, Charles F., Jr. 
Protection of Tradenames in California. (Southern California Law Review, v. 29, 
no. 4, July 1956, pp. 488-497.) 


Haiti. Amendment of Trademark Law. (Patent and Trade Mark Review, v. 55, 
no. 2, November 1956, p. 36.) 


Meinhardt, Peter 
Conflict Avoidance in the Law of Patents and Trade-Marks. (Law and Contempo- 
rary Problems, v. 21, no. 3, Summer 1956, pp. 533-548.) 


Role of the Hang Tag. (Modern Packaging, v. 30, no. 4, December 1956, pp. 
103-107.) 
Used alone or with other packaging devices it increases sales, helps brand recognition. 


Seidel, Arthur H. 
A Critical Comparison between the Federal and Pennsylvania Trade-Mark Stat- 
utes. (Pennsylvania Bar Association Quarterly, v. 28, no. 1, October 1956, pp. 44-52.) 


Stationery. (Modern Packaging, v. 30, no. 4, December 1956, pp. 116-119, 214-215.) 
Article stresses needs for packaging for self-selling efficiency, and the strengthening 
of brand recognition. 


LEGAL NOTE 


Ettore v. Philco Television Broadcasting Co. 

Professional boxer who sold motion picture rights to his performance can recover 
on unfair competition theory for later use of film on television. (University of 
Pennsylvania Law Review, v. 104, no. 8, June 1956, pp. 1125-1129.) 


RECENT PUBLICATION 


Carter, Chauncey P. i 
Symbolist Citations to the 1946 Trademark Act. 1957 Supplement to the 6th 


edition. Washington 16, D. C., 3088 Forty-fourth Street. Price for 1957 Supple- 
ment $12.50; 6th edition with 1956 and 1957 Supplements $37.50. 








* Copies of these articles are available for reference in the Association’s library. 





THe TRADEMARK REPORTER ™ 


Part il 


DIOR et al. v. MILTON et al. 
New York Sup. Ct., Spec. Term, N. Y. Cty.— July 30, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

Plaintiffs, well-known French fashion houses filed suit to restrain defendants 
to publish sketch service to subscribers of plaintiff’s original design and sketches. 

Defendants’ motion to dismiss complaint is denied on the ground that general 
principles that commercial unfairness will be restrained where there has been 
misappropriation for commercial advantage of one person of a benefit or property 
belonging to another. Statement of sufficient cause in unfair competition depends 
more on facts set forth and less on technical requirements than in most causes of 
action. 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE SECRETS 

It is customary trade practice that exclusive and original designs of dresses, 
accessories and other items of women’s apparel are never revealed to any persons 
unless they agree not to divulge any reproduction until specifically authorized by 
each of the plaintiffs. 

Defendants fraudulently gained admittance to fashion shows and induced 
plaintiffs’ employees to violate their positions of trust and to pass on to defendants 
models and copies of designs and information relating thereto which defendants 
thereafter published as their own. 

Defendants’ practices constitute unfair competition resulting in money damages 
and injury to name of plaintiffs. 

Court holds that exclusive fashion shows do not constitute violation under 
section 340 of N. Y. General Business Law, and is not restraint of trade under 
Sherman Act nor does a limited showing constitute an abandonment of its designs 
by plaintiffs. 

Commercial unfairness will be restrained where there has been a misappro- 
priation, for the commercial advantage of one person, of a benefit or property 
right belonging to another. Relief no longer confined to cases of “palming off” 
but extends to cases involving no fraud on the public or actual competition between 
the parties. Defendants’ conduct is contrary to good business conduct and principles 
of law and its motion to dismiss the complaint is denied. 


Action by Dior et al. v. Milton et al. for unfair competition. Defen- 
dants move to dismiss complaint. Motion denied. 


Cleary, Gottlieb, Friendly & Hamilton (Thomas J. Kiernan and James G. 
Johnson of counsel), of New York, N.Y., for plaintiff. 
Jacob H. Gilbert (Theodore Gilbert of counsel), of New York, N.Y. 


GREENBERG, Justice. 
The picture which is portrayed by this motion to dismiss the amended 
complaint for insufficiency, or alternatively for other relief, is of far- 
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reaching importance to “Fashion Houses” and to the dress and allied trades 
generally. In legal contemplation the situation is of equal moment. The 
specific question posed is whether piracy of style is to receive the im- 
primatur of law in a case where there has been a disclosure of the style 
and design to a limited group of people under an agreement that they 
would not reveal or copy such styles and design. 

This court has had occasion in Metropolitan Opera Association, Inc. 
v. Wagner-Nichols Recorder Corporation, 199 Mise. 786, 87 USPQ 173 
(40 TMR 1072), aff’d 279 App. Div. 632, to write on a very closely re- 
lated issue. The challenge to its authority by the moving defendant, or 
rather the vigorous attempt to distinguish it in principle from the instant 
case, requires a remarshalling of the applicable rules of equity. 

Plaintiffs are well known Parisian fashion houses. The defendants 
in New York, two of them corporations, publish a “sketch service” through 
which there is produced reproductions of plaintiffs’ original designs and 
sketches, and these are sold to subscribers to the service conducted by the 
defendants. Such acts are sought to be restrained by the plaintiffs, who 
claim that they have certain property rights in the designs of great com- 
mercial value which through an unlawful conspiracy have been appro- 
priated by the defendants. 

The individual defendant moves to dismiss the amended complaint 
on the following grounds: (1) That it fails to state facts sufficient to con- 
stitute a cause of action; (2) that the plaintiffs did not follow the direction 
of the court heretofore made that they separately state and number each 
cause of action in an amended complaint; (3) that it does not comply with 
the requirements of section 241 of the Civil Practice Act. 

Additionally, defendant seeks to have certain paragraphs of the 
amended complaint stricken out, pursuant to Rule 103 of the Rules of 
Civil Practice, as irrelevant, redundant, conclusory and evidentiary. 

It is well in the beginning to dispose of that branch of the motion 
seeking relief under items 2 and 3 thereof. With respect to the former, 
defendant Milton previously moved to require plaintiffs separately to state 
and number causes of action, and this court granted the motion, in a 
memorandum decision which stated: “The plaintiffs have pleaded in one 
cause of action unfair competition and infringement of registered names 
and trademarks.” These, it was directed, should be separately stated and 
numbered. Plaintiffs thereupon served the amended complaint here assailed 
and in it omitted completely the cause of action for “infringement of 
registered names and trademarks” and there, therefore, remains a single 
cause of action sounding solely in unfair competition. Allegations in the 
complaint that the defendants have misappropriated and wrongfully traded 
on the plaintiffs’ names and reputations are clearly proper. They are 
elements of plaintiffs’ cause of action for unfair competition. 

Also, the fact that, specifications of the various unlawful acts and con- 
duct by the defendants are set forth in the complaint does not import that 
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each wrongful act alleged constitutes a separate and distinct cause of 
action. The complaint postures a single actionable wrong to the plaintiffs, 
giving them a single primary right. Accordingly, that branch of the 
motion stated under item 2 is denied. 

‘In so far as the defendant seeks relief under section 241 of the Civil 
Practice Act and to have certain allegations in the complaint stricken out, 
it is denied. The amended complaint sets forth a clear and concise state- 
ment of the facts upon which plaintiffs relied. The allegations which it is 
claimed will prove harmful will not be removed from the complaint unless 
it ean be shown that they have no reasonable or probable bearing on the 
controversy or that they will prejudice the party seeking to have them 
stricken out. On this score there has been a complete failure. 

We come now to the allegations of the complaint and the heart of the 
controversy. The plaintiff Christian Dior, &c., is, and, for many years, has 
been known and esteemed throughout the world as an outstanding, leading 
and famous haute couture house. Christian Dior has been recognized as a 
leading and famous designer of dresses and accessories and other items of 
women’s apparel. He is a principal executive of the plaintiff and has 
designed exclusively for plaintiff dresses and accessories and other items 
of women’s apparel which are unique, exclusive and original and represent 
the product of his special skill and genius. 

Dior’s commercial activity and reputation depend on the excellence of 
the design created by him. In the exploitation of such designs plaintiff 
has incurred great expense, has acquired a reputation and good will of 
value and has acquired valuable property rights in its good will and 
reputation and its names CHRISTIAN DIOR and DIOR have become well and 
favorably known in France, the United States and throughout the world. 

The complaint alleges matter in regard to the other three plaintiffs 
of a similar character which need not be repeated here. 

It is then alleged that each of the plaintiffs, in order to further the ex- 
ploitation of its unique, exclusive and original designs and to protect its 
valuable and recognized property rights therein, uses and for many years 
has used an elaborate and extensive system of displaying and showing 
the unique, exclusive and original dresses and accessories and other items 
of women’s apparel manufactured by it under such conditions as to make 
certain that the designs are never published, and the models are never 
revealed to any person or persons other than those who are legally bound 
not to make or divulge any reproduction of any or all of the models shown, 
or any details thereof, whether by photographs, sketches, detailed descrip- 
tions or otherwise wnless and until specifically authorized by each of the 
plaintiffs, respectively. 

Pursuant to the established and existing system set forth above the 
wearing apparel designed by the plaintiffs are displayed and shown at the 
establishments of each of the plaintiffs in Paris, France, at showings held 
throughout the year, and in addition at two major semi-annual displays of 
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the collections commencing in or about February and August of each year. 
Such unique, exclusive and original models as created by each of the 
plaintiffs are thereafter displayed by them individually to a restricted 
and exclusive group which includes representatives of the press agencies, 
representatives of manufacturers, buyers and retailers in the dress and 
women’s apparel industry, and other individuals who are admitted to the 
displays only at the express invitation of plaintiffs and only after they are 
fully aware of, assent to, and agree to be bound by the conditions of ad- 
mission to the displays and agree to observe and abide by the conditions. 

According to the plaintiffs, unauthorized and premature disclosure of 
information and knowledge relating to the designs and models manu- 
factured by them, and each of them, greatly affects and destroys the de- 
mand for the designs and models and greatly interferes with and hinders 
the profitable exploitation of designs and models, all to the great injury 
and detriment of the plaintiffs. 

The conditions above mentioned include an agreement by the viewers 
not to infringe said rights nor to make or divulge any reproductions of 
any of the models, whether by photographs or sketches, or to transmit 
them to third persons for the purpose of permitting such persons to make 
or divulge any such reproduction. 

The complaint further alleges that the defendants, conspiring together 
and having full knowledge of the extensive steps taken by the plaintiffs 
to protect their specific property rights in the designs and models, and 
to prevent the unauthorized copying and reproduction, and with full 
knowledge of the conditions which cover the displays, presentations and 
showings, and also with knowledge of the terms and provisions of the con- 
tract used in connection with sales by each of the plaintiffs of models, con- 
tinuously in use from about 1948, falsely represented to plaintiffs and 
each of them they were acting for persons other than the defendants; 
that they concealed from plaintiffs that they were acting for the defendants; 
that they fraudulently promised and represented that they would not dis- 
close or divulge knowledge and information obtained at said displays; 
that they gained admittance to the showings and presentations by means of 
false representations, fraudulent concealment and, fraudulent promises; 
that the defendants fraudulently, wrongfully and willfully induced em- 
ployees of plaintiffs and each of them and others having confidential and 
contractual relationship with the plaintiffs to violate the terms of their em- 
ployment, to breach their positions of trust, and to deliver to the defendant, 
Milton, and his co-conspirators models and copies of designs and models, 
and information and knowledge relating to designs and models. 

In violation of the conditions for entry to the displays and presenta- 
tions, and in violation of the agreements, the defendants copied and re- 
produced surreptitiously, designs and models of plaintiffs and each of them 
and published and sold, rented and loaned such copies and reproduc- 
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tions to other co-conspirators unauthorized to receive and use them in 
the United States and elsewhere. 

By such acts, the defendants appropriated and continue to appropri- 
ate, for their own use and benefit, the results of the expenditures, labor, 
skill and knowledge of plaintiffs, and unlawfully interfered with and 
continue to interfere with their property and contractual rights. 

The defendants are allegedly thus unfairly competing with the plain- 
tiffs in that the inferior quality of such drawings, sketches and patterns 
offered for sale and sold by tne defendants tends to diminish public in- 
terest in the original designs and models of plaintiffs, and tends to deceive 
the public into believing that the drawings, sketches and patterns are 
those of plaintiffs. The acts of the defendants constitute a drawing on and 
misappropriation of the value of the names and reputations of each of the 
plaintiffs, and the conduct of the defendants endangers the reputation and 
good will of each of the plaintiffs. 

The complaint finally alleges that by reason of the wrongful acts of the 
defendants, they have impaired the business of the plaintiffs and have been 
unjustly enriched. 

Accordingly, injunctive relief is sought restraining the defendants 
from exploitation of the designs of plaintiffs, the sale of models and 
reproductions, the publication of sketches and the sale of the service to 
others, and generally from competing unfairly with the plaintiffs in the 
manner and method set forth in the complaint. Plaintiffs also ask for 
substantial damages and for an accounting. 

In support of his claim that the complaint fails to state a sufficient 
cause of action, the defendant urges that (a) there is no protection against 
style piracy or the publication of another’s styles; (b) plaintiffs publica- 
tion of the styles destroys any protection which they might otherwise 
have been entitled to; (c) there is no public interest involved, and there- 
fore the granting of the relief to plaintiffs would violate the due process 
clause of the constitution and defendants’ right to free speech and publica- 
tion; (d) plaintiffs’ practices are in restraint of trade; and (e) only in- 
ternal trade secrets under certain circumstances should be protected. 

In passing upon the question of the sufficiency of this complaint al- 
leging unfair competition, it is helpful to bear in mind the origin and 
evolution of this branch of the law. It originated in the conscience, jus- 
tice and equity of common-law judges. It developed, within the frame- 
work of a society dedicated to the freest competition, to deal with business 
malpractices offensive to the ethics of that society. The theoretic basis is 
obscure, but the birth and growth of this branch of the law is clear. It 
is a persuasive example of the law’s capacity for growth in response to the 
ethical, as well as the economic needs of society. As a result of this back- 
ground, the legal concept of unfair competition has evolved as a broad 
and flexible doctrine with a capacity for further growth to meet chang- 
ing conditions. 
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There is no complete list of the activities which constitute unfair 
competition. The general principle, however, evolved from all of the cases 
is that commercial unfairness will be restrained when it appears that there 
has been a misappropriation, for the commercial advantage of one per- 
son, of a benefit or property right belonging to another. Met. Opera 
Ass’n., Inc v. Wagner-Nichols Recorder Corp., 199 Mise. 786, 87 USPQ 
173 (40 TMR 1072), aff’d 279 App. Div. 632; Handler, Unfair Competi- 
tion, 21 Iowa L. Rev. 175; 1 Nims on Unfair Competition and Trademarks, 
4th ed., 1947, Chaps. I, II; Schechter, The Rational Basis of Trademark 
Protection, 40 Harvard L. Rev., 813. 

The statement of a sufficient cause of action in unfair competition in 
the last analysis is therefore dependent more upon the facts set forth, 
and less upon technical requirements than in most causes of action. For 
example, in the earlier cases, there was a requirement that the complaint 
set forth an allegation of “palming off.” While there is, in effect; such an 
allegation in this complaint, even in the absence of such an allegation, 
there would not be a fatal defect in the complaint. It was thought that 
an allegation of “palming off” was required, that is, the fraudulent repre- 
sentation of the goods of the seller as those of another. The early decisions 
condemning this practice were based on the two wrongs inflicted thereby ; 
(1) the deceit and fraud on the public; (2) the misappropriation to one 
person of the benefit of a name, reputation or business good will belong- 
ing to another. Taylor v. Carpenter, 3 Story 458; Howard v. Henriques, 
3 Sandf. 725. 

With the passage of those simple and halcyon days, when the chief 
business malpractice was “palming off,” and with the development of more 
complex business relationships and, unfortunately, malpractices, many 
courts, including the courts of this state, extended the doctrine of unfair 
competition beyond the cases of “palming off.” The extension resulted in 
the granting of relief in cases where there was no fraud on the public, 
but only a misappropriation for the commercial advantage of one person 
of a benefit or “property right” belonging to another. 

The courts have used various formulae in making this extension. Many 
of the earlier of such decisions relied on the presence of special elements: 
For example, inducing breach of trust or breach of contract in misap- 
propriating the property. Board of Trade v. Christie Grain & Stock Co., 
198 U.S. 236; Bitterman v. Louisville & Nashville R.R., 207 U.S. 205; 
Sperry & Hutchinson Co. v. Mechanics’ Clothing Co., 128 F. 800. How- 
ever, in Fonotipia, Ltd. v. Bradley, 171 F. 951, the Circuit Court, after re- 
viewing these decisions, found there was unfair competition in a case of 
misappropriation even in the absence of any of the special factors. In 
that case the plaintiff had engaged artists and made recordings of their 
musical performance for sale to the public. The defendant obtained some 
of these recordings, mechanically reproduced them and sold the copies in 
competition with plaintiff’s records at much lower prices. The court posed 
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the question as follows (p. 959): “whether the taking of property in the 
shape of valuable ideas and products, by mechanical imitation or repro- 
duction, is susceptible of notice by a court of equity, and whether any 
remedy therefor can exist apart from the questions of patent, trademark 
and intentional deception or imitation and deceitful substitution of the 
product.” It held, at page 964: “It cannot now be determined how far 
such appropriation of ideas could be prevented; but it would seem that 
where a product is placed upon the market, under advertisement and state- 
ment that the substitute or imitating product is a duplicate of the original, 
and where the commercial value of the imitation lies in the fact that it 
takes advantage of and appropriates to itself the commercial qualities, 
reputation, and salable properties of the original, equity should grant 
relief.” 

Subsequently, in 1918, the Supreme Court of the United States laid 
down a similar principle in International News Service v. Associated Press, 
248 U.S. 215 (9 TMR 15). In that case the Associated Press sued to en- 
join International News Service, among other things, from copying its 
news from bulletin boards and early editions of member newspapers and 
selling it bodily or in rewritten form to International News Service cus- 
tomers. The case presented particular difficulty because of the great public 
interest in the freest dissemination of the news. However, the court recog- 
nized that, as between the parties, even news was quasi-property. 

In granting an injunction to the Associated Press against the pirating 
of its news the court held (p. 239 et seq.): “The right of the purchaser of 
a single newspaper to spread knowledge of its contents gratuitously, for 
any legitimate purpose not unreasonably interfering with complainant’s 
right to make merchandise of it, may be admitted; but to transmit that 
news for commercial use, in competition with complainant—which is 
what defendant has done and seeks to justify—is a very different matter. 
In doing this defendant, by its very act, admits that it is taking material 
that has been acquired by complainant as the result of organization and 
the expenditure of labor, skill, and money, and which is salable by com- 
plainant for money, and that defendant in appropriating it and selling 
it as its own is endeavoring to reap where it has not sown, and by dis- 
posing of it to newspapers that are competitors of complainants’ members 
is appropriating to itself the harvest of those who have sown. Stripped of 
all disguises, the process amounts to an unauthorized interference with 
the normal operation of complainant’s legitimate business precisely at the 
point where the profit is to be reaped, in order to divert a material portion 
of the profit from those who have earned it to those who have not; with 
special advantage to defendant in the competition because of the fact that 
it is not burdened with any part of the expense of gathering the news. 
The transaction speaks for itself, and a court of equity ought not to hesi- 
tate long in characterizing it as unfair competition in business. * * * It 
is said that the elements of unfair competition are lacking because there 
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is no attempt by defendant to palm off its goods as those of the com- 
plainant, characteristic of the most familiar, if not the most typical, cases 
of unfair competition. * * * But we cannot concede that the right to 
equitable relief is confined to that class of cases. In the present case the 
fraud upon complainant’s rights is more direct and obvious. Regarding 
news matter as the mere material from which these two competing parties 
are endeavoring to make money, and treating it, therefore, as quasi- 
property for the purposes of their business because they are both selling it 
as such, defendant’s conduct differs from the ordinary case of unfair com- 
petition in trade principally in this, that, instead of selling its own goods as 
those of complainant, it substitutes misappropriation in the place of 
misrepresentation, and sells complainant’s goods as its own.” 

The significance and limits of this decision have been widely discussed. 
That it extended the doctrine of unfair competition to cases based on 
misappropriation of property has been accepted by the leading authorities. 
Chief Justice Hughes, in Schechter Poultry Corporation v. United States, 
295 U.S. 495; stated at page 531: “ ‘Unfair competition,’ as known to the 
common law, is a limited concept. Primarily, and strictly, it relates to 
the palming off of one’s goods as those of a rival trader * * * . In recent 
years, its scope has been extended. It has been held to apply to misap- 
propriation as well as misrepresentation, to the selling of another’s goods 
as one’s own—to misappropriation of what equitably belongs to a com- 
petitor. International News Service v. Associated Press, 248 U.S. 215, 241, 
242 (9 TMR 15).” 

The doctrine of extending unfair competition beyond cases of “palm- 
ing off” has similarly been recognized and applied by the courts of this 
state. Allen Mfg. Co. v. Smith, 224 App. Div. 187 (18 TMR 435) ; Rudolph 
Mayer Pictures v. Pathe News, 235 App. Div. 774, explained in decision 
in Madison Square Garden Corporation v. Universal Pictures Co., 255 App. 
Div. 459, 39 USPQ 551 (29 TMR 75); Mutual Broadcasting System v. 
Muzak Corp., 177 Mise. 489, 51 USPQ 146 (31 TMR 472); 20th Century 
Sporting Club v. Transradio Press Service, 165 Mise. 71. 

In their endeavor to prevent unfair business practices, the courts have 
determined that it was unnecessary to the sufficiency of a complaint and 
to the granting of relief that it be alleged and established that the parties 
are actual competitors. Tiffany & Co. v. Tiffany Productions, 147 Misc. 
679, aff’d without opinion 237 App. Div. 801, aff’d without opinion 262 
N.Y. 482 (23 TMR 117) ; Long’s Hat Stores Corporation v. Long’s Clothes 
224 App. Div. 497 (18 TMR 562) ; Marvlo Mills v. Marvel Mills, 170 Mise. 
770, aff’d 258 App. Div. 715; Triangle Publications v. Rohrlich, 167 F.2d 
969, 77 USPQ 196 (38 TMR 516, 657) ; Yale Electric Corp. v. Robertson, 
26 F.2d 972 (18 TMR 321) ; Madison Square Garden Corp. v. Universal 
Pictures Co., 255 App. Div. 459, supra; Maison Prunier v. Prunier’s Res- 
taurant & Cafe, 159 Mise. 551 (28 TMR 33); and cases cited therein. 
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The modern view as to the law of unfair competition does not rest 
solely on the ground of direct competitive injury, but on the broader 
principle that property rights of commercial value are to be and will 
be protected from any form of unfair invasion or infringement and from 
any form of commercial immorality, and a court of equity will penetrate 
and restrain every guise resorted to by the wrongdoer. The courts have 
thus recognized that in the complex pattern of modern business relation- 
ships, persons in theoretically non-competitive fields may, by unethical 
business practices, inflict as severe and reprehensible injuries upon others 
as can direct competitors. That defendants’ piratical conduct and practices 
have injured and will continue to injure plaintiffs admits of no serious 
challenge, and possible money damages furnishes no adequate remedy. 

That such practices constitute unfair competition with plaintiffs is 
made abundantly clear by the allegations of the complaint which, for the 
purposes of this motion, must be deemed to be true. Plaintiffs derive 
income from the uniqueness of their designs, and from their reputation, 
and the defendants, without any payment to plaintiffs, have profited, to 
what extent need not here be determined, from their misappropriation, 
through fraud, of the skill of the plaintiffs. This constitutes unfair com- 
petition. International News Serivce v. Associated Press, 248 U.S. 215, 
supra. 

The New York courts have applied the rule in the International News 
Service case in such a wide variety of circumstances as to leave no doubt 
of their recognition that the effort to profit from the labor, skill, expendi- 
tures, name and reputation of others which appears in this case constitutes 
unfair competition which will be enjoined. See, e.g., Fisher v. Star Com- 
pany, 231 N.Y. 414, 428 (11 TMR 333) ; Lehrenkrauss v. Universal Tours, 
262 N.Y. 332, 337, 18 USPQ 256, 257 (23 TMR 434); Madison Square 
Garden Corporation v. Universal Pictures Co., 255 App. Div. 459, 464-465, 
39 USPQ 551, 554, supra; Federal Waste Paper Corp. v. Garment Center 
Capitol, 268 App. Div. 230, 234, aff’d 294 N.Y. 714. 

The defendants raise the further objection that the complaint fails to 
state a cause of action in that it sets forth no property rights of the 
plaintiffs which had been interfered with. Clearly, some property rights 
in the plaintiffs and interference with and misappropriation of them by 
defendants are necessary to a cause of action. However, “property rights,” 
as has often been pointed out, are rights which are recognized and pro- 
tected by the courts by excluding others therefrom. The designation is 
therefore more in the nature of a legal conclusion than a description. 

The rights which the plaintiffs allege in the amended complaint are: 
(1) The creation of unique and valuable dress designs. (2) Right of plain- 
tiffs to exclusive use, directly or indirectly, of the name and reputation 
which they have developed over many years. (3) The exclusive right of 
plaintiffs to the designs, models and sketches which they created by the use 
of their skill, money and the organizations they have developed. (4) The 
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exclusive right of plaintiffs to license the use of their unique and original 
designs and to sell their designs and models. 

The question presented is thus whether these rights are rights 
which the courts have recognized and protected and should recognize 
and protect as “property rights.” 

The Court of Appeals in Fisher v. Star Company, 231 N.Y. 414, 429, 
supra, quoted with approval the broad definition of property rights laid 
down by the Supreme Court of the United States in the International 
News Service case, supra: “ “The rule that a court of equity concerns itself 
only in the protection of property rights treats any civil right of a 
pecuniary nature as a property right; and the right to acquire property 
by honest labor or the conduct of a lawful business is as much entitled to 
protection as the right to guard property already acquired. It is this right 
that furnishes the basis of the jurisdiction in the ordinary cases of un- 
fair competition.’ ” 

The right to the exclusive use of one’s own name and reputation has 
long been recognized by the courts, as evidenced by the early protection of 
trademarks and trade names and the “palming off” cases. 

The law has also, as Justice Brandeis pointed out in his dissent in the 
International News Service case, supra, protected the creative element in 
intellectual productions—that is, the form or sequence of expression, the 
new combination of colors, sounds or words presented by the production. 
So, too, it would appear that the law would protect the creative element 
in the designing of garments where great skill and talent and ingenuity 
are employed. 

In the Metropolitan Opera case, supra, the unauthorized recording of 
Metropolitan Opera broadcasts and sales of records thus obtained were 
enjoined. This court held that the Metropolitan had property rights in 
the performances which were not abandoned by performance broadcast 
or sale of records, all under exclusive contract, and that the misappropria- 
tion of these unabandoned rights constituted unfair competition. The 
defendant’s misappropriation was held to constitute an illegal interference 
with the Metropolitan’s contractual relations, and this alone was sufficient 
to bring the case within the rule against unfair competition. 

The defendant in the Metropolitan Opera case advertised its records 
as Metropolitan Opera recordings. Yet this court held that this misap- 
propriation and trading on the Metropolitan’s name and reputation were 
sufficient to constitute unfair competition. The decision of this court was 
affirmed by the Appellate Division, which said, 279 App. Div. 632, 633: 
“Defendants’ acts, as alleged in the complaint, constitute a misappropria- 
tion of the work, skill, expenditure and good will of plaintiffs, and present 
a case of unfair competition.” 

The unfairness required to sustain the cause of action for unfair 
competition is satisfied by any of the allegations of the amended complaint 
by showing: That the defendants interfered with the plaintiffs’ valuable 
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contractual relationships with their licensees. Met. Opera Ass’n., Inc. Vv. 
Wagner-Nichols Recording Corp., supra; that they obtained entrance to 
the showings of plaintiffs by fraudulent representations, concealments and 
promises (Montegut v. Hickson, Inc., 178 App. Div. 94 (7 TMR 389) ; that 
they violated their agreements upon entry of plaintiffs’ showings not to 
copy or reveal what they saw (Henry Glass & Co. v. Art Mor Togs, Inc., 
101 N.Y.S.2d 538); that they obtained plaintiffs’ designs by inducing 
plaintiffs’ employees to violate confidential relations and contractual obli- 
gations with the plaintiffs (Spiselman v. Rabinowitz, 270 App. Div. 548, 
69 USPQ 192; and finally, that they traded on plaintiffs’ reputations and 
good will. See Fisher v. Star Co., 231 N.Y. 414 (11 TMR 333) ; Rudolph 
Mayer Pictures v. Pathe News, 235 App. Div. 774; Mutual Broadcasting 
System v. Muzak, 177 Mise. 489, 51 USPQ 146 (31 TMR 472). 

Further attack upon the amended complaint made by the moving de- 
fendant in support of his argument that the complaint fails to state a 
cause of action is that the plaintiffs have abandoned their rights by in- 
viting certain individuals to attend the various showings, including cer- 
tain members of the press. At common law the public performance of a 
play, exhibition of a picture or sale of a copy of the film for public 
presentation did not constitute an abandonment nor deprive the owner of 
his common-law rights. Palmer v. De Witt, 47 N.Y. 532; Ferris v. Froh- 
man, 223 U.S. 424; American Tobacco Co. v. Werckmeister, 207 U.S. 284; 
Universal Film Mfg. Co. v. Copperman, 218 F. 577. In the International 
News Service case (248 U.S. 215, supra), the court, in discussing this ques- 
tion of publication and abandonment, stated (pp. 240-241): “The con- 
tention that the news is abandoned to the public for all purposes when 
published in the first newspaper is untenable. Abandonment is a question of 
intent, and the entire organization of the Associated Press negatives such 
a purpose. The cost of the service would be prohibitive if the reward were 
to be so limited. * * * Their (by-laws) effect is that publication by each 
member must be deemed not by any means an abandonment of the news to 
the world for any and all purposes, but a publication for limited purposes; 
for the benefit of the readers of the bulletin or the newspaper as such; not 
for the purpose of making merchandise of it as news, with the result of de- 
priving complainant’s other members of their reasonable opportunity to 
obtain just returns for their expenditures.” 

The care with which plaintiffs protected their showings, the elaborate 
scheme devised for such protection, the method by which persons were 
admitted to the showings, clearly demonstrated the intent not to abandon, 
but on the contrary, an attempt to retain effective control over the repro- 
duction, sale and copying of plaintiff’s original and unique designs. 
The publication in this case is certainly no wider nor more unlimited 
than the publication of news in the Associated Press member newspapers 
and bulletins which was held by the Supreme Court of the United States 
to constitute limited publication. 
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To hold that the protection of plaintiff’s property is lost at just the 
point at which the property becomes valuable and needs protection would 
be tantamount to holding that the property rights are not entitled to 
protection at all. 

Furthermore, abandonment is a question of intent. Internat. News 
Service v. Associated Press, 248 U.S. 215 (9 TMR 15); Am. Tobacco Co. 
v. Werckmeister, 207 U.S. 284; Met. Opera case, supra. 

This court, under very similar circumstances, has held exhibiting dress 
designs under limited conditions was not an abandonment. In the Henry 
Glass & Company case, supra, it was held that exhibiting plaintiff’s design 
to the defendant in expectation of obtaining orders, the defendant agree- 
ing as a condition of being shown the design not to copy or cause to be 
copied plaintiff’s patterns, was not a publication. The plaintiffs here have 
placed similar restrictions upon allowing anyone to see their designs, 
and therefore have not abandoned those designs. 

The case of Chicago Board of Trade v. Christie Grain & Stock Com- 
pany, 198 U.S. 236, is squarely in point on this issue. In that case, Mr. 
Justice Holmes granted an injunction preventing the defendant from 
copying market quotations gathered by the plaintiff, and sold by the 
plaintiff to approved customers. The court held that communicating 
quotations to persons in confidential and contractual relations to the plain- 
tiff under obligation not to copy or disclose was not publication, saying 
at page 250: “The plaintiff does not lose its rights by communicating the 
result to persons, even if many, in confidential relations to itself, under a 
contract not to make it public, and strangers to the trust will be restrained 
from getting at the knowledge by inducing a breach of trust and using 
knowledge obtained by such a breach.” 

In the instant case, the plaintiffs lose no rights by showing their designs 
to persons who have agreed not to make public what they are shown. 

The case of Varsity Sportswear, Inc. v. Princess Fabrics Company, 
Inc., 174 Mise., 298, 45 USPQ 189 (30 TMR 198), cited by defendant 
to indicate that designs and fashions are not entitled to protection because 
they are in the public domain, does not stand for the proposition for 
which it is cited. The case held that the copying by the defendant of the 
name of plaintiff’s line of dresses to describe similar dresses made by the 
defendant would be enjoined as unfair competition. The court said by 
way of dictum that an injunction would not have been granted on the 
basis of the copying alone by the defendant of plaintiff’s dresses because 
the plaintiff had sold its dresses to the public without restriction. Since 
there was an unrestricted publication, plaintiff’s property rights were 
abandoned. The instant case in which there has been no unrestricted 
publication is clearly distinguishable even from the dictum of the Varsity 
case. 

The case of Bristol v. The Equitable Life Assurance Society, 132 N.Y. 
264, does not support the proposition that trade secrets are lost as 
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soon as disclosed in any way. In the first place, the court in that case 
made clear that a trade secret is only lost if no steps are taken to protect 
it. The case has no application to the instant case in which the plaintiffs 
have taken elaborate precautions which are circumvented only by the 
tortious and wrongful acts of defendants. Second, one of the grounds 
upon which the decision in the Bristol case was decided was a finding that 
the defendant did not agree not to use the idea communicated to him by the 
plaintiff. In the instant case the co-conspirators of defendant Milton did 
agree, as a condition of entry to plaintiffs’ showings, not to communi- 
cate plaintiffs’ designs. 

The citation by defendant Milton of Nims’ treatise on Unfair Com- 
petition (141 and 143) is misleading even as to the law on trade secrets 
expounded there. In addition to the quotations which the defendant uses, 
it is said in section 141, at page 404: “Appropriation of such ideas can 
be protected on the grounds of violation of confidence or of contract 
but such cases are not within the scope of this book.” And in section 
143, at page 406: “The plaintiff does not lose its rights by communicat- 
ing the results to persons, even if many, in confidential relations to itself, 
under a contract not to make it public * * * .” 

Spiselman v. Rabinowitz, 270 App. Div. 548, 69 USPQ 192, shows that 
even as to a trade secret, the secret is not lost unless there is an unrestricted 
publication. In that case the plaintiff had a contract with another party to 
produce beads using plaintiff’s secret “pearlizing” process, the contract 
containing a promise by that party not to reveal the process. The com- 
plaint stated that the defendant, knowing of this contract, obtained the 
process from the contractee and produced and sold beads using plaintiff’s 
process. A motion to dismiss the complaint for failure to state a cause 
of action was denied, the court holding that the revelation of the secret 
under these restricted conditions, similar to the conditions of plaintiff’s 
contract in our case, was not a publication. 

There is no reason apparent to this court why the rights of the plain- 
tiffs should receive less protection than those of the sponsor of sport- 
ing events and the disseminator of news. The law at least regards both 
of these diverse facets of human endeavor with impartial and approving 
judgment. Equity will not bear witness to such a travesty of justice; it 
will not countenance a state of moral and intellectual impotency. Equity 
will consider the interests of all parties coming within the arena of the dis- 
pute and admeasure the conflict in the scales of conscience and on the prem- 
ise of honest commercial intercourse. 

The complaint can also be sustained as stating a cause of action for 
unjustifiable interference with the contractual rights of the plaintiffs. 
With full knowledge of the elaborate plans made by the plaintiffs to 
protect their rights, the defendants have assumed the privilege of taking 
unto themselves that which the plaintiffs, by careful design, sought to 
protect in granting licenses to others to reproduce and copy designs. The 
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defendants’ action not only constitutes an attempt to secure the very 
benefit which the plaintiffs attain through grants to others under contract, 
but also an interference with contractual relations which will be enjoined 
by a court of equity. Reiner v. North Am. Newspaper Alliance, 259 N.Y. 
250; Navarro v. Fiorita, 271 App. Div. 62, aff’d 296 N.Y. 783; Gonzales 
v. Kentucky Derby Co., 197 App. Div. 277, aff’d 233 N.Y. 607; Pittsburgh 
Athletic Co. v. KQV Broadcasting Co., 24 F.Supp. 490, 39 USPQ 263 (28 
TMR 538). The rule enunciated in these cases has been aptly summed 
up in 41 Harvard Law Review (pp. 731-732), as follows: “And to-day 
there is no question but that there may be prima facie liability for inter- 
ference with contract relations without inducing breach of contract by, 
for example, injuring persons under contract so that they are disabled 
from performing, or by destroying or damaging property which is the 
subject matter of a contract, or by doing other acts which make perform- 
ance more burdensome, difficult or impossible or of less or no value to the 
one entitled to performance.” 

The present defendants’ conduct interferes with plaintiffs’ enjoyment 
of the benefit of the exclusive right which it has to license to others the 
right to copy and simulate plaintiffs’ original designs. The right of the 
parties to protect their interest in those contracts against interference 
by the intentional acts of third parties is not limited by the analogies of 
common-law property rights. This principle is affirmed in Gonzales v. 
Kentucky Derby Co., 197 App. Div. 277, aff’d 233 N.Y. 607, and Pitts- 
burgh Athletic Company v. KQV Broadcasting Company, supra. 

The final legal stand upon which the defendant moves for relief 
involves the claim, as pointed out earlier, that to enjoin defendants would 
violate their right of free speech, freedom of the press, due process and 
would result in a restraint of trade. This court regards all of these argu- 
ments as without merit. It is difficult to follow the argument of the 
defendants or to determine how they bring this within the protection of 
the free speech and freedom of the press clause of the constitution. To 
say that someone who by fraud and deception obtains the fruits of 
another’s labors and sells them commercially for his own advantage is 
acting as a disseminator of news and is therefore entitled to the consti- 
tutional protection would be a contorting of the constitution beyond limits 
not even envisioned by the most radical protagonist of this salutary 
constitutional provision. 

There is no parallel between the situation present in the instant case 
and the legal argument advanced by the defendants. In fact, restrictions 
against unfair competition by people who actually were engaged in dis- 
semination of the news were upheld in International News Service v. 
Associated Press, 248 U.S. 215 (9 TMR 15); Chicago Board of Trade 
v. Christie Grain & Stock Company, 198 U.S. 236, on the grounds that 
there is no right to steal the news that others have gathered. 
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Equally unavailing is the argument of the defendants that due process 
would be violated if an injunction were granted in this case. The court 
confessedly simply cannot follow this contention of the defendants. 

In so far as a claim is made relating to restraint of trade there is 
nothing in the complaint to show this to be the fact. None of the plaintiffs 
has a monopoly of the fashion business or even a segment thereof, and 
no such inference can be drawn for the complaint. There is no showing 
that the plaintiffs have ever acted in concert to exclude anyone from 
the fashion field. Each acts individually to protect his own designs by 
not revealing them without restriction. The mere fact that the plaintiffs 
have joined together in this complaint does not mean that they are acting 
in concert in the manner and method contemplated by the cases relating 
to restraint of trade. 

The activities of the plaintiffs do not involve a restraint of trade 
under the Sherman Act, under section 340 of the New York General 
Business Law or at common law. The law is well settled that an individual 
owner of property may do with his property what he pleases and may 
sell or not sell to whom he pleases. It is only a conspiracy to exclude 
competitors which is repugnant to the law. The case of United States v. 
Colgate & Company, 250 U.S. 300, is the leading case setting forth these 
principles. Times-Picayune v. United States, 345 U.S. 594, is a recent case 
reaffirming the principle that a refusal to deal with a particular individual 
by a single concern does not violate the Sherman Act. 

Under section 340 of the General Business Law it has likewise been 
consistently held that an individual’s refusal to sell to anyone does not 
amount to prohibited restraint of trade. In Locker v. American Tobacco 
Company, 195 N.Y. 565, plaintiff brought an action alleging that the 
defendant, through its exclusive agent in New York, had refused to sell 
to it and that this constituted restraint of trade. The complaint was 
dismissed for failure to state a cause of action, the court saying, at page 
566: “It is unquestionable that the owner of property may sell to whom 
he chooses, and equally he may control his agent. A refusal to sell to 
any particular individual becomes illegal only when it is done in pursu- 
ance of a combination with other owners to injure the individual with 
whom they refuse to deal. In other words, it is the combination of several 
persons which makes that action illegal which, if done by a single person 
without any agreement for joint action, would be legal.” 

Two cases in which conspiracies to prevent style piracy were enjoined 
as restraints of trade are Fashion Originators Guild of America, Inc. v. 
Federal Trade Commission, 114 F.2d 80 (30 TMR 421), aff’d 312 U.S. 457, 
48 USPQ 483 and Military Creators’ Guild v. Federal Trade Commission, 
109 F.2d 175, aff’d 312 U.S. 469, 48 USPQ 487. In both of these cases 
fashion guilds prevented sale by their members to a list of style pirates 
prepared by the guilds, and members could be excluded from the guilds 
on the basis of sale to a concern on the lists. These cases are both dis- 
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tinguishable on the ground that a conspiracy involving a large portion 
of the fashion industry was involved. Furthermore, it was said in both 
cases that a conspiracy to prevent sale to retailers who appropriate unpub- 
lished designs would have been legal—it was only the fact that the con- 
spiracy prevented sale to retailers who copied published designs as well 
as unpublished designs that made the conspiracy illegal. The facts in 
the instant case are otherwise. 

Similarly, the case of Associated Press v. United States, 326 U.S. 1, 
may be distinguished, on the basis that there a conspiracy was involved 
which included all papers subscribing to the Associated Press. The Asso- 
ciated Press bylaws prohibited service of news to non-members and 
empowered members to block membership applications of competitors and 
make them pay high fees for entering. It was held that this conspiracy 
violated the Sherman Act, since a new paper could be prevented arbi- 
trarily from obtaining Associated Press news in competition with member 
papers in its area. In the present case there is no membership association 
which is blocking entry of anyone from competition. There is no concerted 
action by the plaintiffs at all. There is no conspiracy. The plaintiffs have 
not even refused to sell to defendants. The only thing sought to be enjoined 
is the defendant’s unfair appropriation of plaintiff’s unpublished property. 

The irreparable harm which of necessity must come to the plaintiffs 
by the acts of the defendants outweighs any financial loss which they 
may sustain resulting from their not being able to appropriate these 
designs for their own commercial benefit. Such injury as may be inflicted 
on the defendants is the direct result of their unconscionable business 
practices and their invasion of the moral standards even of the market 
place. The defendants have embarked upon a hazardous enterprise which 
equity will not hesitate to strike down. Cast in its proper environment 
we have here a business venture proposed to gather in the harvest, the 
seeds of which were planted and nurtured by others at great expense 
and with consummate skill. 

The conclusion here reached is not an onslaught on the currents of 
competition; it does not impose shackles on the arteries of enterprise. It 
simply quarantines business conduct which is abhorrent to good conscience 
and the most elementary principles of law and equity. 

Accordingly, the motion to dismiss the complaint and for other relief 
is in all respects denied. 

Order signed. 
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SYLVANIA ELECTRIC PRODUCTS INC. v. 
DURA ELECTRIC LAMP COMPANY, INC. et al. 


No. 385-54 Civil —D.C., New Jersey — August 29, 1956 


EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 
Registration does not render a mark valid as such for it can be challenged in 
any suit where material. 
EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—NOTICE 
Registration does not confer any greater rights than existed at common law; 
at best, it is but a method of serving notice of a claim of ownership. 


REGISTRATION PROCEDURE—APPLICATION 
The presumption of validity of a registration covering a utilitarian device is 
seriously impaired by the failure to allude to such functional characteristics in the 
application papers. 
REMEDIES—INFRINGEMENT—EVIDENCE 
The conduct of dealers in attempting to pass off defendant’s goods as those 
of plaintiff cannot be charged to the defendant when such deception was traceable 
only to defendant’s use of a functional feature previously used by plaintiff. 
TRADEMARK ACT OF 1946—REGISTRABILITY—PACKAGES AND CONFIGURATIONS 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—GENERAL 
A blue circular dot placed at the inside top of flash bulbs and covered by an 
expired patent was found to be functional in character by serving, through chemi- 
cal color changes, as a means of indicating the quality of any particular bulb and 
notwithstanding plaintiff’s registration thereof and some evidence of actual con- 
sumer confusion, a competitor’s use of the same device was held not to infringe 
upon plaintiff’s rights for the latter had no valid claim to the device; plaintiff’s 
contention that the defendant should be required to place the dot at another place 
on the bulb, or to use a different color or something other than a circular form 
was denied because all of these elements were found to be essential or appropriate 
in using this utilitarian device. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS oF GOODS 
Defendant’s use of a blue, circular dot at the inside top of flash bulbs having 
been found not to infringe upon any valid trademark rights of plaintiff, it was 
further found that such use did not amount to unfair competition, since the dot 
had not acquired a general significance in the market identifying plaintiff’s goods; 
the imitation was not likely to cause prospective purchasers to regard defendant’s 
goods as those of plaintiff; the feature imitated was functional and the defendant 
had taken reasonable steps to inform prospective purchasers that its goods were 
not those of the plaintiff. 


Action by Sylvania Electric Products Inc. v. Dura Electric Lamp 
Company, Inc. and Michael Portnow for trademark infringement and 
unfair competition. Complaint dismissed. 


Pitney, Hardin & Ward and Arthur J. Martin, Jr., of Newark, New Jersey. 
(Watson, Leavenworth, Kelton & Taggart, Leslie D. Taggart, Robert 
C. Nicander, Nicholas John Stathis, and Howard M. Cohen, of New 
York, N.Y., of counsel) for plaintiff. 

Harry B. Rook, of Newark, New Jersey, and Alexander Friedman, Edward 
F. Levy, and Mock & Blum, of New York, N.Y., for defendants. 
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WorTENDYKE, District Judge. 


This action is brought under the Lanham Act (15 U.S.C.A. § 1051 
et seq.) for alleged infringement of a claimed trademark, admittedly regis- 
tered in the United States Patent Office on October 30, 1951 with num- 
ber 550,211, which presently remains uncancelled, and is owned by plain- 
tiff, and for injunctive relief against alleged unfair competition. This 
Court has jurisdiction under §1114 of the Act (15 U.S.C.A. § 1114), 
also by 28 U.S.C.A. § 1338, and also because there is diversity of citizen- 
ship between plaintiff and the defendants, and the complaint alleges 
involvement of more than the minimum jurisdictional amount (28 
U.S.C.A. § 1832(a) (1). Cf. Standard Brands Inc. v. Smidler, (2 Cir. 1945) 
151 F.2d 34, 36, 66 USPQ 337, 339 (35 TMR 277). The individual de- 
fendant, Portnow, admittedly president and managing officer and owner of 
fifty per cent of the stock of the corporate defendant, Dura Electric 
Lamp. Company, Inc. (hereinafter called Dura) is charged by plaintiff 
with bringing about and continuing the alleged infringement and unfair 
competition by Dura through his control of that corporation. Plaintiff 
prays relief in the form of injunction, accounting, treble damages, delivery 
up for destruction of the allegedly offending products, and costs. The 
Court has jurisdiction of the parties. 

Both plaintiff, Sylvania Electric Products, Inc. (hereinafter called 
Sylvania) and defendant, Dura, manufacture and sell, in interstate com- 
merce, electric flash-bulbs used in flash-light photograph. While generally 
sold in paper cartons and sleeves upon which the name and admitted 
trademark of the manufacturer appears, these bulbs are also sold in sub- 
stantial quantities unpackaged and in bulk. No name of the manufacturer 
appears upon any individual bulb produced by either of the corporate 
parties; but there is placed during the course of manufacture at the top 
of the inside of the glass globe, opposite the base of every bulb produced 
by each of said parties, a dot or spot, generally circular in form, about 
one-eighth inch in diameter composed of cobalto-cobalti cyanide salt. 
During application, this salt is pink in color and is in suspension in a suit- 
able liquid vehicle which is evaporated when the interior of the bulb is 
exhausted of atmosphere air upon the final sealing of the globe to the stem 
of the lamp. If the exhaustion of the moisture-bearing atmosphere from 
the globe has been adequate, the color of the spot or dot changes to blue. 
If, however, the color does not so change, but remains or returns to pink, 
insufficient exhaustion from or subsequent intrusion, through leakage, of 
atmosphere into the bulb is thereby indicated. The presence of this com- 
plex chemical within the globe of the bulb serves as a means of indicating 
to the manufacturer as well as to the distributor and ultimate user whether 
or not the bulb is defective. Both Sylvania and Dura recognize this 
utilitarian function of the dot or spot in their advertising and sales pro- 
motion; but Sylvania asserts that through the long and uninterrupted use 
by it and its predecessors of this spot or dot, with the color, of the composi- 
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tion, in the form and at the location in the bulb above described, com- 
mencing long anterior to the beginning of its use by Dura, the spot or dot 
had acquired a secondary meaning as a mark of identification of the bulb 
in which it appeared as the product of Sylvania or of one of its said pre- 
decéssors. Sylvania charges, therefore, that defendants’ use of a spot or 
dot, similar in shape, position, location and color, upon the bulbs which 
Dura manufactures, without an indication on the bulbs themselves that 
they are not products of Sylvania, is likely to enable Dura to “palm off” 
its products upon consumers by misleading the latter into the belief that 
bulbs manufactured by Dura were actually the products of Sylvania. 
Defendants, while admitting that Dura uses a blue dot of cobalto- 
cobalti cyanide in each of the bulbs which it manufactures of a size and 
shape and at a position similar to that occupied by the blue dot in Syl- 
vania’s bulbs, assert that the dot serves the purely utilitarian function 
hereinabove described. Defendants also charge that the use of the blue 
dot was covered by claim number 12 of United States Patent number 
1,989,572, issued January 29, 1935, which has expired, and that such 
use of a spot of cobalt salt in a photoash bulb is therefore in the public 
domain, available to all. Defendants therefore deny that the blue dot 
is a trademark and charge that plaintiff was not entitled to have it 
registered as such. Indeed, on July 11, 1952 Dura filed a petition in the 
United States Patent Office, pursuant to 15 U.S.C.A. § 1064, for the can- 
cellation of plaintiff’s registration, claiming invalidity thereof. These 
cancellation proceedings were suspended upon Sylvania’s motion therein, 
pending final adjudication of the issues in the instant suit. Defendants 


1. Dura has, from the outset of its manufacture of photo-flash bulbs, adopted and 
employed as its trademark the name DURA FLASH, which is conspicuously placed on the 
racks and sleeves in which its bulbs are generally packaged, sold and shipped, and 
which was registered in the United States Patent Office on October 30, 1951 as No. 
550,192 (Exhibit D-136). Dura has never held out the blue dot (which admittedly 
appears on each of its bulbs) as a trademark. Its packages have always been the same 
in color, composition and arrangement since it commenced the manufacture of its bulbs. 
Its bulbs have borne the blue dot at the same location in each since Dura commenced 
production of them under license from the holder of the patent (U.S. No. 1,989,572). 

Sylvania is also the owner of Registration No. 343,849 in the United States Patent 
Office dated March 9, 1937 (Exhibit P-88) for the trademark SUPER FLASH, which 
appears on all cartons and sleeves in which its (blue dot) bulbs are packaged. This 
registration was applied for by Sylvania’s predecessor, Wabash Appliance Corp. (herein- 
after called Wabash) in whose name the certificate issued. In the “Statement” set 
forth in the certificate, appears the following: 

“The trademark is applied or affixed to the goods by stamping or attaching a 
printed label or paster, containing said trademark, on packages containing the 
goods, and on boxes or cartons in which said lamps or bulbs are placed. 

“Applicant disclaims the exclusive right to the use of the words SIGNAL SPOT, 
FLASH and PHOTOLAMP and representation of the lamp or bulb separate and apart 
from the mark as shown in the drawing.” 


The drawing referred to is a plane view of a photoflash bulb showing a circular spot 
or dot at the center of the end of the globe opposite the base, with an arrow bearing 
the words SIGNAL SPOT pointing to the dot, the words SUPER FLASH diagonally across 
and the word PHOTOLAMP immediately below the drawing. The Statement also sets forth 
that the trademark has been continuously used in applicant’s business since January 
2, 1936. 
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deny that the blue dot serves to identify and distinguish plaintiff’s flash- 
bulbs, and they also deny that the use of the blue dot by Dura constitutes 
unfair competition. 

Insofar as it relates to the history of the use of the so-called blue dot 
or safety spot in photoflash bulbs, the evidence in this case discloses as 
follows: In or prior to the year 1931, N. V. Philips Gloeilampenfabrieken, 
a Dutch corporation (hereinafter referred to as Philips), in Eindhoven, 
Netherlands, developed an electrically ignitable photoflash bulb, using 
hydronalium wire instead of foil as the flashing agent. In the course of 
this development, Philips originated the use within the globe of the bulb 
and at its top end, opposite the base, of a dot or spot composed of cobalt 
salt as a means of detection in the course of manufacture of “leakage” 
through cracks or flaws in the globe or base of external atmosphere into 
the gas-charged interior of the bulb. For this invention British patent 
number 436,047 (Exhibit D-134) was issued to Philips following acceptance 
of its specifications on October 3, 1935. When such atmospheric intrusion 
occurred in one of these bulbs, the color of the cobalt spot (which had been 
pink when applied in suspension in liquid, but would become blue when 
dehydrated by evacuation of air and dried by heat) would turn back to 
pink; thus indicating the presence of moisture-laden gas within the bulb 
resulting from defective manufacture or subsequent damage. Salts 
of cobalt had been well-known, long prior to Philips’ use of the substance 
as a leakage indicator, to have the characteristic of exhibiting a pink color 
when diluted and a blue color when dried or in concentrated solution. See 
2 Thorpe’s Dictionary of Applied Chemistry (Rev. ed. 1921) page 299. 
The British Patent covered the bulb which it had developed, and included 
in the specifications thereof was the use of cobalto-cobalti cyanide as 
an indicating material. A United States Patent, 1,989,572, Exhibit D-135, 
was issued to Philips (as assignee of Van Liempt, et al.) on January 29, 
1935. This patent was also referred to in the testimony as the “Van 
Liempt” patent. This Court concludes that it covered the use of the “blue 
spot” composed of the materials and located at the position employed in 
the Sylvania and in the Dura bulbs, but expiration of the patent on Janu- 
ary 29, 1952 threw the right to use such “spot” into the public domain. 

By the terms of a written agreement (Exhibit P-87) Philips granted to 
Wabash, a New York corporation with place of business in Brooklyn, 
New York, an exclusive license (subject to a non-exclusive license retained 
by the licensor for itself or for an affiliated company) to manufacture, 
use and sell throughout the United States “photoflash lamps of the type 
in which the material which emits actinic light when it is chemically re- 
acting, is provided in the form of a thin wire.” The agreement also pro- 
vided that its scope comprised all United States patents and patent ap- 
plications listed in an attached exhibit “insofar as the same may be used 
for or be applicable to the devices” (the photoflash lamps of the type 
above described) “falling under this agreement, and includes the technical 
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information and manufacturing experience for the manufacture of these 
devices.” The licensee (Wabash) agreed to pay to the licensor royalties 
on all devices sold by licensee under the agreement at the rate therein 
prescribed. The list of patents and applications attached to the foregoing 
agreement (Exhibit A therein referred to) is as follows: 


U.S.A. Patent No. 2,037,101 of April 14, 1936. 
U.S.A. Patent Application Ser. No. 723,010, filed April 28, 1934. 
U.S.A. Patent Application Ser. No. 18,457, filed April 26, 1935. 
U.S.A. Patent No. 1,989,572 of January 29, 1935. 


The production of photoflash bulbs by Wabash under this agreement 
met with favorable consumer response and the demand for its product 
ultimately threatened to outrun its ability to produce. 

As early as October 1, 1940, Wabash issued to its dealers for distribu- 
tion to consumers with its lamps an exposure data card (Exhibit P190) 
containing “Flash and Flood Exposure Table,” a price list of its different 
sized bulbs, and a picture of one of its bulbs prominently displaying the 
spot on the end of the globe opposite the base and a legend, pointed to the 
spot, which read: 


“This Wabash Safety Spot means 3 important things 
1. a Safe flash bulb! 

2. a Dependable flash bulb! 

3. a Wabash SUPERFLASH bulb!” 


Abe M. Parker, then President of Wabash, on his pretrial deposition (Ex- 
hibit P-62) testified that the foregoing legend was placed upon the ex- 
posure data card to explain “just exactly what this bulb did” and that 
the bulb was made by Wabash—that “the blue spot always identified 
that it was a Wabash suPpERFLASH bulb.” General Electric and Westing- 
house were competitors of Wabash in the photoflash bulb business at the 
time (1940), but the product of neither of these competitors bore any 
blue dot upon it. Similar advertising content in a variety of other media, 
was employed by Wabash until it sold as of January 1946 its factory, 
equipment, goods in process, know-how and patents (all of its business 
except cash and accounts receivable) to plaintiff Sylvania. Since its 
acquisition of this business from Wabash, plaintiff has vigorously and at 
progressively increasing expense pursued an advertising campaign in 
press, periodicals, a television program? and by other means featuring the 





2. In the “audio” column of the television script (Exhibit D-67) for plaintiff’s 
“Beat the Clock” program for December 8, 1950 the “Opening Commercial” read 
(insofar as it referred to the “blue dot”) as follows: 

“To give your pictures that clear, clean, professional look use Sylvania SUPER- 

FLASH Flashbulbs, with the exclusive BLUE DoT identifying feature. SUPERFLASH 

will give instant sharp illumination. They’ll light your subject evenly without harsh 

shadows. SUPERFLASH bulbs you know, contain oxygen to give brighter light. If 
the oxygen escapes, the BLUE DoT will turn pink. So when the dot is blue you 
are sure it’s rendy to work for you. SUPERFLASH bulbs also have a double radio- 
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BLUE DOT as a functional and identifying characteristic and feature of the 
photoflash lamps which it manufactures. Plaintiffs annual advertising 
expenditure rose from $34,456 in 1946 to $1,266,000 in 1955. 

Both sides to the controversy presently before the Court recognize, 
and the Court finds that, because of its chameleon-like characteristic of 
manifesting a color change under the influence of the presence or absence 
or moisture-bearing atmosphere, cobalt salts were originally, and have 
been employed by both corporate parties in the manufacture of photoflash 
bulbs for the utilitarian purpose of indicating to the manufacturer that 
his evacuation of the bulb is inadequate and to consumer that the bulb 
contains air and is not operative or safe to use. Plaintiff, however, with 
apparent full recognition of the aforesaid utilitarian function of the 
“blue spot,” nevertheless contends that because it was placed by plaintiff 
and its predecessors in the form, with the color, and at the location em- 
ployed by them (“a circular blue dot about one-eighth inch in diameter 
located at the top end of the bulb opposite its screw base”—as described 
in plaintiff’s Registration No. 550,211 dated October 30, 1951, Exhibit P-1) 
—the dot or spot has acquired by common public acceptation the status 
of a symbol indicating that the product bearing it is that of the plaintiff, 
and that consumers generally so assume in selecting and purchasing the 
product. In support of this contention, plaintiff presented the testimony, 
both on the trial and on pretrial depositions, of many witnesses (over 60 
in number), mostly amateur photographers residing respectively in various 
municipalities in the States of New Jersey and New York and pursuing 
a variety of vocations. Each witness had been previously interviewed by 
an investigator employed by plaintiff.2* Each interview conformed gen- 
erally to a similar pattern, viz., the investigator, after identifying her- 








active coating and a specially engineered filament that permit firing even when 
batteries are weak. Yet with these and many other advantages SUPERFLASH bulbs 
cost no more than ordinary flashbulbs.” 


In the script for the program of December 15, 1951 (Exhibit D-71) we find: 


“And for the best pictures, use Sylvania SUPERFLASH bulbs, the sure-firing 
flashbulbs that are the choice of famous press photographers. SUPERFLASH are 
made in the round, light bulb shape to give even, sharp illumination, and are primed 
with oxygen and quick flashing aluminum for instant brighter light. Every SuPER- 
FLASH Bulb has this identifying BLUE pot. And if a bulb is damaged in shipment, 
the Dot turns pink and your dealer will replace the unused bulb free. SUPERFLASH 
come in all sizes for black and white or color photography.” 
2a. The persons interviewed were selected from two lists of participants in a con- 

test run by the plaintiff as part of its television advertising program during the years 
1953 and 1954. One of these lists comprised the contest winners and the other the 
contest losers. The residences of the persons whose names appeared on these lists were 
within the New York metropolitan area. The typical approach of plaintiff’s interviewer 
to each of the consumer witnesses is reflected in the description given by the witness 
Edna Stevens, of Bronxville, New York, in her pretrial deposition as a consumer witness 
for plaintiff: 

“Q. Did a young lady visit you about six months ago and show you a flashbulb? 
A. Yes, she did. 

“Q. Will you tell us what she said and what you said? 

A. She asked me did I recognize a flashbulb she showed me, with a blue dot 
on it, and I said yes, I did, that it was a Sylvania bulb. 


(Continued ) 
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self or himself, exhibited to the witness a photoflash bulb bearing at the 
top of the glass globe, opposite the base, a blue dot. The witness was 
then asked to identify the maker of the bulb and in each instance stated 
that it was the product of plaintiff because it bore a blue dot at the loca- 
tion exhibited. Substantially all of these witnesses had become familiar 
with plaintiffs advertising of the blue dot feature of its flash bulbs through 
television programs and other media. Most of them were in the habit of 
buying their flash bulbs in a carton or sleeve, which admittedly bore, 
prominently displayed thereon, printed reference to the blue dot and its 
functions, in conjunction with the name of the plaintiff as manufacturer 
thereof. Many specimens of such cartons, sleeves and racks or platforms 
in which the bulbs are inserted, admitted in evidence, emphasize both the 
utilitarian function of the blue dot and the fact of its use in the bulbs 
manufacture by plaintiff.* 

The parties admit that plaintiff and its predecessor have since 193% 
continuously manufactured and sold photoflash bulbs with the blue dot 
marking with which this litigation is concerned, positioned on the bulb at 
the end opposite the base. It is likewise admitted that since April 1950 
defendant Dura has manufactured and sold photoflash bulbs with a similar 
blue dot marking positioned identically as on the bulbs of the plaintiff. 





“Q. And how did you know that it was a Sylvania bulb? 
A. Because of the blue dot.” 


The witness was then shown a flashbulb, initialed by her, which she identified as the 
bulb which had been exhibited to her by the investigator. On cross-examination the 
witness (Stevens) testified: 

“Q. How many flashbulbs were you shown at that time? 

A. Just the one, I think. 

“Q. Did this lady tell you whose bulb it was after she asked you about it? 

A. I don’t think she told me the name of the company that manufictured 

them, no. 

“Q. Well, did she tell you it was manufactured by another company than 

Sylvania? 

A. Yes.” 

Reports of the investigators who interviewed some of these customer witnesses 
(Exhibits D-8, D-11 and D-13) indicate a general uniformity in manner of approach, 
e.g. Investigator: Who makes this bulb? Subject: Sylvania. Investigator: How do 
you know? Subject: By the blue dot. Investigator: Do you know of any other firm 
which uses blue dots on its bulbs? Subject: No. Investigator: This is not a Sylvania 
but a Dura bulb. The blue dot confused you, didn’t it? Subject: Yes. Investigator: 
Will you be willing to testify? (etc.) 

3. The yellow and black cartons in which plaintiff’s flashbulbs were early dis- 
tributed bore the printed sentence: “The Only Flashbulbs With The Blue Safety Spot.” 
Later editions of these cartons were without this legend. Upon the platforms holding 
the bulbs which slide within the sleeves originally appeared the printed directions: 
“Always Look For The Blue Spot! It Is Your Protection Against Damaged Bulbs. 
Do Not Use Bulbs If The Spot Is Pink. Keep Bulb In Sleeve Until Ready To Fire.” 
More recently the platforms used by plaintiff have been without any printed directions 
thereon. Plaintiff’s yellow and black carton inner wrappers as originally issued bore 
the printed words: “Blue Dots For Sure Shots.” “Always Look For The Blue Spot! 
It Is Your Protection Against Damaged Bulbs. Do Not Use Bulbs If The Spot Is 
Pink. Keep Bulbs In Sleeve Until Ready To Fire.” The later issues of these inner 
wrappers were barren of this wording. Similarly, on plaintiff’s old green and white 
cartons and inner cartons originally appeared the printed words: “The Only Flashbulb 
With The Safety Spot.” Later issues of the cartons and inner cartons of these colors 
did not bear this legend. 
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The Court finds no evidence that the spot of cobalto-cabalti cyanide which 
Philips originally used as a “leakage detector” in its bulbs was ever adopted 
or recognized by Philips as a trademark, or that Philips ever secured a 
registration thereof as such. Wabash (Philips’ licensee), which commenced 
manufacturing photoflash bulbs under its license agreement in 1936, did 
not secure a registration incorporating the blue dot as part of its trade- 
mark SUPERFLASH (Trademark 343,849, registered Mar. 9, 1937, Exhibit 
P-88), although Wabash continued to use the cobalto-cobalti cyanide cir- 
cular blue dot about one-eighth inch in diameter located at the top end of 
its bulbs opposite the base until Wabash sold its business to Sylvania at the 
end of 1945. Commencing apparently in October, 1940 (according to 
photostatic copies of pages from various magazines devoted to photog-. 
raphy which are in evidence as exhibits in this case), Wabash pursued a 
campaign of advertising of its flash bulb products in which the blue safety 
spot was emphasized as an important feature of Wabash suPERFLASH 
bulbs. When Sylvania took over the business of Wabash it continued to 
advertise SUPERFLASH bulbs over the name “Wabash—First in Flash— 
Sylvania Electric,” stating that the producer was “Wabash Corporation, 
a subsidiary of Sylvania Electric Products, Inc.” * In later direct advertis- 
ing by Sylvania (after its application for but before the granting of its 
registration of the BLUE DoT trademark) and during its sponsorship of its 
television advertising program entitled “Beat The Clock” there was still no 
treatment of the BLUE DoT feature of its flash bulbs as a common law 
trademark.® 


Use or THE BuvuE Dot 


The evidence in this case conclusively indicates that the spot of cobalto- 
cobalti cyanide used by Philips, Wabash and Sylvania, respectively, in 


4, For example, on page 81 of the October, 1940 issue of “Minicam Photography” 
(Exhibit P-5) we find a picture of a Wabash bulb with a human finger pointing to 
the safety spot, and, included in the text of the advertisement, the following statement: 


“When you buy a flash bulb—whatever its size, shape or power—look for one 
thing—a blue spot on its end! If it has that blue spot—you can be sure of three 
important things: (1) It’s a fresh flash bulb! (2) It’s a safe flash bulb! (3) 
It’s a Wabash SUPERFLASH bulb! Because that blue spot is the famous Wabash 
SUPERFLASH Safety Spot. Its blueness indicates freshness * * * usability. This 
blue turns to pink should the bulb develop imperfection. It’s a visible signal of 
safety for you! And because that blue safety spot indicates a Wabash-made bulb, 
you can be sure that you’re getting each and every flash bulb feature for which 
SUPERFLASH bulbs are so famous: genuine hydronalium all-wire element, extra 
long peak light flash, split second synchronization, uniformity and dependability 
of flash, perfection for use with all cameras, synchronizes, reflectors!” 

5. In Sylvania’s advertisement on page 167 of the November 1946 issue of the 
magazine “Popular Photography” (Exhibit D-19) the only reference to the safety 
spot reads as follows: 

“SUPERFLASH bulbs are safety-coated for your protection, and the patented blue 
‘Safety Spot’ on each bulb tells you at a glance that the bulb is ready to flash. 
No more wasted shots due to faulty bulbs! For utmost dependability use SUPER- 
FLASH bulbs!” 

6. At page 29 of the January 1951 issue of “Modern Photography” (Exhibit D-22) 
Sylvania advertises its new 10-bulb PocKET-PAK of SUPERFLASH flash bulbs, pointing 


Vol. 47 T. M.R. SYLVANIA ELEC. PROD. v. DURA ELEC. LAMP CO. 59 


their photoflash bulb was functional, i.e., it clearly served as a check upon 
the sufficiency of evacuation of air from the bulb during the process of 
its manufacture and as a warning to the consumer of leakage of the out- 
side atmosphere into the bulb. As recently as the January 1951 issue of 
“United States Camera” (at page 7, Exhibit D-23) appeared an advertise- 
ment by Sylvania stating that the blue dot on one of its bulbs means 
that the bulb is ready for use and if the dot has turned pink the bulb 
will be replaced by the dealer without charge. A feature of goods is func- | 
tional if it affects “their action or performance or the facility or economy | 
of processing, handling or using them; it is non-functional if it does not 
have any of such effects.” Restatement of the Law of Torts § 742; James 
Heddon’s Sons v. Millsite Steel G Wire Works (6 Cir. 1942), 128 F.2d 6, 
13, 53 USPQ 579, 585 (32 TMR 410), cert. den. 317 U.S. 674, 55 USPQ 
493; West Point Manufacturing Co. v. Detroit Stamping Co. (6 Cir. 1955), 
222 F.2d 581, 105 USPQ 200 (45 TMR 795), cert. den. 350 U.S. 840, 107 
USPQ 362. 

The color and position of the blue dot as employed by Sylvania and 
its predecessor are also functional features of their flashbulbs. The color 
variations manifested by the cobalt salt under the respective presence 
and absence of moisture in the surrounding gas are inherent character- 
istics of the substance and essential to its function as an indicator. The 
color of the spot denotes the condition of the bulb. The situation is sug- 
gestive of that presented in Diamond Match Co. v. Saginaw Match Co. 
(6 Cir. 1906), 142 F. 727, cert. den. 203 U.S. 589, in which manufacture 
and sale of matches having two-color heads were held not constituting 
unfair competition, although the colors were similar on the products 
of both parties. The functional character of the two-color feature was 
emphasized by the Court in concluding against unfair competition in the 
following language (at p. 729): 

“The head of two colors is in no proper sense a part of the dress 
of the match; it is a part of the match itself. In use the tip must be 
distinguished from the head, for the match should be struck on the 
tip and not on the head. The claimed improvement lies in thus strik- 
ing and igniting it. Whoever, therefore, has a right to make a tipped 
match, has a right to put on it a head of two colors, so as to distinguish 
the tip on which the match should be struck, from the head itself. 
The two colors, therefore, serve not only a useful purpose but an 


essential function, for the very essence of the tipped match is the 
tip itself, which must be marked out by a color of its own. The head 


out that this pocket pack is handier to buy, handier to carry and handier to use. The 
advertisement also carries an exhortation to “Watch new Sylvania TV show! ‘Beat the 
Clock’ Funniest show on TV today! You'll roar with laughter at the side-splitting 
antics when members of the audience try to ‘beat the clock’ with their stunts. Don’t 
miss it!” The advertisement concludes in emphasis of four utilitarian features of the 
new POCKET PAK. These four features include a reference to the blue dot in the follow- 
ing language. “BLUE DoT: Means bulb is ready to use. If dot has turned pink, your 
dealer will replace bulb free.” At the foot of the advertisement is Sylvania’s name 
“Sylvania Electric” separated by a black inverted triangle bearing the letter “S” 
traversed diagonally in the rear by the representation of a bolt of lightning. 
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and tip thus distinguished, each by its own color, is therefore a 
common characteristic of all tipped matches, and to say that no one 
but the complainant shall make tipped matches with such character- 
istic is to say that no one but the complainant shall make tipped 
matches. * * * The characteristic is not specific, but generic, and 
properly applies to all tipped matches. * * * Sometimes a color, taken 
in connection with other characteristics, may serve to distinguish 
one’s goods, and thus be protected by the courts (citing cases) ; but, 
as a rule, a color cannot be monopolized to distinguish a product 
(citing cases).” Cf. Campbell Soup Co. v. Armour & Co. (3 Cir. 1949), 
175 F.2d 795, 798, 81 USPQ 430, 432-433 (39 TMR 566), cert. den. 
348 U.S. 847, 83 USPQ 543 (1949). 


So also a colored round label affixed to the circular center of a circular 
dise record was held not susceptible of attaining trademark status be- 
cause, as the court stated, “All that has happened is that a functional 
part of the record has been colored, not that a design has been achieved.” 
Radio Corporation of America v. Decca Records (S.D. N.Y. 1948), 51 
F. Supp. 493, 495, 58 USPQ 531, 533 (33 TMR 404). 

This Court concludes that the position of the blue dot is also func- 
tional. The blue dot is both a warning signal and an assurance of fitness 
and safety. The condition of the flashbulb is revealed by an inspection of 
the color of the dot. The facility with which the color of the dot may be 


observed is greatly enhanced by the prominence of its location. No posi- 


tion of the dot on a bulb of the size and shape of the products with which 
we are here concerned is more favorable to ready and prompt observation 
of its color than that employed by each of the corporate litigants in this 
ease. The efficacy of the indicatory function of the dot is proportionate 
to the readiness with which it may be observed in the course of handling 
by manufacturer, retailer and ultimate consumer. 


MEANING OF BLUE Dor 


Because we must conclude that the use of a spot composed of cobalto- 
cobalti cyanide in an electric photoflash lamp performs the two-fold utili- 
tarian function herein previously described, and because the use of that 
substance for those purposes has been unrestricted by any patent monopoly 
at least since the expiration of the Van Liempt patent on January 29, 
1952 (35 U.S.C.A. § 154), we confront the question whether, through the 
use of that substance for that purpose in the form of a circular blue dot 
about one-eighth inch in diameter located at the top end of the bulb oppo- 
site the base in the products of plaintiff and its predecessors, the blue 
dot has acquired the secondary meaning of a symbol of the manufacturer, 
relied on generally by the consuming public as a means of identifying 
the product as that of the plaintiff. The Court concludes that this question 
must be answered in the negative for reasons hereinafter set forth. 


“To acquire a secondary meaning in the minds of the buying 
public, an article of merchandise when shown to a prospective cus- 
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tomer must prompt the affirmation ‘That is the article I want because 
I know its source,’ and not the negative inquiry as to ‘Who makes that 
article?’ In other words, the article must proclaim its identification 
with its source, and not simply stimulate inquiry about it.” West 
. Point Mfg. Co. v. Detroit Stamping Co. (6 Cir. 1955), 222 F.2d 581, 
595, 105 USPQ 200, 212 (45 TMR 795), cert. den. 350 U.S. 840, 107 
USPQ 362 (1956) citing Zangerle & Peterson Co. v. Venice Furniture 
Novelty Mfg. Co. (7 Cir. 1943), 133 F.2d 266, 270, 56 USPQ 351, 353. 


In other words, 


“To establish secondary meaning, the article itself must be so 
clearly identified with its source that its supply from any other source 
is clearly calculated to deceive the public and lead it to purchase the 
goods of one for that of another.” Zangerle & Peterson Co. v. Venice 
Novelty Furniture Mfg. Co., supra. 


To support an inference of a secondary meaning of a trade name, the name , 
“must show that the primary significance of the term in the minds of the | 
consuming public is not the product but the producer.” Kellogg Co. v. | 
National Biscuit Co. (1938), 305 U.S. 111, 118, 39 USPQ 296, 299 (28 
TMR 569). 

Despite the large number (over sixty) of consumers of plaintiff’s 
photoflash bulbs who testified on the trial and by pretrial deposition re- 
specting their interpretation of the significance of the blue dot appearing 
on the individual bulbs, the substance of their testimony may be reasonably 
interpreted as indicative that they were all induced to purchase the 
Sylvania bulb because it had the advantageously functional feature of the 
blue dot rather than because the bulb was made by Sylvania. These wit- 
nesses had been conditioned, by effective and compelling advertising which 
included both that in printed periodicals and in the form of a fascinating 
and long continued television program, to understand and appreciate the 
purpose and function of the blue dot upon a photoflash bulb as an ad- 
vantageous feature of the product and at the same time they were made 
aware that this product was that of Sylvania. There is expressed as well 
as implicit in the testimony of all of these witnesses the readily discernible 
fact that they were induced to buy these bulbs not because they were made 
by Sylvania, but because they bore a blue dot and therefore possessed the 
advantageous features previously referred to. 

In the language of Chief Judge Forman in Q-Tips, Inc. v. Johnson & 
Johnson (D.N.J. 1952), 108 F.Supp. 845, 863, 95 USPQ 264, 277 (48 TMR 
64), affd. 206 F.2d 144, 98 USPQ 86 (3 Cir. 1953) (44 TMR 39), cert. 
den. 346 U.S. 867, 99 USPQ 491 (1953): 


“The test for deciding whether an arbitrary name has become 
the generic title of a product is ‘What do the buyers understand by 
the word for whose use the parties are contending? If they under- 
stand by it only the kind of goods sold, then * * * it makes 
no difference whatever what efforts the plaintiff has made to get 
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them to understand more.’ Bayer Co. v. United Drug Co. (S.D. 
N.Y. 1921), 272 F. 505, 509 (11 TMR 178). That case pointed 
out that to consumers the term ASPIRIN meant only a product, not a 
manufacturer, and therefore, asPrRIN could not be appropriated as a 
trademark.” 


The facts in Bayer are suggestive of those in Smith, Kline & French Lab- 
oratories v. Clark & Clark (3 Cir. 1946), 157 F.2d 725, 70 USPQ 382, 
cert. den. 329 U.S. 796, 71 USPQ 327 (1946), rehearing den. 329 U.S. 
834 (1947). The claim of unfair competition in the latter case rested 
upon similarity of appearance and other features characterizing pills 
made by the respective parties. Plaintiff, hereinafter referred to as Clark, 
was charged with manufacturing amphetamine sulphate tablets so closely 
resembling those made by Smith that they might be substituted for the 
latter by unscrupulous druggists. The tablets made by neither of the 
parties bore any identifying name of the manufacturer. Their charac- 
teristics are revealed in the description embodied in Chief Judge Biggs’ 
opinion, at page 730, 70 USPQ at 386, as follows: 


“The single or double scoring of skF’s tablets is functional in 
order to facilitate the taking of a lesser dosage of a potent drug. 
The double-scored tablet may be broken into halves or quarters 
with much greater ease than would be the case if the scorings 
were absent. The beveled edges, the concavities of the bottoms of 
the tablets, and indeed the very shape of the tablets, are also func- 
tional. Beveled edges prevent crumbling; the concavity of bottoms 
aids breakage into lesser doses; roundness gives economy of manu- 
facture. * * * Tablets frequently are colored, as for example are 
some of the defendants’ (products), but the natural color of a 
tablet is white since the inactive ingredient which composes most 
of its bulk is sugarmilk. The whiteness of tablets, therefore, is func- 
tional.” 


The Court held that because of these functional characteristics the 
defendant might with impunity copy them in making and selling its 
tablets, without being liable to the plaintiff upon the theory of unfair 
competition. 

I conclude the plaintiff’s use of the blue dot for the obviously func- 
tional purposes for which it was originally intended has not clothed 
it with the secondary meaning of a symbol of plaintiff’s manufacture 
despite the form, amount and financial cost of the advertising by which 
plaintiff and its predecessor have achieved the consumer appeal which 
its products now enjoy. 


Buivuge Dot Aas TRADEMARK 


Can an admittedly functional feature of a product of manufacture 
acquire, by public acceptation, the character of such a symbol as would 
constitute a common law or technical trademark? Neither the briefs 
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of counsel nor the independent research of the Court has disclosed a 
judicial decision, based upon facts essentially similar to those presented 
by the case at bar, which points to an answer, other than a negative one, 
to this question. In support of their contentions that the BLUE DOT 
or spot is functional and utilitarian and is not entitled to exclusive 
appropriation by the plaintiff under the guise of a trademark, defen- 
dants rely upon James Heddon’s Sons v. Millsite Steel & Wire Works 
(6 Cir. 1942), 128 F.2d 6, 53 USPQ 579 (32 TMR 410), cert. den. 317 
U.S. 674, 55 USPQ 493 (1942); Radio Corporation of America v. Decca 
Records, Inc. (D.C. N.Y. 1943), 51 F.Supp. 493, 58 USPQ 531 (33 TMR 
404); Smith, Kline & French Laboratories v. Clark & Clark (3 Cir. 
1946), 157 F.2d 725, 70 USPQ 382, cert. den. 329 U.S. 796, 71 USPQ 
327 (1946), rehearing den. 329 U.S. 834 (1947); Remington-Rand Inc. 
v. Master-Craft Corp. (6 Cir. 1933), 67 F.2d 218, 19 USPQ 194; J. C. 
Penney Co. v. H. B. Lee Mercantile Co. (8 Cir. 1941), 120 F.2d 949, 50 
USPQ 165; and 2 Callmann “The Law of Unfair Competition and Trade- 
marks” 1032. In the text of the latter writer, we find the principle stated 
that “The first user cannot claim a secondary meaning on a functional 
arrangement, nor base any right to a construction or invention on the 
theory that he had built a business on it ‘at large expenditure of money’.” 

In its efforts to support the validity of the BLUE DoT as a common 
law or technical trademark, despite its functional characteristic, plain- 
tiff relies principally upon Armstrong Co. v. Nu-Enamel Corp. (1938), 
305 U.S. 315, 39 USPQ 402 (29 TMR 3); Artype, Inc. v. Zappulla (2 
Cir. 1956), 228 F.2d 695, 108 USPQ 51 (46 TMR 421); Q-Tips, Inc. v. 
Johnson & Johnson (D.N.J. 1952), 108 F. Supp. 845, 95 USPQ 264 (43 
TMR 64), affd. 206 F. 2d 144, 98 USPQ 86 (44 TMR 39) (3 Cir. 1953), 
cert. den. 326 U.S. 867, 99 USPQ 491 (1953); and Capewell Horse Nail 
Co. v. Mooney (D.N.Y. 1909), 167 F. 575, affd. 172 F. 826 (2 Cir. 1909). 
Two further cases in which functional features of non-patented goods 
were claimed as trademarks are Vaughan Novelty Mfg. Co. v. G. G. 
Greene Mfg. Corp. (3 Cir. 1953), 202 F.2d 172, 96 USPQ 277 (43 TMR 
386), cert. den. 346 U.S. 820, 99 USPQ 491; and West Point Mfg. Co. v. 
Detroit Stamping Co. (6 Cir. 1955), 222 F.2d 581, 105 USPQ 200 (45 
TMR 795), cert. den. 350 U.S. 840, 107 USPQ 362. In the Vaughan 
ease, plaintiff manufactured and sold a can opener to which it gave the 
name SAFETY ROLL JR. Defendant manufactured and sold a can opener 
substantially identical in design and dimensions with that of the plain- 
tiff with the exception that the handle had hook-shaped openings at each 
end, whereas plaintiff’s product had closed ends with a circular hole in 
or near each end of the handle. Stamped on the handle of the product 
of the defendant was the legend “G. G. Greene, Warren, Pa.”. The handle 
of the plaintiff’s opener bore the following legend: “If blade sticks 
wash in hot water” and the name “Vaughan Safety Roll Jr. Trademark 
Can Opener.” In affirming the District Court the Third Circuit Court 
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of Appeals, through Judge Staley, recognized the propriety of the trial 
court’s finding that the parts of plaintiff’s opener were functional and 
that “plaintiff’s evidence had established only that there was a con- 
siderable demand for a can opener like the plaintiff’s and that there 
was no showing that the public purchased it because of its source. Con- 
sequently, the Court concluded that the form of plaintiff’s opener had 
not acquired a special significance and, therefore, that defendant had 
not violated the (consent) decree” upon which the plaintiff sought an 
injunction. Judge Staley continues (p. 173, 96 USPQ at 278): 


“Alternatively, it held that, even were it convinced that plaintiff’s 
opener had acquired a special significance, plaintiff could not pre- 
vail because the steps taken by defendant to distinguish its opener 
from plaintiff’s were reasonable and, therefore, legally sufficient.” 


Further language in the opinion in the same case (p. 176, 96 USPQ at 
280) is quite directly responsive to the immediate question: 


“The defendant’s Chinese copy is a result of its imitation of 
all of the functional features of plaintiff’s opener. This is not 
enough, however, to require defendant to stop making and selling 
its imitation. The consuming public has an interest in making use 
of the functional features of plaintiff’s opener, superior to plaintiff’s 
interest in being their sole vendor. Since the items copied are func- 
tional, defendant has as much right to use them as does plaintiff, 
even though plaintiff may have been their originator. All that plain- 
tiff may justly demand is that defendant take reasonable steps to 
prevent buyers of defendant’s opener from thinking they have 
bought plaintiff's.” 


The Court found that such “reasonable steps” had been taken by the 
defendant in the form of the lettering which it placed upon its opener 
and the manner in which its name was printed upon the label, as in 
Gum v. Gumakers of America (3 Cir. 1943), 136 F.2d 957, 58 USPQ 
453 (33 TMR 381). The Court in Vaughan adds (p. 176, 96 USPQ at 
280) : 
“Labelling is often the only reasonable step to take to avoid con- 
fusion. To require more is to say in the same breath that defen- 
dant may copy because the feature is functional, yet, in order to 
avoid confusing the source, he may not copy. In design and size 
the two openers are very much alike but as to the inscriptions thereon 
they are very different. They are similar where similarity is allowed 
and different where difference is required. That is enough.” 


Tested in the light of the criteria above stated, the evidence in the 
ease at bar amply supports the following findings of fact. 

The name or designation of neither of the corporate manufacturing 
parties appears on the respective flash bulbs made by each. Neither did 
the name of the manufacturer appear on the pillow-like shredded wheat 
biscuit manufactured by each of the parties in Kellogg Co. v. National 
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Biscuit Co. (1938), 305 U.S. 111, 39 USPQ 296 (28 TMR 569). Any 
patent rights which may have covered the bulbs of the respective cor- 
porate parties, including the use of hydronalium wire and the blue dot, 
have expired and, therefore, both parties are at liberty to manufacture 
bulks with these functional features. The Court finds, however, that the 
products of the respective parties are readily distinguishable. While 
the bulb of each manufacturer bears at the same location in the bulb 
a dot or spot of cobalto-cobalti cyanide, the shape of Dura’s bulb is 
ovate while that of Sylvania’s bulb is spherical. The bulbs of each of 
the corporate parties are usually packaged by the insertion of a group 
of the bulbs into a cardboard platform or rack which, in turn, is en- 
closed in a cardboard sleeve. Each rack and each sleeve prominently 
displays the name of the manufacturer of the bulbs together with the man- 
ufacturer’s admitted trademark i.e., SUPERFLASH in the case of Sylvania 
and DURA FLASH in the case of Dura. The products of both parties are also 
packaged in eartons. The containers in which the bulbs of each of the 
parties are packaged, shipped and sold are further distinguishable by reason 
of shape, size, colors and (in the case of bulbs of the same illuminating 
power) the number of bulbs contained in the sleeve. I do not overlook the 
fact that Exhibit P-21, a sleeve of 12 Press 25 Sylvania Superflash bulbs, 
also carries the descriptive adjectives BLUE DoT prominently displayed 
thereon. However, neither the racks, platforms, sleeves nor cartons of Dura 
bear any language referring to the blue dot contained in each of its bulbs. 
While there is testimony in the case that photoflash bulbs with blue dots 
generally similar in size to the products of both corporate parties have 
been found on sale in retail stores, unpackaged and in bins, the Court 
recalls no evidence that any member of the public was misled by the pres- 
ence of a blue dot on a Dura bulb, despite the testimony of plaintiff's 
witness Osgood, Supervisor of its Marketing Research and of Fair Trade 
for its Photolamp Division. From this witness’ testimony, we learn that 
Sylvania sold from 1953 to the date of his testimony: approximately 
12 million individual flash bulbs in loose cartons and not in sleeves and 
that these sales were to Eastman, Argus and Ansco, who market camera 
kits such as those exemplified by Exhibits P-49, P-50 and P-51. In the 
ease of P-49, the kit is composed of one Brownie Kodak Hawkeye camera, 
flash model, a roll of verichrome pan film, a flash gun with reflector and 
batteries, and nine flash bulbs having spherical globes with blue dots, 
to the Court apparently (by reason of the shape of the globe) the manu- 
facture of Sylvania, but not otherwise individually identified as such. 
In his capacity as fair trade supervisor for Sylvania, Mr. Osgood 
testified that he visited a retail camera store in New York City where he 
found bushel baskets filled with flash bulbs all bearing blue dots. These 
were advertised at prices lower than those established by Sylvania for 
retail sale of its bulbs. Upon inquiry, Mr. Osgood was told by the pro- 
prietor of the store that these bulbs were “Sylvania Seconds.” Knowing 
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that Sylvania had no such product as “Seconds,” Osgood purchased a 
bulb in order to have it identified, and found that it was not a Sylvania 
bulb. The witness also found bulbs displayed loosely in boxes for sale 
at a retail camera store in Newark, New Jersey. The witness did not 
connect the bulbs which he said were not Sylvania bulbs with Dura, and 
he admitted that one of the criteria which enabled him to distinguish 
between Sylvania blue dot bulbs of a given size and number and bulbs 
of other manufacturers was the shape of the bulb. This, of course, is 
obvious upon comparison of the bulbs contained in Exhibit P-21 with 
those in Exhibit P-63. The testimony does not afford a basis for infer- 
ence that the dealer in whose shop the witness found these blue dot bulbs 
was misled into believing that they were made by Sylvania nor is there 
any evidence in the case that Dura authorized, expected, intended or 
knew that its product would be sold as “Sylvania Seconds” by the dealer, 
if, indeed, they were Dura bulbs, which is not disclosed by the witness’ 
testimony. The conduct of the dealer, if unfair to the plaintiff, is not 
chargeable to defendants. Swank, Inc. v. Anson, Inc. (1 Cir. 1952), 196 
F.2d 330, 332, 93 USPQ 239, 240 (42 TMR 541). The evidence is also 
barren of any basis for inference that any consumer was misled or was 
likely to be misled into believing that the so-called “Sylvania Seconds” 
were the product of Sylvania by reason of the presence of the blue dot 
thereon, the retailer’s label embodying the only suggestion in that direction. 

Armstrong Co. v. Nu-Enamel Corp. (1938), 305 U.S. 315, 39 USPQ 
402 (29 TMR 3), relied on by the plaintiff, seems clearly distinguishable 
factually. In that case Nu-Enamel Corp. charged Armstrong with trade- 
mark infringement by means of the use of the name NU-BEAUTY ENAMEL 
upon its products. Plaintiff claimed that the name NU-ENAMEL had 
come to mean plaintiff and its products exclusively. The defendant 
conceded in its answer that the name NU-ENAMEL had come to mean plain- 
tiff and its products and that it distinguished plaintiff’s goods from others 
of the same class, hence no evidence or finding was needed to establish 
this fact of secondary meaning, and the plaintiff was entitled to protec- 
tion against the unfair use of the name NU-ENAMEL by a competitor 
seeking to palm off its goods as those of the plaintiff. In Artype, Incor- 
porated v. Zappulla (2 Cir. 1956), 228 F.2d 695, 108 USPQ 51 (46 TMR 
421), also relied upon by the plaintiff here, we find a differing factual 
background. The claimed and registered trademark was the word ARTYPE 
which was used upon letters, symbols, marks, insignia and similar matter 
capable of conveying intelligence, applied by various reproducing processes 
to transparent self-adhering sheets adapted to be cut up for application 
of desired portions to various advertising. In that case also defendant 
stipulated that the mark was valid. The defendant, however, a compositor 
and seller of advertising did business under the name art-TypPE. In revers- 
ing the District Court, which held that plaintiff’s trademark was invalid 
because it was descriptive, the Court of Appeals concluded that the name 
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was not so exclusively descriptive of the plaintiff’s product that it did 
not serve to indicate the plaintiff as the source thereof. In the course 
of its opinion the Court of Appeals, through Judge Learned Hand, said 
at page 697, 108 USPQ at 53: 


“Completely ‘descriptive’ marks do not ordinarily indicate the 
source of the goods, but in time they may come to do so, and when 
they do, they get that ‘secondary meaning’ which will protect them. 
Conversely, no care or expense designed to preserve a mark, orig- 
inally valid, will protect it, if it has in fact come to be only descrip- 
tive. On the other hand a mark is not ‘descriptive,’ although it 
contains only descriptive syllables, if, taken as a whole, it does not 
describe the goods to which it is affixed, although it would be ‘de- 
scriptive,’ if affixed to other goods. This is altogether aside from any 
‘secondary meaning’ that it might acquire.” 


The blue dots on Sylvania bulbs are functional. The name or term 
BLUE DoT which Sylvania places upon its sleeves and cartons and in its ad- 
vertising is also “descriptive of the goods or of their quality, ingredi- 
ents, properties or functions.” The blue dot is therefore not a trademark 
as defined in § 715 of the Restatement of the Law of Torts. 

The name Q-Tips used for cotton-tipped medical swabs which was 
involved in Q-Tips, Inc. v. Johnson & Johnson, 108 F.Supp. 845, 95 
USPQ 264 (48 TMR 64) (D.N.J. 1952), affd. (3 Cir. 1953) 206 F.2d 
144, 98 USPQ 86 (44 TMR 39), cert. den. 346 U.S. 867, 99 USPQ 491 
(1953), exactly fitted into the definition of a trademark set forth in 
§715 of the Restatement, viz. : 


“A ‘trademark’ is any mark, word, letter, number, design, pic- 
ture or combination thereof in any form of arrangement, which 
(a) is adopted and used by the person to denominate goods which 
he markets, and (b) is affixed to the goods, and (c) is not, except as 
stated in §§ 720-722, a common or generic name for the goods or 
a picture of them or a geographical, personal or corporate or other 
association, name, or a designation descriptive of the goods or of their 
quality, ingredients, properties or functions, and (d) the use of 
which for the purpose stated in Clause (a) is prohibited neither by 
legislative enactment nor by an otherwise defined public policy.” 


The name Q-TIps did not perform or assist in the performance of a 
function when applied to cotton-tipped medical swabs. Neither was the 
name Q-TIps descriptive of the product to which it was applied. It was, 
therefore, a technical trademark and subject to the law’s protection. 
The facts in the last cited case are suggestive of those in Dwight S. 
Williams Co. v. Lykens Hosiery Mills (4 Cir. 1956), 233 F.2d 398, 109 
USPQ 328 (46 TMR 836), in which plaintiff’s trademark THE RAILROAD 
socK used on the hosiery which it manufactured was held to be infringed 
by defendant’s use of the mark TRAINMAN on the hosiery which it manu- 
factured. 
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Some of the other cases cited by plaintiff are distinguishable by 
reason of the fact that the asserted trademark for which the complaining 
party sought protection was a name popularly accepted as designative of 
complainant’s product which was threatened by the similarity in sound 
or spelling of the name under which the party complained of marketing 
its competing goods. Coca-Cola Co. v. Koke Co., 254 U.S. 143 (10 TMR 
441 (1920) (coKE—KOKE); Telechron, Inc. v. Telicon Corp., 198 F.2d 
903, 94 USPQ 363 (42 TMR 832) (3 Cir. 1952) (TELECHRON—TELICON) ; 
Industrial Rayon Corp. v. Dutchess Underwear Corp., 92 F.2d 33, 34 
USPQ 308 (27 TMR 665) (2 Cir. 1937) cert. den. 303 U.S. 640, 37 
USPQ 843 (1938) (spUN-LoO—sUNGLO) ; DuPont Cellophane Co. v. Waxed 
Products Co., 85 F.2d 75, 30 USPQ 332 (26 TMR 513) (2 Cir. 1936) 
cert. den. 299 U.S. 601 (1936) (CELLOPHANE—CELLOPHANE) ; Bayer Co. v. 
United Drug Co., 272 F. 505 (11 TMR 178) (S.D. N.Y. 1921) (asprmm— 
ASPIRIN. Although in Capewell Horse Nail Co. v. Mooney (N.D. N.Y. 
1909), 167 F. 575, affd. 172 F. 826 (2 Cir. 1909), defendant contended 
that the “check-marks” stamped on the beveled face of the head of each 
of its horse-shoe nails served the utilitarian function of preventing 
slippage of the nail during a phase of the manufacturing process, the 
District Court found (167 F. 575, 581) as follows: 


“T am satisfied from the evidence as a whole that the nail in 
passing between the rollers at this stage of manufacture neither 
jumps nor slips, and that the use of the gripping surface, other than 
the rollers themselves, is entirely unnecessary, and that the defendant 
adopted the gripping surface which produces on the nail the check- 
mark in question for the purpose of producing a nail which would 
so closely imitate or simulate complainant’s nail that to the eye of 
the observer the one could not be distinguished from the other, and 
for the purpose of selling his product on the market as nails of com- 
plainant’s manufacture.” 


Such factual finding precludes the conclusion that the “checkmark” was 
in any degree functional. 

As previously stated, the blue dot of cobalto-cobalti cyanide was 
originated and utilized in a manner similar to that employed by Sylvania 
and Dura, by Philips, whose flash bulb, so provided with this indicating 
agent, was covered by Claim No. 1 of the British patent (Exhibit D-134) 
which embodied the following language: 


“1. A flash-light lamp of the kind in which the material pro- 
ducing the actinic light is provided in a closed bulb, wherein the 
bulb contains as an indicating material a complex cobalt compound 
which is discolored upon reaction with water vapor.” 


That patent has expired. When Philips licensed Wabash, the licensor 
purported to include among the patents under which the license was 
granted, United States Patent No. 1,989,572, dated January 29, 1935, and 
herein previously referred to as the “Van Liempt” patent. Claim 12 of 
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the Van Liempt patent also covers the use of this chemical substance as 
an indicating agent. The language of the claim is as follows: 


“12. A flash light lamp comprising a sealed and at least partly 

_ exhausted transparent envelope, electric ignition means, and a ma- 

terial within said envelope adapted to be brought by said ignition 

means to a reaction with actinic effect, and a substance in said en- 

velope, said substance indicating by coloration the presence of air 
in the envelope.” 


This patent also has expired. Therefore, the invention described in the 
quoted claims from each of these patents is and for some time heretofore 
has been in the public domain. Plaintiff recognizes this fact, but charges 
that while the defendant may be entitled to use the indicating substance 
in its bulbs, its employment of a similar location and color constitutes 
an infringement of plaintiff’s trademark which could be obviated by plac- 
ing the indicating substance in a different position in the bulb or by 
making it with a pigment which would result in a different color se- 
quence than that through which plaintiff’s claimed trademark is in- 
tended to pass. Much testimony and several exhibits were presented 
descriptive of the manufacturing processes employed by Dura and by 
Sylvania, respectively, in the manufacture of their bulbs and there was 
expert testimony tending to indicate that, at a not unreasonable cost, 
Dura’s manufacturing process could be altered so as to place the indicat- 
ing agent at a different position in the bulb or to employ compounds 
productive of a different color sequence. It is unnecessary to consider 
this evidence in deciding this case. This Court finds not only that the use 
of the blue dot and the compound of which it is composed was an 
important function of the flash bulb manufactured by plaintiff and 
its predecessors, but also that the shape and location of this spot (herein 
previously described) was equally functional, affording the optimum 
means of presenting the color changes to the observer, whether he be a 
participant in the manufacturing processes or a consumer of the product. 
In the flash guns included in the camera kits previously referred to, the 
receptacle for the bulb is in the center of a concave circular reflector 
which is positioned and constructed to reflect the maximum light toward 
the object to be photographed. This arrangement involves the insertion 
of the base of the bulb in the receptacle at the center of the reflector 
so that the end opposite the base of the bulb, being toward the object 
to be photographed, is the location at which the color of the blue dot 
is most readily observable. Similarly, in the packaging of the bulbs, as 
the rack in which the bases of the bulbs are inserted is withdrawn from 
the sleeve, the location of the blue dot at the top of the bulb opposite 
the base enables the observer more readily to determine the coloration 
of the spot. The bulbs in the camera kits are set in cardboard sockets with 
the top of the bulb toward the observer, again presenting the blue spot 
at a location most readily observable, and the consumer who removes sev- 
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eral bulbs from the rack and sleeve and places them in his pocket or 
gadget bag for use during this photography, is in a position to observe 
the color of the blue spot with greatest facility when the spot is located 
at the top of the glass globe. The process of application of the spot 
employed by each manufacturer causes the shape of the spot to be 
roughly circular. 

The evidence in the case indicates that when Wabash was licensed 
by Philips it and its successors, Sylvania believed (as did apparently the 
parties to the licensing agreement) that the Van Liempt patent covered 
the blue dot. Accordingly plaintiff and its predecessors so advertised. 
However, plaintiff subsequently concluded, apparently upon competent 
advice, that the Van Liempt patent did not cover the blue dot. Defendant 
contends that plaintiff is estopped to assert noncoverage of the Van 
Liempt patent, but it is unnecessary to determine whether or not such 
an estoppel exists in view of our findings of coverage as hereinabove set 
forth. 

Plaintiff’s registration of the BLUE DoT as a trademark does not 
render it valid as such and its validity may be collaterally attacked 
in any suit where material. James Heddon’s Sons v. Millsite Steel and 
Wire Works (6 Cir. 1942), 128 F.2d 6, 53 USPQ 579 (32 TMR 410), 
eert. den. 317 U.S. 674, 55 USPQ 493; Industrial Rayon Corp. v. Dutchess 
Underwear Corp. (2 Cir. 1937), 92 F.2d 33, 34 USPQ 308 (27 TMR 665), 
cert. den. 303 U.S. 640, 37 USPQ 843. Although registration of the mark 
creates a rebuttable presumption of its validity that presumption may 
be overcome by the party challenging its validity. 15 U.S.C.A. §§ 1057(b) 
and 1115(a); Rolley, Inc. v. Younghusband (9 Cir. 1953) 204 F.2d 209, 
97 USPQ 252 (438 TMR 855). Registration of a trademark does not in 
itself confer any greater rights than existed at common law, for at best 
it is but a method of recording, for the purpose of serving notice of a 
claim of ownership, and in forming the public and dealers with reference 
thereto. B. B. Pen Co. v. Brown and Bigelow (D.C., Minn. 1950), 92 
F.Supp. 272, 87 USPQ 147 (40 TMR 1003), aff’d 191 F.2d 939, 91 USPQ 
171 (41 TMR 1066), cert. den. 343 U.S. 920, 93 USPQ 535. 

The presumption of validity arising by virtue of the registration 
of plaintiff’s claimed BLUE DoT trademark is seriously impaired by the 
absence from the “Statement” over plaintiff’s name, submitted with its 
application for registration, of any reference to the utilitarian function 
of the blue dot. No reference to that characteristic is contained any- 
where in the file wrapper, contents and drawing in the matter of plain- 
tiff’s trademark registration application. Because the blue dot formed a 
useful and functional part of the flash bulb made by plaintiff and its 
predecessors it is not a valid registerable trademark. Goodyear Tire & 
Rubber Co. v. Robertson (D.C. Md. 1927), 18 F.2d 639 (17 TMR 172), 
aff’'d 25 F.2d 833 (18 TMR 270); James Heddon’s Sons v. Millsite Steel 
i Wire Works (6 Cir. 1942), 128 F.2d 6, 53 USPQ 579 (32 TMR 410), 
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cert. den. 317 U.S. 674, 55 USPQ 493; Sparkletts Corp. v. Walter Kidde 
Sales Co. (C.P.A. 1939), 104 F.2d 396, 42 USPQ 73 (29 TMR 386); 
In re Winchester Repeating Arms Co. (1934), 69 F.2d 567, 21 USPQ 120 
(24 TMR 131). The ultimate burden of proving the claimed validity 
of its trademark rests upon plaintiff. House of Westmore v. Denney 
(3 Cir. 1945), 151 F.2d 261, 66 USPQ 373 (35 TMR 318). 

I eonclude therefore that plaintiff’s registration of the blue dot 
as its trademark is invalid. 


UNFAIR COMPETITION 


Plaintiff here not only claims a valid registered trademark but charges 
the defendants with unfair competition. Despite a finding adverse to 
this plaintiff respecting the validity of its trademark, the charge of 
unfair competition presents an independent issue which must be re- 
solved under the evidence, without regard to the finding respecting the 
validity of the trademark. Smith, Kline & French Laboratories v. Clark 
& Clark (3 Cir. 1946), 157 F.2d 725, 70 USPQ 382, cert. den. 329 U.S. 
796, 71 USPQ 327 (1946) rehearing den. 329 U.S. 834 (1947). Of course, 
this Court’s adjudication of the invalidity of plaintiff’s claimed trade- 
mark compels the finding that there has been no infringement by the de- 
fendants as charged in the complaint. 15 U.S.C.A. § 1114 provides in part 
as follows: 


“(1) Any person who shall, in commerce, (a) use, without the 
consent of the registrant, any reproduction, counterfeit, copy, or 
eolorable imitation of any registered mark in connection with the 
sale, offering for sale, or advertising of any goods or services on or in 
connection with which such use is likely to cause confusion or mistake 
or to deceive purchasers as to the source of (sic) origin of such 
goods or services; * * * shall be liable to a civil action by the regis- 
trant for any or all of the remedies hereinafter provided in this 
Goma, ** >” 


Having determined that the blue dot is not and cannot be a trademark 
of the plaintiff, I conclude that the defendants have not infringed plain- 
tiff’s trademark. Diederich v. W. Schneider Wholesale Wine & Liquor 
Co. (8 Cir. 1912), 195 F. 35 (2 TMR 265), cert den. 232 U.S. 726. In 
West Point Mfg. Co. v. Detroit Stamping Co. (6 Cir. 1955), 222 F.2d 
581, 586, 105 USPQ 200, 204-205, cert. den. U.S. 840, 107 USPQ 362, the 
controlling rule is stated as follows: 


“Tt is a fundamental rule applicable to all cases of unfair com- 
petition that one man has no right to palm off his goods for sale 
as the goods of a rival dealer, and that he cannot, therefore, be allowed 
to use names, letters, or other indicia by which he may induce pur- 
chasers to believe that the goods which he is selling are the manufac- 
ture of another; and this principle is applicable although no tech- 
nical trademark is used by either. James Heddon’s Sons v. Millsite 
Steel & Wire Works, 6 Cir., 128 F.2d 6, 53 USPQ 579 (32 TMR 410), 
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cert den. 317 U.S. 674, 55 USPQ 493. The essence of the wrong in 
unfair competition consists in the sale of the goods of one manufac- 
turer or vendor for those of another, and if defendant so conducts 
its business as not to palm off its goods as those of complainant the 
action fails. Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 U.S. 
118. Where the copying by one party of another’s product is not 
done to deceive purchasers and thus derive a benefit from another’s 
name and reputation, but rather to avail oneself of a design which is 
attractive and desirable, a case of unfair competition is not made out. 
Rathbone, Sard & Co. v. Champion Steel Range Co., 6 Cir. 189 F. 
26 (1 TMR 259).” 


The general principle underlying unfair competition is stated in §711 
of the Restatement of the Law of Torts, as follows: 


“One who (a) fraudulently markets his goods or service as 
those of another or (b) infringes another’s trademark or trade name 
or (c) markets goods with an unprivileged imitation of the physical 
appearance of another’s goods is liable to the other for the relief 
appropriate under the rules stated in §§ 744-748 * * * .” 


The evidence in the case at bar fails to support a reasonable inference 
that the defendants fraudulently market their goods as those of the plain- 
tiff or that the defendants have infringed a trademark of the plaintiff. 
There remains the question in connection with this principle whether the 
evidence induces a finding of fact that the defendants are marketing their 
flash bulbs “with an unprivileged imitation of the physical appearance” 
of those of the plaintiff. The elements of unprivileged imitation are stated 
in § 741 of the same Restatement, as follows: 


“One who markets goods, the physical appearance of which is a 
copy or imitation of the physical appearance of the goods of which 
another is the initial distributor, markets them with an unprivileged 
imitation, under the rule stated in §711, if his goods are of the same 
class as those of the other and are sold in a market in which the 
other’s interest is protected, and * * * (b) the copied or imitated fea- 
ture has acquired generally in the market a special significance iden- 
tifying the other’s goods, and (i) the copy or imitation is likely to 
cause prospective purchasers to regard his goods as those of the 
other, and (ii) the copied or imitated feature is non-functional, or 
if it is functional, he does not take reasonable steps to inform prospec- 
tive purchasers that the goods which he markets are not those of the 
other.” 


In Gum, Inc. v. Gumakers of America, Inc. (3 Cir. 1948), 186 F.2d 957, 
959, 58 USPQ 453, 455, (33 TMR 381), Judge Maris defines plaintiff’s bur- 
den in a case for unfair competition in the following language: 


“Therefore it is apparent that it is an absolute condition to any 
relief whatever that the plaintiff * * * show that the appearance 
of his wares has in fact come to mean that some particular person 
* * * makes them, and that the public cares who does make them, and 
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not merely for their appearance and structure. It will not be enough 
only to show how pleasing they are, because all of the features of 
beauty or utility which commend them to the public are by hypothesis 
already in the public domain. * * * The critical question of fact 

_* * * always is whether the public is moved in any decree to buy 
the article because of its source and what are the features by which 
it distinguishes that source. Unless the plaintiff can answer this 
question he can take no step forward; no degree of imitation of de- 
tails is actionable in its absence” (citing Sinko v. Snow-Craggs Corp. 
(7 Cir. 1939), 105 F.2d 450, 42 USPQ 298 (29 TMR 524), American 
Fork & Hoe Co. v. Stampit Corporation (6 Cir. 1942), 125 F.2d 472, 
52 USPQ 210) (32 TMR 149). 

“<“(T)he fully established rule is that absent a monopoly right, 
such as is conferred by ownership of a valid patent or trademark, 
one has the right to copy a competitor’s product, even if by so doing 
he reaps an advantage from his competitor’s advertising, provided 
he does not deceive the public by passing off his product as that of his 
competitor.’” Swank, Inc. v. Anson, Inc. (1 Cir. 1952), 196 F.2d 
330, 332, 93 USPQ 239, 240 (42 TMR 541) (quoted in West Point 
Mfg. Co. v. Detroit Stamping Co. (6 Cir. 1955), 222 F.2d 581, 591, 
105 USPQ 200, 209 (45 TMR 795), cert. den. 350 U.S. 840, 107 
USPQ 362). 


Applying the criteria expressed in the foregoing quoted language, and hav- 
ing determined that the blue dot on plaintiff’s flash bulbs is functional, this 


Court concludes that the defendants are not guilty of unprivileged imita- 
tion of the plaintiff’s goods because (1) the blue dot has not acquired 
generally in the market a special significance identifying Sylvania’s goods, 
and (2) the imitation is not likely to cause prospective purchasers to 
regard Dura’s goods as those of Sylvania, and (3) the imitated feature is 
functional, and (4) the evidence clearly shows that defendants have 
taken reasonable steps to inform prospective purchasers that the goods 
which Dura markets are not those of Sylvania by means of the shape of 
the globe of Dura’s bulb and the prominent display of Dura’s name upon 
the racks, cartons and sleeves by means of which its goods are marketed. 
The situation is similar to that which existed in Kellogg Co. v. National 
Biscuit Co. (1938), 305 U.S. 111, 39 USPQ 296 (28 TMR 569), involving 
the pillow-shaped biscuits used by both parties after the expiration of the 
covering patent which placed the product within the public domain both 
as to content and form. It will be remembered that neither Sylvania nor 
Dura places any name upon the individual flash bulb which it manufac- 
tures. Assuming the right of both to avail themselves of the functional 
advantages of the blue dot because of the expiration of the patent which 
covered it, it would be equally impractical to expect either manufacturer 
to place its name upon the individual bulb when it so prominently dis- 
plays its name and admitted trademark upon the packages and containers 
in which its bulbs are marketed. At most the evidence shows that many 
purchasers purchase Sylvania bulbs because of the advantage afforded by 
the blue dot thereon. The use of the substance of which the blue dot is 
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composed for the purposes for which it was originally patented is, in view 
of the expiration of the patent, open both to Sylvania and to Dura. The 
Court can find no sufficient evidence in this case from which it may be 
properly inferred that by using in its flash bulbs the spot or dot which 
Sylvania uses in those which it manufactures, Dura has palmed off or is 
likely to palm off its flash bulbs as the product of Sylvania. The Court, 
therefore, concludes that Dura is privileged to use the blue spot or dot 
as it presently does, and, therefore, that it is not guilty of unfair com- 
petition with Sylvania. Consequently the relief sought by the plaintiff 
must be denied. 

The foregoing opinion, shall be deemed to constitute the Court’s find- 
ings of fact and conclusions of law, and an order in conformity therewith 
may be presented. 





MAIN STREET FASHIONS, INC. v. 
JUDY LANE, INC. et al. 


N. Y. Sup. Ct., Spec. Term, N. Y. Cty. — October 18, 1956 


REMEDIES—UNFAIR COMPETITION—BaSIS OF RELIEF—DRESS OF GOODS 
Similarity to a published design not protected by patent or secondary meaning 
is not actionable, nor is appropriation of a published design for commercial advan- 
tage in the absence of the protective elements. 


Action by Main Street Fashions, Inc. v. Judy Lane, Inc. and Gladys 
Mills for unfair competition. Defendants move to dismiss complaint. 
Motion granted. 


Ruben Schwartz, of New York, N.Y., for plaintiff. 
Goldberg & Hatterer, of New York, N.Y., for defendants. 


Hecut, Justice. 

Defendants move for judgment dismissing the complaint pursuant 
to Rule 112 of the Rules of Civil Practice. The complaint alleges plain- 
tiff’s favorable reputation in the trade, its creation and distribution of a 
distinctive type coat and the copying and sale of the coat by defendant with 
intent to deceive and defraud buyers thereof and the general public. 
Plaintiff concedes that the second cause of action against defendant Gladys 
Mills and the third cause of action against both defendants stand or fall 
with the first cause of action. With respect to the charge of unfair 
competition, it would appear that unless the complaint sets forth facts 
from which it may be inferred that the coat in question acquired a sec- 
ondary meaning, it must fall. The coat is not otherwise protected. Plain- 
tiff in support of its claim alleges its well-known name, the duplication 
by defendant of the coat and its manufacture and sale by defendant in 
imitation of plaintiff’s coat. It asserts that since October, 1955, no coat 
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resembling or similar to plaintiff’s claimed original design has been made 
or sold by anyone other than defendants. The complaint does not allege 
“palming off” unless it may be inferred or arise from the facts alleged 
as to similarity of the coat and as to plaintiff’s “well and favorably known” 
name in the trade. Thus the property right, if any, stems from a sec- 
ondary meaning founded not on the article, but on plaintiff’s name. 

Similarity to a published design not protected by patent or secondary 
meaning is not actionable, nor is appropriation of a published design for 
commercial advantage in the absence of the protective elements above 
set forth. There are no allegations in the complaint projecting a dis- 
tinctive name for plaintiff’s coat made well-known to the public by ex- 
tensive advertising. Plaintiff’s reliance is upon the fact that it enjoys 
a reputation for original design, and not upon the fact that its coat has 
acquired a secondary meaning in the sense that the public desiring to 
purchase the type of coat in question seeks one made only by plaintiff. 
Plaintiff’s reputation, cannot be transferred to a particular product and it 
is in this instance a “first producer.” Therefore the motion is granted, 
with leave to plaintiff to serve an amended complaint within twenty days 
from service of a copy of this order, with notice of entry. Order signed. 


ESSO STANDARD OIL COMPANY v. THE STANDARD OIL 
COMPANY OF NORTH CAROLINA, INCORPORATED et al. 


No. 985 Civil—D. C., M. D., North Carolina, Greensb. Div.—December 12, 1956 


CouRTS—PLEADING AND PRACTICE—MOTIONS 


TRADEMARK ACT OF 1946—REMEDIES—SCOPE OF RELIEF 

A Motion for Summary Judgment by Plaintiff in connection with its suit to 
enjoin use by Defendants of the corporate title THE STANDARD OIL COMPANY OF 
NORTH CAROLINA, INCORPORATED on the grounds that said use is confusingly similar 
to Plaintiff’s name, Esso Standard Oil Company and its trademarks, STANDARD or 
STANDARD OIL. Motion granted and Defendants are enjoined from use of the 
corporate name or any use of the name STANDARD Or STANDARD OIL in connection 
with petroleum products. 


Motion for summary judgment by Esso Standard Oil Company v. 
The Standard Oil Company of North Carolina, Incorporated, R. C. Moore, 
Elizabeth P. Moore and B. F. Wood for trademark infringement. Motion 
granted. 


Wallace H. Martin, Walter J. Halliday, Oliver P. Howes, Jr. (Nims, 
Martin, Halliday, Whitman & Williamson) of New York, N.Y. Harry 
A. Berry, Jr. (Lassiter, Moore and Van Allen) of Charlotte, North 
Carolina, and Francis X. Clair, of New York, N.Y., of counsel for 
plaintiff. 
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Walter D. Barrett (Barrett & Wood), of Graham, North Carolina, of coun- 
sel for defendants. 


JOHNSON J. Hayes, District Judge. 


This matter coming on to be heard upon motion by complainant for 
Summary Judgment, and it appearing to the Court from the verified plead- 
ings of the parties herein, the affidavits and depositions filed by complain- 
ant, the affidavit filed by the respondents, and the argument of counsel 
for both sides, that there is no genuine issue as to any material fact, 
and that the complainant is entitled to judgment as a matter of law; 


Now, THEREFORE, it is ordered, adjudged and decreed that the re- 
spondent The Standard Oil Company of North Carolina, Incorporated, its 
officers, agents, stockholders and attorneys, and the individual respondents 
R. C. Moore, Elizabeth P. Moore and B. F. Wood, their agents, servants, 
employees, attorneys and all those acting for, with, by, through or under 
them and each of them be perpetually enjoined and restrained from using 
in any manner the corporate name THE STANDARD OIL COMPANY OF NORTH 
CAROLINA, INCORPORATED, or any corporate name containing the name 
STANDARD OIL or any other name so closely similar to said corporate name in 
sound or appearance as to lead to confusion or uncertainty in the use 
thereof or from displaying or using in any manner the name STANDARD OIU 
or STANDARD in connection with petroleum or its products or in the 
petroleum industry. It is further ordered, adjudged and decreed that 
the complainant herein recover from the respondents the costs of this 
action as taxed by the Clerk. 





THE GARLOCK PACKING COMPANY v. BALKAMP, INC. 
No. 33051 — Commissioner of Patents — September 5, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Applicant seeks to register o1Lok for gasket material and registration is 
opposed by registrant of GARLOCK for sealing compound and packing materials. 
Products of both parties are not identical, although closely related and marks 
neither sound nor look alike and there is no likelihood of confusion. 
Opposer’s contention that applicant’s mark OILOK is merely descriptive is with- 
out support in record, and examiner’s decision to dismiss opposition is affirmed. 


Opposition proceeding by The Garlock Packing Company v. Balkamp, 
Inc., application Serial No. 638,790 filed December 1, 1952. Opposer ap- 
peals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Francis J. Sullivan, of New York, N. Y., for opposer-appellant. 
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Whittemore, Hulbert & Belknap, of Detroit, Michigan, for applicant- 
appellee. 


LzEEps, Assistant Commissioner. 


An application has been filed to register omox for gasket material 
(treated gasket paper, compressed asbestos and grain cork), use since 
June of 1952 having been asserted. 

Registration has been opposed by the registrant of GaRLocK for a seal- 
ing compound for use in connection with gasket and pipe joints.’ 

Opposer’s record shows that in addition to its registration for a seal- 
ing compound, it owns registrations of GarLock for packing materials 
registered in 1893,? and for packings, cups, washers, gaskets and discs 
registered in 1938;° and it enjoys a substantial goodwill symbolized by 
the mark. 

The products of the parties are closely related, if not identical in part, 
leaving for determination only the question of whether the average pur- 
chasers of gaskets, gasket sealing compounds, gasket papers, compressed 
asbestos and grain cork are likely to be led by the marks to believe that 
OILOK and GARLOCK products from the same producer, or are likely 
to purchase an OILOK product when a GARLOCK product was intended, or 
are likely to have an oI1LOK product passed off for a GARLOCK product. 

The marks do not look alike, opposer’s obviously being a surname, 
and applicant’s obviously being a coined word. 

They do not sound much alike in ordinary speech. 

They do not have the same significance or connotation—except as the 
word “lock” may have a somewhat suggestive significance when applied 
to gaskets. 

The lack of resemblance so far outweighs any possible resemblance 
between the marks when applied to the goods as to obviate likelihood of 
confusion, mistake or deception of purchasers. 

Opposer’s contention that applicant’s mark is merely descriptive is 
without support in the record; and contrary to opposer’s argument that, 
“Tf applicant were permitted to register the telescoped version of ‘oil 
lock,’ opposer and others would be hindered in properly describing the 
function of their oil seal gasket material,” all who make or sell gaskets 
and gasket materials are free to continue truthfully to describe them as 
“oil seal” or “grease seal” gaskets and gasket materials; and applicant’s 
registration of omLOK will in no wise interfere with such descriptions. 

The decision of the Examiner of Interferences is affirmed. 


1. Reg. No. 337,983, issued May 21, 1940, and published in accordance with Sec. 
12(¢c) on October 5, 1948. 

2. Reg. No. 23,420, issued July 25, 1893 to a predecessor and renewed twice to 
opposer and published in accordance with Sec. 12(c) on October 19, 1948; and Reg. 
No. 184,261, issued on May 20, 1924, renewed and published in accordance with Sec. 
12(c) on October 12, 1948. 

3. Reg. No. 356,210, issued April 19, 1938 and published in accordance with Sec. 
12(c) on October 12, 1948. 
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SERVO CORPORATION OF AMERICA v. 
SERVO-TEK PRODUCTS CO. 


No. 29,814 — Commissioner of Patenis — September 5, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


TRADEMARK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 

Applicant seeks to register SERVOGRAPH for recorders of the stylus operated 
graph producing type and registration is opposed by SERVO CORPORATION OF AMERICA 
using SERVO as service mark and as prefix to trademarks used in the field of servo- 
mechanism. SERVO is commonly used abbreviation in industry for servomechanism 
and for opposer’s business name. But opposer’s rights are not so broad as to 
exclude others in this field from using the term as portion of trade name or 
trademark. 

Since products are of highly technical nature and purchased by technically 
trained people no likelihood of confusion can be presumed, particularly since appli- 
cant’s use of SERVOGRAPH antedates use of opposer’s similar mark and opposition 
is dismissed. 

TRADEMARK ACT OF 1946—REGISTRABILITY—ABANDONMENT 

Evidence shows apparent non-use of applicant’s mark SERVOGRAPH and regis- 

tration is withheld pending showing that mark is in use and not abandoned. 


Opposition proceeding by Servo Corporation of America v. Servo- 
Tek Products Co. application Serial No. 555,632 filed April 26, 1948. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Mitchell & Bechert, of New York, N. Y., for opposer-appellant. 
Fisher & Christen, of Washington, D. C., for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register sERVOGRAPH for recorders, of 
the stylus operated graph producing type, for recording variable values, 
such, for example, as pressure, temperature, position, fluid flow and the like. 

Registration has been opposed by Servo Corporation of America, which 
is engaged in research, development, manufacture and sale of servo- 
mechanisms and measuring and scientific appliances in competition with 
applicant. The opposition is based upon the ground that opposer’s busi- 
ness and consulting services having become widely known by sERvVO, and 
the word sERvO having been previously adopted and used as a service 
mark and as a prefix to trademarks by opposer, applicant’s mark sERVO- 
GRAPH is likely to cause the trade and public to believe that applicant’s 
recorder equipment bearing the mark emanates from opposer. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s record shows that since 1946, it has rendered consultation 
services in the field of servomechanisms' and has been engaged in the de- 


1. A servomechanism is stated by opposer’s president to be “a device used for 
the purpose of automatic control or power amplification, consisting of a sensing element 
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velopment of special instrumentation and control equipment, such as 
radar, under the name Servo Corporation of America. 

The record also shows that “servo” is a commonly used and recog- 
nized word in the industry as an abbreviation for servomechanism; and it 
shows that opposer’s corporate name is frequently abbreviated to SERVO in 
correspondence and otherwise. 

The mere fact that SERVO may be used as an abbreviation or contrac- 
tion of Servo Corporation of America to identify opposer as an entity, how- 
ever, does not mean that opposer’s rights in the term are so broad as to 
permit it to exclude all others engaged in a competitive business from 
using the term as a portion of a trade name or a trademark, any more 
than the well-known companies Radio Corporation of America, Hat Cor- 
poration of America and Aluminum Company of America could exclude 
others from using “radio,” “hat” and “aluminum” respectively, as a por- 
tion of a trade name or trademark. 

Applicant filed its application to register sERvocRAPH on April 26, 
1948, asserting use since December 15, 1947. Although opposer has adopted 
and is using SERVOSCOPE,? SERVOSYNC,® SERVOBOARD,* SERVOTHERM,° SERVO- 
FLEX,® SERVOCON,’ SERVOGLASS,® SERVOMATION,® SERVO and design,!° sERVO 
and design,’* SERVO and design,'!* SERVOFLIGHT,'* and SERVOFRAX'* none of 
the applications to register these marks, or any of them, and none of the 
claimed dates of first use, or any of them, antedates applicant’s filing date. 


such as a pressure sensor, some amplifying element such as an electronic amplifier, and 
a mechanical repeater or power motor actuator capable of responding to the signals 
derived from the sensing element as amplified and modified to fit the particular require- 
ment of the problem.” 

2. Reg. No. 536,032, issued Jan. 9, 1951, for testing equipment, furnishing test 
signals, functioning as an amplitude-phase comparafor, and particularly adapted to 
development of servo mechanisms and process controls. 

3. Reg. No. 576,236, issued June 23, 1953, for frequency stabilizing apparatus, 
including component parts thereof. 

4. Reg. No. 576,583, issued June 30, 1953, for a stand specially adapted for 
mounting testing apparatus, as for use in breadboard rigging and testing of servo- 
mechanisms and like apparatus. 

5. Reg. No. 588,041, issued April 13, 1954, for bolometers, radiation pyrometers, 
amplifiers and power supplies. 

6. Reg. No. 591,117, issued June 15, 1954, for photographic tripod head. 

7. Reg. No. 601,851, issued February 8, 1955, for heat-sensitive scanning equipment. 

8. Reg. No. 602,690, issued March 1, 1955 for polished and unpolished optical 
glass blanks and lenses. 

9. S.N. 699,531, filed December 6, 1955, for analyzing and testing apparatus for 
servomechanisms, electronic amplifiers and bolometers. 

10. S.N. 651,544, filed August 7, 1953, as secondary meaning mark for services of 
conducting surveys, design studies, and research relating to electronics, servomechanisms 
and computers. 

11. S.N. 651,543, filed August 7, 1953, as secondary meaning mark for analyzing 
and testing apparatus for servomechanisms, bolometers, oscilloscope indicators, auto- 
matic piloting equipment, and radio direction finders. 

12. S.N. 667,905, filed June 8, 1954, as secondary meaning mark for control- 
actuating servomechanisms, electronic amplifiers and power supplies. 

13. S.N. 659,911, filed January 20, 1954, as secondary meaning mark for airborne 
plotting devices, heat responsive homing devices, and servo amplifiers. 

14. S.N. 664,626, filed April 15, 1954, and S.N. 648,697, filed June 12, 1953, for 
optical glass and glass blanks. 
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It therefore appears that applicant’s rights in seErvoGRAPH for its recorder 
are superior to any trademark rights asserted by opposer. 

The sole question, then, is whether or not purchasers of applicant’s 
SERVOGRAPH recorders are likely to attribute their origin to opposer, Servo 
Corporation of America, rather than to Servo-Tek Products Co. No rea- 
son is found for concluding that purchasers are more likely to attribute 
their origin to opposer than to applicant, particularly when it is con- 
sidered that the involved products are of a highly technical nature, pur- 
chased by technically trained people for highly technical use, and par- 
ticularly where, as here, applicant’s use of its mark antedates any use by 
opposer of any similar mark. 

Considering the nature, meaning and common usage of “servo” in 
this field, and on the record here, no likelihood of confusion, mistake 
or deception is found, and no other facts appear from which damage to 
opposer can be presumed. 

The opposition is dismissed, and the Examiner of Interferences is 
affirnicd. 

The question of applicant’s ex parte right to register, however, is 
raised by opposer’s record. It appears that the annual volumes of Elec- 
tronics Buyers’ Guide for 1950, 1951, 1952 and 1953 do not include any 
listing of the SERVOGRAPH recorder; and a letter in evidence written by an 
officer of applicant to the president of opposer under date of October 
1, 1953 stated in part: 


“You are correct in assuming that we have discontinued com- 
mercial activity on our SERVOGRAPH recorder. However, it is our in- 
tention to continue our application for the registration of this mark 
for future use.” 


In view of this apparent non-use by applicant, registration will be 
withheld pending a showing that the mark is in use and not abandoned, 
and the Examiner of Trademarks is authorized to require such a showing. 





NATIONAL MOTOR BEARING COMPANY, INC. v. JAMES- 
POND-CLARK (LOYOLA UNIVERSITY FOUNDATION, 


assignee, substituted) 


No. 31790 — Commissioner of Patents — September 6, 1956 


TRADEMARK ACT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


TRADEMARK AcT OF 1946—REGISTRABILITY—SYMBOLS 
Registration is sought for CIRCLE SEAL with illustration of seal with ring 
around its neck for flow control, restrictor and selector valves. Opposer is regis- 
trant of NATIONAL above illustration of seal balancing a ring on its nose and words 
WHEREVER SHAFTS MOVE appearing underneath for friction type grease and oil 
retainers for sealing purposes. 
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Both parties sell products to same class of purchasers who are discriminating 
buyers and goods are ordered by word mark or company name. Although both 
parties use illustration of a seal, they do not much look alike. 

Assistant Commissioner concludes that there is no likelihood of confusion and 

, Opposition is dismissed. 


Opposition proceeding by National Motor Bearing Company, Inc. v. 
James-Pond-Clark (Loyola University Foundation, assignee, substituted), 
application Serial No. 587,335 filed November 4, 1949. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. Re- 
versed. 


A. Donham Owen, of San Francisco, California and James Atkins, of Wash- 
ington, D. C., for opposer-appellee. 

C. A. Miketta, of Los Angeles, California and Edwin E. Greigg, of Wash- 
ington, D. C., for applicant-appellant. 


Leeps, Assistant Commissioner. 

An application has been filed to register the word mark CIRCLE SEAL, 
with an illustration of a seal with a ring around its neck appearing between 
the two words, for check, relief, shuttle, flow control, restrictor and selector 
valves. Use since December 30, 1947 has been asserted. 

Registration has been opposed by the registrant of a composite mark 
showing the word NATIONAL arcuately displayed above an illustration of a 
seal balancing on its nose an annulus or ring (which forms the “O” in 
NATIONAL), and beneath which appear the words WHEREVER SHAFTS MOVE. 
This mark is registered for friction type grease and oil retainers used 
to seal the space between a housing and a rotating or reciprocating shaft, 
or between a piston and cylinder wall;' and an illustration of the seal 
balancing an annulus on its nose (the annulus is described as a “representa- 
tion of the retainer itself”), without any wording, is registered to opposer 
for the same goods.? 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 

Opposer’s record shows that it and its subsidiaries manufacture and 
sell oil seals, shims, air ducts and O-rings, for use in all types of equipment 
having shafts or bearings and requiring lubrication. Since 1934 it has 
used its NATIONAL and an illustration of a seal trademark on its oil seals, 
shims and air ducts; and since 1944 it has used the mark on O-rings. Sales 
of all products under the mark in 1953 amounted to about $18,000,000, 
of which $708,000 represented sales of O-rings; and the advertising 
expenditures in 1953 amounted to more than $237,000. Advertising media 
used were Fortune Magazine, trade periodicals, and direct mail. Total 


1. Reg. No. 322,517, issued March 12, 1935, renewed and published in accordance 
with Sec. 12(c) on October 26, 1948. 

2. Reg. No. 322,520, issued March 12, 1935, renewed and published in accordance 
with Sec. 12(c) on November 2, 1948. 











| 
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advertising expenditures by opposer from 1934 to 1953 amounted to 
$1,428,874. The advertising features the composite registered mark, or a 
similar composite, or the illustration of the seal in conjunction with 
NATIONAL. The same is true of the labeling of opposer’s products. 

Opposer’s products are sold to manufacturers of such items as trucks, 
tractors, automobiles, pumps, and household appliances for use in the new, 
original equipment, as well as for replacement parts, and to parts jobbers 
located throughout the country. Its O-rings are sold also to valve manu- 
facturers. 

There is no question but that opposer has a substantial business good- 
will symbolized by its mark. 

Applicant’s record shows that since late 1947 the firm has been mannu- 
facturing valves, in at least some of which O-rings are utilized, and sell- 
ing them under the mark presented for registration. It has spent some 
$15,000 in advertising its CIRCLE SEAL valves in trade periodicals, and has 
sold several hundred thousand dollars worth of such valves to manufac- 
turers for inclusion in finished items. Purchasers include shipyards, air- 
craft and tractor manufacturers (for use in the pneumatic de-icing and 
hydraulic systems), and refiners of edible fats—in other words, industries 
as differentiated from “ordinary” consumers. 

Applicant’s record also shows—and it is common knowledge—that 
the products of the parties are ordered by word mark or manufacturer's 
name rather than by an identification of a picture or illustration which 
may form a part of a mark, and that purchasers of the products are wary 
or “discriminating” as distinguished from the unwary or casual. 

From the foregoing it is apparent that: 


1. Opposer’s O-rings, shims, oil seals and air ducts and appli- 
cant’s valves are sold to the same class of purchasers. 


2. The purchasers of the products of the parties may be charac- 
terized as buyers who know what they want and know where to buy it 
—in other words, “discriminating” purchasers. 

3. Both parties use an illustration of a seal, although the illustra- 
tions do not look much alike. 

4. Both parties use word marks in conjunction with the illustra- 
tions. 


5. The products of both parties are ordered by word mark, or by 
company name—i.e., NATIONAL and CIRCLE SEAL. 


These factors lead to a conclusion that there is no likelihood of con- 


fusion, mistake or deception of purchasers. 
The decision of the Examiner of Interferences is reversed. 
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EX PARTE CIRCUS FOODS, INC. 


Commissioner of Patents — September 13, 1956 


REGISTRATION PROCEDURE—EX PARTE REJECTION 
Petition for rehearing of application to register NUTSY THE CLOWN rejected by 
Examiner but none of material shows trademark use of mark but are advertise- 
ments of applicant’s ciRcUS nuts and television program featuring NUTSY THE CLOWN 
in person. Petition is denied as is motion to suppress decision. 


Application for trademark registration by Circus Foods, Inc., Serial 
No. 647,998 filed June 1, 1953. Applicant appealed from decision of Exam- 
iner of Trademarks refusing registration. Affirmed at 46 TMR 1566. 
Petition for reconsideration denied. 


Henry Gifford Hardy, of San Francisco, California, for applicant. 


Leeps, Assistant Commissioner. 


The petition for rehearing and reconsideration has been considered, 
together with the material submitted on February 24, 1956. None of such 
materials show trademark use of the subject matter of the application; 
instead, they are in the nature of advertisements of applicant’s crrcus 
nuts and announcements of the presence of a real clown, advertisements 
of a television program featuring NUTSY THE CLOWN, and like material 
featuring the person of a clown in connection with the sale of applicant’s 
nuts. The petition is denied. 

The motion to suppress the decision dated August 9, 1956 is likewise 
denied for the reasons set forth in the actions in Opposition No. 31,626 
and Opposition No. 31,759, 111 USPQ 159 (47 TMR 83). 


CIRCUS FOODS, INC. v. FRANK HERFORT CANNING CO., 
INC. (CIRCUS FRUIT CORPORATION, assignee, 
substituted); FRANK HERFORT CANNING 
CO., INC. v. CIRCUS FOODS, INC. 


Nos. 31,626 & 31,759— Commissioner of Patents — September 13, 1956 


REGISTRATION PROCEDURE—APPEALS TO COMMISSIONER—FRAUD AND MISREPRESENTATION 
Petition for rehearing from dismissal of opposition and refusal of registration. 

Fraud need not be pleaded when it clearly appears to Patent Office that registra 
tions were obtained by fraud or false representations. Evidence shows both parties 
joined in creating a false situation to obtain registration and Patent Office will act 

of its own initiative. Motion for rehearing and for suppression of decision denied. 


Opposition proceeding by Circus Foods, Inc. v. Frank Herfort Can- 
ning Co., Inc. (Circus Fruit Corporation, assignee, substituted), applica- 
tion, Serial No. 611,179 filed March 12, 1951. Both parties appeal from 
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decision of Examiner of Interferences dismissing opposition but refusing 
registration. Affirmed at 46 TMR 1567. 

Opposition proceeding by Frank Herfort Canning Co., Inc. v. Circus 
Foods, Inc., application Serial No. 610,491 filed February 24, 1951. Both 
parties appealed from decision of Examiner of Interferences dismissing 
opposition but refusing registration. Affirmed at 46 TMR 1571. 

Petitions for reconsideration denied. 


Henry Gifford Hardy, of San Francisco, California, for Circus Foods, Inc. 
Jacobi & Jacobi, of Washington, D.C., for Frank Herfort Canning Co., 
Ine., and Cireus Fruit Corporation. 


Leeps, Assistant Commissioner. 

The petition for rehearing and reconsideration filed September 10, 
1956 has been carefully studied in conjunction with the decision dated 
August 9, 1956, and with the record. The fact findings set forth in the 
decision are fully supported by the record; and the conclusions reached 
are considered to be consonant with the statutory and decisional law. 
It is not necessary that fraud be pleaded when it clearly appears from 
facts regularly presented to the Patent Office that trademark registrations 
have been obtained as a result of false representations to the Office. Acad- 
emy of Motion Picture Arts and Sciences v. Academy Award Products, 
Inc., 89 USPQ 451 (41 TMR 708) (Com’r, 1951). And when it 
clearly appears that the parties to litigation have engaged jointly, either 
with or without the advice of their attorneys, in the creation of a factitious 
situation for the purpose of obtaining a trademark registration, and the 
Patent Office is misled by such situation to issue the registration, whereas 
registration would have been refused if the true facts had been known, 
the Patent Office will act, as it did in this case, on its own motion to draw 
the legal conclusions from the facts presented. 

The petition for rehearing and reconsideration is denied. 

The motion to suppress the decision dated August 9, 1956 has been 
considered, and since, as stated above, the fact findings are fully supported 
by the record, and the conclusions based thereon are consonant with the 
statutory and decisional law, and since decisions of the Commissioner are 
open to the public under Rule 2.27 the motion is denied. 





PAN AMERICAN WORLD AIRWAYS, INC. v. 
MID-STATES CORP. 


No. 32727—- Commissioner of Patents — September 13, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TRADEMARK ACT OF 1946—REGISTRABILITY—GEOGRAPHIC TERMS 
Application for registration of PAN AMERICAN for house trailers is opposed 
by user of PAN AMERICAN for air transportation services and in its corporate name. 





Vol. 47 T. M.R. PAN AMER. WORLD AIRWAYS v. MID-STATES CORP. 85 


Although both parties are using marks in field of transportation applicant’s 
house trailers and opposer’s services are of such different properties that it is very 
unlikely that purchasers of house trailers will associate term with services rendered 
by opposer. Decision of Examiner of Interferences is affirmed and opposition 
dismissed. 


Opposition proceeding by Pan American World Airways, Inc. Vv. 
Mid-States Corp., application Serial No. 643,701 filed March 16, 1953. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Campbell, Brumbaugh, Free & Graves, of New York, N. Y., for opposer- 
appellant. 
Clarence E. Threedy, of Chicago, Illinois, for applicant-appellee. 


LeeEps, Assistant Commissioner. 

An application has been filed to register PAN AMERICAN for house 
trailers, use since June 1, 1944 being asserted. 

Registration has been opposed by one who uses PAN AMERICAN for air 
transportation and in its corporate name. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of two stipulations of fact, with exhibits attached, 
and applicant’s application. 

The record shows that opposer is engaged in rendering an air trans- 
portation service commonly identified as PAN AMERICAN WORLD AIRWAYS 
SYSTEM, PAN AMERICAN WORLD AIRWAYS, PAN AMERICAN AIRWAYS SYSTEM, 
PAN AMERICAN AIRWAYS, PAN AMERICAN, PAN AM and PAA; it uses one or 
more of these identifications on its airplanes; it displays its trade name 
on its trucks; and it advertises its airline services under the PAN AMERICAN 
name. 

Application has, since 1944, continuously used the mark PAN AMERI- 
CAN on its house trailers and has advertised them throughout the United 
States under the trademark PAN AMERICAN. 

It is clearly apparent from the exhibits in evidence that opposer’s 
use of the term PAN AMERICAN is always in connection with its airline serv- 
ice, and does not, and is not intended to, identify the airplanes and trucks 
other than to indicate that they are owned and operated by opposer. 

The Examiner of Interferences correctly held: 


“While opposer’s services and applicant’s house trailers may be 
broadly thought of as falling within the same category, namely, trans- 
portation, nevertheless, they possess such obviously distinctly differ- 
ent properties that the involved services and goods are rendered 
specifically different. Consequently, the differences between opposer’s 
services and applicant’s house trailers in nature, classification and 
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use are so great that it is not believed that use of the applicant’s mark 
on its product would reasonably suggest a connection with opposer, 
or that applicant’s house trailers are sponsored by opposer.” 


Furthermore, in view of the nature of the mark PAN AMERICAN, it is 
believed that purchasers and potential purchasers of applicant’s house 
trailers are not even likely to associate the term, when applied to such 
trailers, with opposer. 

The decision of the Examiner of Interferences is affirmed. 





SEIBERLING RUBBER COMPANY v. 
THE DAYTON RUBBER COMPANY 


No. 5119 — Commissioner of Patents — September 13, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—TITLE 
REGISTRATION PROCEDURE—INTERFERENCE 


Dayton Rubber Company filed application to register COMMUTER for snow tires 
in May, 1953, asserting use since May 19, 1953. Seiberling Rubber Company filed 
application to register same mark for identical goods in June, 1953 asserting use 
since April 23, 1953. Interference declared and Examiner ruled that neither party 
was selling tires under mark on dates indicated and both appeal. Evidence shows 
that Seiberling had mold prepared, cured set of tires and shipped one, interstate to 
dealer on April 23, which was subsequently returned. Dayton pasted label on one 
of its white sidewall PREMIUM THOROBRED tires and shipped interstate to dealer on 
May 19, 1953. While Dayton perfected its molds and got into commercial production 
prior to Seiberling its shipment of May 19 with label pasted on tire was not a valid 
shipment since it had no molds nor cured tires as of that date and hence registration 
is refused Dayton but Seiberling had mold and cured tires on April 23 which it 
followed by a course of conduct (acceptance of orders, announcements to trade, etc.) 
evidencing a valid intent to sell the COMMUTER tires which should not be disturbed 
by a subsequent user. Seiberling’s application is allowed. 


Interference proceeding between Seiberling Rubber Company, applica- 
tion Serial No. 649,391 filed June 25, 1953, and The Dayton Rubber Com- 
pany application Serial No. 647,479 filed May 22, 1953. Both parties appeal 
from decision of Examiner of Interferences refusing registration. Affirmed 
as to The Dayton Rubber Company; reversed as to Seiberling Rubber 
Comany. 


Mason, Fenwick & Lawrence, of Washington, D. C., for Seiberling Rubber 
Company. 

I. Louis Wolk, of Dayton, Ohio, and Des Jardins, Robinson & Keiser, of 
Cincinnati, Ohio, for The Dayton Rubber Company. 


Leeps, Assistant Commissioner. 

The Dayton Rubber Company (hereafter called Dayton) filed an ap- 
plication on May 22, 1953 to register comMUTER for tires and tubes for 
vehicles, asserting use since May 19, 1953. 
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Seiberling Rubber Company (hereafter called Seiberling) filed an ap- 
plication on June 25, 1953 to register comMMUTER for pneumatic rubber tires, 
asserting use since April 23, 1953. 

. An interference was instituted, and after consideration of the facts 
disclosed by the record, the Examiner of Interferences held that neither 
party was selling tires under the mark at the time it filed its application, 
and registration on both applications was refused. Both parties have 
appealed. 

The record shows that both parties are engaged in the manufacture 
and sale of pneumatic tires for vehicles; and their tires are marked with 
paper labels, in addition to embossing the trademarks on the sidewalls. 
During 1953 both parties developed and added to their lines new tires 
known in the trade as mud and snow tires; and both parties selected the 
name COMMUTER for use in connection with such tires. 

It appears that the parties followed substantially the same procedure 
in the development of their tires—procedures which are probably common 
to the industry. Generally speaking, the chronology of the procedures is 
as follows: a decision is made by management to enter into production 
of a new tire. A mark is selected for identifying the specific tire, art 
work is done on proposed labels showing the mark, and labels are ordered. 
The engineering and development department begins work on drawings to 
be used in making molds, and the mark theretofore selected is ordinarily 
used on the drawings for identification purposes. After drawings for the 
mold are completed and approved, and stamping drawings are made, the 
stamp and mold are ordered. The stamping drawings include instructions 
to the mold manufacturers for recessing the selected mark and other 
trademarks in the mold so that when tires are made the marks appear 
embossed on the sidewalls of the tires. An experimental curing of tires 
is done, and the tires are carefully inspected for faults and blemishes. 
At least one tire is shipped interstate to a dealer for purposes of support- 
ing an application to register the mark selected for the specific tire; 
and the tire so shipped may or may not be resold by the dealer. The in- 
spection of the first run of tires—in this case four tires were cured by each 
party—frequently reveals faults in the mold which must be corrected. 
The mold is returned to the manufacturer and after full correction, the 
tire manufacturer is ready for continuous production. 

The record shows—and it is common knowledge—that the production 
and sale of snow tires is seasonal, production usually beginning in the sum- 
mer and early fall so that deliveries can be made to dealers before the 
winter season when the bulk of their sales to tire users is made. The 
record also shows that tire molds cost more than $2,000 each, and they 
weigh close to 600 pounds, or more. 

The chronology of these procedures, so far as the parties here are 
concerned, is shown by the record to be as set forth hereafter. 
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Seiberling’s management began consideration of the production of a 
new mud and snow tire in the fall of 1952, and on January 6, 1953 the 
President of its Canadian subsidiary wrote a letter to Seiberling’s vice- 
president in charge of production suggesting COMMUTER as the name for 
the “new snow tire you are experimenting with.” The letter was ac- 
knowledged on January 20, 1953 and the writer advised that the sug- 
gestion was appreciated, but “there has been no decision made as yet as to 
what the name would be.” The word COMMUTER was subsequently selected. 

On April 4, 1953, the preliminary art work having been done, Seiberling 
ordered the printing of twenty-five labels showing the word COMMUTER. 

On April 6, 1953 the drawing of the stamping mold, which included 
the word COMMUTER, was approved. 

On April 7, 1953 the mold was ordered from Akron Equipment Com- 
pany. 

On April 17, 1953 the mold was delivered to Seiberling. 

On April 22, 1953 four tires were cured by Seiberling. Inspection of 
the tires showed that they were imperfect, and the report recommended 
certain changes and corrections to be made in the mold. The drawings 
were revised and approved on April 28, 1953, and although it is not clear 
from the record, it may be assumed that the mold was returned for cor- 
rection, or a new mold was ordered to conform to the revised drawings. 

On April 23, 1953 three of the tires cured the day before were sent to 
a basement storage room, and the fourth was delivered to the shipping 
room office to be sold. This tire was shipped and invoiced to a dealer in 
West Virginia on April 23, 1953. (The tire was not resold, but on June 
26, 1953 the dealer was given a credit for one COMMUTER tire as billed on 
the invoice of April 23, and the tire was returned at Seiberling’s request). 

Prior to May of 1953 Dayton had manufactured and sold a snow and 
mud tire under the trademark NoB-GRIP. Development work on a new snow 
tire was commenced as early as February 1, 1953, and the name used on 
the drawings to identify the specific tire was town & couNTRY. Dayton 
learned that it could not use TOWN & COUNTRY as a trademark, and the re- 
vision of the drawings under date of May 20, 1953 showed no identifying 
name. 

Dayton “officially adopted” the word comMMUTER for its new snow 
tire in May of 1953—presumably on May 18, 1953, since the record shows 
that the name was suggested on Sunday, May 17 by Dayton’s president to 
its sales manager as they were in a taxicab on their way to a “kickoff” 
meeting with a new distributor in Detroit. Art work was done, and on 
May 19, 1953 ten photocopies of the proposed label were made. One of 
the photocopies of the proposed label was pasted on the wrapping of a 
white sidewall PREMIUM THOROBRED tire, and the tire was shipped and in- 
voiced to a dealer in Kentucky, on May 19, 1953. On the same day an 
inter-office memorandum was written by Dayton’s president to a Mr. Wolk 
(who is unidentified as to title) advising that he had given the name 
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COMMUTER to the sales manager and stating, “* * * let’s see how fast we 
can get these labels made up and get these copyrights under way, because 
we are considerably late now, and we want to know how to stamp the 
molds.” 

On May 22, 1953 Dayton filed its application here involved. On the 
same date the Kentucky dealer wrote a letter to Dayton stating, “We 
received the new INTERURBAN’ and COMMUTER mud and snow tires. They 
are really swell—everything that you might expect.” The photocopy 
of the proposed label which had been pasted on the PREMIUM THOROBRED 
tire was returned to Dayton with the letter. (The contents of the letter 
are not understood, since the record clearly shows that the tires shipped 
were not snow tires, but were regular white sidewall PREMIUM THOROBRED 
tires. Furthermore, the invoice originally showed DAYTON THOROBRED 
COMMUTER, but the accounting copy, which is in evidence, shows the 
word COMMUTER stricken out by pencil and prem penciled in). 

On June 25, 1953 Seiberling filed its application here involved. 

On June 29, 1953, Dayton placed an order for four 6.70-15 Dayton 
tire molds (identified as TowN & cOUNTRY by the mold manufacturer) 
and two 6.00-16 Dayton tire molds with Athens Machine Co., noting on 
the purchase order that the stamping drawing would follow. 

On July 8, 1953 Dayton’s stamping drawings showing COMMUTER 
were completed. 

Sometime prior to July 20, 1953 Seiberling offered to a dealer in 
Brooklyn a group of blemished and “second” tires, and on July 20, 1953 
Seiberling received an order from the Brooklyn dealer for the tires offered, 
including two COMMUTER seconds. The tires were shipped and invoiced 
on July 25, 1953, and the tires bore COMMUTER labels at the time of ship- 
ment. These two tires were either two of those cured on April 22, 1953, 
or were of like character, being imperfect. 

On July 28, 1953, Dayton placed an order for stamps to be used 
to cut the COMMUTER tire molds which had theretofore been ordered. 

On July 28, 1953, one set of three-color plates showing DAYTON 
THOROBRED COMMUTER was invoiced to Dayton; and on July 30, 1953 one 
set of two-color plate engravings showing DAYTON THOROBRED PREMIUM 
COMMUTER was invoiced to Dayton. 

On August 6, 1953 an order was placed by Dayton for printed Perma- 
cel labels showing COMMUTER. On the same date an order for fifteen 
thousand two-color COMMUTER tire labels was placed with the lithographer. 

On August 13, 1953, Seiberling sent a confidential memorandum to 
its district and assistant district managers, district office managers, 
and its Akron Sales Department announcing that belated delivery of 
molds had delayed production of COMMUTER snow tires, but production 


1, INTERURBAN was a second name “adopted” at the same time as COMMUTER, 
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would start on September 8, October 1, November 15 and December 1, for 
the respectively indicated sizes. 

On August 27, 1953, Dayton received one 6.70-15 commuTER mold, 
and on August 28, 1953, four tires were cured by Dayton from the mold. 
Faults and blemishes were found on the tires and on August 31, 1953, 
Dayton returned the mold to the manufacturer for correction. 

On September 1, 1953, Dayton received the printed labels which had 
been ordered on August 6, 1953. 

On September 1, 1953, Seiberling distributed to its district, field 
and office personnel, together with several thousand copies for distribu- 
tion to Seiberling customers by its district offices, a memorandum describ- 
ing its COMMUTER tire and advising that orders might be taken for later 
shipment. To this memorandum were attached a photograph of the Seiber- 
ling COMMUTER tire and price lists and availability dates for the various 
sizes. 

On September 4, 1953, Dayton shipped and invoiced to a dealer in 
Michigan one of the COMMUTER tires which had been cured on August 28, 
1953. 

On September 9, 1953, a second 6.70-15 coMMUTER tire mold was 
received by Dayton from the mold manufacturer, and this mold has re- 
mained with Dayton. 

On September 11, 1953, Dayton shipped and invoiced eight coMMUTER 
tires to a dealer in Michigan in partial fulfillment of an order dated 
August 31, 1953; and on the same date it shipped one cOMMUTER tire to 
the same dealer in fulfillment of an order dated September 1, 1953. On 
the same date it shipped eight COMMUTER tires to another dealer in 
Michigan in partial fulfillment of an order dated September 8, 1953. On 
the same date it shipped twelve COMMUTER tires to a dealer in Missouri in 
fulfillment of an order dated September 10, 1953. 

On September 14, 1953, Dayton revised its order blanks to list 
COMMUTER. 

On September 15, 1953, Dayton shipped to a third dealer in Michigan 
eight COMMUTER tires in partial fulfillment of an order dated September 
14, 1953. 

On September 15, 1953, the first 6.70-15 commuTER mold which had 
been returned by Dayton to the mold manufacturer for correction, was 
received by Dayton. 

On September 16, 1953, Dayton shipped ten comMMUTER tires to one of 
its Michigan dealers in fulfillment of an order dated September 14, 1953. 

On September 18, 1953, a third 6.70-15 commMuUTER mold was delivered 
to Dayton. 

On September 21, 1953, Dayton shipped ten comMuTER tires to one of 
its Michigan dealers in fulfillment of an order dated the same day. 

On September 22, 1953, the first commMUTER mold was again returned 
to the mold manufacturer for further correction. 
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On September 28, 1953, Seiberling shipped a COMMUTER tire, along 
with a number of other tires to one of its dealers in Pennsylvania in ful- 
fillment of an order dated September 25, 1953. 

On September 29, 1953, Seiberling shipped two COMMUTER tires to- 
gether with some other tires to a dealer in Arizona in fulfillment of an 
order dated September 23, 1953. 

On September 30, 1953, Seiberling shipped one hundred COMMUTER 
tires to a dealer in New Jersey in fulfillment of an order dated July 17, 
1953. 

Sometime in September Dayton had brochures announcing the com- 
MUTER tires printed for distribution to the trade. 

Apparently both parties have continued to make and sell snow tires 
bearing the COMMUTER mark. 

In summary, we find the following 

Seiberling Dayton 

Development commenced Prior to Jan. 6, 1953 Prior to Feb. 1, 1953 

Name selected Prior to Apr. 4, 1953 May 17, 1953 

Art work done Prior to Apr. 4, 1953 Prior to May 19, 1953 

First labels ordered Apr. 4, 1953 July 28, 1953 

Stamping drawing completed .... Apr. 16, 1953 July 8, 1953 

Mold ordered Apr. 7, 1953 July 28, 1953 

Mold delivered Apr. 17, 1953 Aug. 27, 1953 

Four tires cured Apr. 22, 1953 Aug. 28, 1953 

First tire shipped Apr. 23, 1953 Sept. 4, 1953 

First substantial order received July 17, 1953 Aug. 31, 1953 


Announcement to trade Sept. 1, 1953 Sept. 1, 1953 
Production commenced Sept. 28, 1953 Sept. 9, 1953 


The Examiner of Interferences held that Seiberling “was not in a 
position from April 23, 1953 to the date of filing its application, to supply 
any demand that might come to them for COMMUTER tires,” and that “the 
single sale during the critical period alluded to above is so inconsiderable 
and insubstantial as not to invest title in Seiberling.”” He then concluded 
that Seiberling’s April 23 and July 25 sales of the commuTER seconds were 
not bona fide sales but were made for the sole purpose of technically quali- 
fying Seiberling as an applicant under the statute, and that Seiberling 
therefore could not prevail. 

The Examiner of Interferences further held that Dayton’s May 19th 
sale was not a bona fide sale and since there had been no bona fide sale 
prior to the filing of its application, Dayton was not entitled to registration. 

The sole question on this appeal is whether or not these two conclu- 
sions based on the facts recited herein were correct. 

The May 19, 1953 shipment of a PREMIUM THOROBRED white sidewall 
tire by Dayton with a photocopy of a drawing of a label pasted on the 
wrapping was clearly not a shipment of a COMMUTER snow tire, but merely 
represents an “arrangement” between Dayton and one of its distributors 
to lay an improper foundation for filing an application to register. Day- 
ton’s first shipment of a COMMUTER snow tire was on September 4, 1953— 
more than four months after Seiberling’s first shipment. On May 19, 1953 
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Dayton had not made its stamping drawings, had not ordered its mold, 
and had not cured any cOMMUTER tires; and it therefore had not used 
the mark prior to the filing of its application. Registration to Dayton 
is refused. 

This leaves for determination only the question of whether or not 
Seiberling’s actions were such as to invest it with rights recognizable by 
registration. The first tires utilizing the coMMUTER mold were cured On 
April 22, 1953, and one was transported in interstate commerce on April 
23, 1953. A substantial order for coMMUTER tires was received by Seiber- 
ling on July 17, 1953; and on July 25, 1953 it sold two imperfect cOMMUTER 
tires to a dealer in Brooklyn. On August 13, 1953 Seiberling advised its 
own sales personnel of the delay in production and its causes, and an- 
nounced the probable availability dates for coMMUTER snow tires. On 
September 1, 1953 Seiberling sent announcements, a photograph of a com- 
MUTER tire, price lists and availability dates to its personnel for distribu- 
tion to dealers, and informed its own personnel that orders might there- 
after be taken for later delivery. On September 28, it commenced filing 
orders for COMMUTER tires. 

The foregoing actions, when considered in the light of industry prac- 
tices, are sufficient to support a finding of adoption and use in good faith 
prior to the filing of its application to register, and registrable rights were 
therefore acquired by Seiberling. The single shipment of a COMMUTER 
tire duly cured in the commuTErR mold, followed by the acceptance of an 
order for COMMUTER tires, followed by the sale and shipment of the im- 
perfect COMMUTER tires, followed by announcement to the trade, followed 
by full production (though on a somewhat limited scale) after complete 
correction of the mold, shows a continuous course of action such as to 
invest Seiberling with rights which should not be disturbed by a subse- 
quent user. See: Montgomery Ward & Co., Inc. v. Sears, Roebuck & Co., 
9 USPQ 524 (21 TMR 396) (CCPA, 1931) ; Western Stove Company, Inc. 
v. Geo. D. Roper Corporation, 80 USPQ 393 (39 TMR 214) (S.D. Calif., 
1949). See also: Bates Mfg. Co. v. Spuntex Mills, Inc., 109 USPQ 148 
(46 TMR 660) (Com’r., 1956). 

The decision of the Examiner of Interferences is affirmed as to Day- 
ton’s application and reversed as to Seiberling’s application. 





RUSKIN v. RILLING COMPANY (by change of name, 
THE RILLING DERMETICS COMPANY ) 


No. 33,174 — Commissioner of Patents — September 20, 1956 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Upon cross-examination, opposer should have answered questions concerning 
his volume of sales under the mark, for aside from being within the scope of direct 
examination such facts are relevant in an opposition proceeding which concerns 
not merely priority but the rights of the parties. 
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Oral testimony may be sufficient to prove first and continuous use if it carries 
conviction of its accuracy but superior rights cannot be established by such testi- 
mony where it is incredible in part and characterized by contradictions, inconsis- 
tencies and indefiniteness. 

Opposer alleging prior use of ENCORE on hair preparations in an opposition 
proceeding brought against an application for the same mark as used on cold wave 
preparations was found to have made use of the mark some few years prior to 
applicant’s first use but opposer’s unsupported oral testimony was insufficient to 
establish continued use thereafter. 


Opposition proceeding by Sol Ruskin v. Rilling Company (by change 
of name, The Rilling Dermetics Company), application Serial No. 613,307 
filed April 28, 1951. Applicant appeals from decision of Examiner of 
Interferences dismissing opposition. Modified. 


Beekman Aitken, of New York, N.Y., for opposer-appellee. 
Wilkinson, Huxley, Byron & Hume, of Chicago, Illinois, for applicant- 
appellant. 


Leeps, Assistant Commissioner. 

An application has been filed to register ENCoRE for cold wave solu- 
tions, use since April 5, 1951 being asserted. Registration has been op- 
posed by one who claims prior use and ownership of ENcorE for hair 
preparations. 

After opposer had taken some testimony, an extension of time for 
taking further testimony and presenting further evidence was stipulated, 
but no additional testimony was taken and no further evidence was offered, 
and opposer’s trial period closed. Thereupon, applicant submitted a re- 
quest for “dissolution” of the opposition, together with new application 
papers seeking concurrent registration, setting forth opposer’s use in the 
State of New York as an exception to its claim of exclusive use. 

The Examiner of Interferences held that by submission of the new 
papers seeking concurrent registration applicant is in the position of 
having lost the opposition; that applicant failed to show that it had any 
substantial rights or goodwill at the time of filing its application (twenty- 
three days after first use); that applicant was not entitled to have the 
date of filing the new papers considered as its filing date for purposes of 
determining its rights; and that by submitting the new papers applicant 
has recognized that opposer has certain rights in the mark and it may not, 
therefore, “be permitted to evade a provision of the statute by the proce- 
dure of filing a new application for concurrent registration setting forth 
the same concurrent user in order to gain the benefit of a later filing date.” 

Applicant has appealed. 

Before considering the correctness of the rulings of the Examiner 
of Interferences, it is necessary to examine opposer’s record to determine 
whether or not he has discharged his burden of proving facts which sup- 
port a finding that he has superior rights in the mark ENcorr from which 
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it can be presumed that he is or will be damaged by issuance of the regis- 
tration to applicant. If that burden has been discharged, the subsidiary 
question of applicant’s right to concurrent registration will be considered ; 
but if the burden has not been discharged, it is not necessary to consider 
the matter. 

Opposer was the sole witness in his own behalf. He testified that he 
had continuously used the mark ENCORE on permanent waving lotion, 
shampoo, lacquer, creme shampoo, facial creams and scalp treatment since 
1946. He identified two invoices covering purchases of labels in 1946 and 
1949, stating under oath that the invoices covered purchases of identical 
labels, except for a change of business address, and he identified a small 
pink label 2 3/8 inches by 3 7/8 inches showing “ENcorRE Beauty Prepara- 
tions” as being a sample of the labels purchased. There is nothing on 
the invoices themselves to indicate what kind of label was purchased. 
They do show, however, that the labels purchased in 1946 were 5 1/2 
inches by 18 1/2 inches priced at $9.00 per thousand; and those purchased 
in 1949 were 2 1/2 inches by 4 inches priced at $6.00 per thousand. 
Opposer testified that the pink label was the first one he used in his busi- 
ness, but he later testified that the first label which he used was not the 
pink label, but was another label identified as a copyrighted label affixed 
to containers of permanent wave lotion by his supplier, Standard Chemi- 
eal Company or Stan-Curl Corporation. This label was copyrighted by 
Stan-Curl Corporation with a publication date of March 18, 1947. 

Opposer’s record further shows that he has purchased some permanent 
wave solution identified in the invoices as ENCORE from Standard Chemical 
Company and Stan-Curl Corporation each year since 1946 and some per- 
manent wave pads identified in the invoices as ENCORE in 1950; but the 
only evidence of sales of such products under the ENcorE mark by opposer, 
apparently trading as HOUSE OF RUSKIN, consists of invoices dated 1948 
and 1949 indicating insubstantial sales to some beauty shops in Brooklyn. 

Opposer testified that he had sold products bearing the mark in 
states other than New York, and he and his attorney agreed to furnish 
all available evidence of interstate sales in 1953 and in previous years. 
An extension of two months was stipulated for the introduction of such 
evidence. No such evidence was furnished, and it is presumed that there 
is none. 

There is testimony that opposer first started packaging hairnets in 
1946, and a hairnet marked ENCORE is in evidence; but the date of first 
use of ENCORE on hairnets is not disclosed. 

Opposer testified that he had sold ENCcoRE shampoo, permanent wav- 
ing lotion, cosmetics, lacquer, machineless pads, cream rinse, creme shampoo 
and other items since 1946; but he later testified that he first sold ENcoRE 
cold wave neutralizers in 1953, creme-oil cold wave solution in 1952, hand 
cream in 1952, cream shampoo in 1952, another shampoo in 1954, and 
liquid cream shampoo in 1954. He also testified that he had used the 
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mark on brilliantine, cuticle oil, cuticle remover, hair pomade, henna, base 
soap, ammonia, witch hazel, sterilizing solution, mineral oil, pine needle 
oil, finger wave lotion, cotton and combs; but there is no explanation of 
why on the 1948 and 1949 invoices evidencing sales of many of such 
products the mark ENCORE appears only in connection with pads, per- 
manent wave solutions and two sales of shampoo, whereas some of the other 
products are identified by such marks as ANNABELLE, DRAINKLEEN, BARBI- 
CIDE, SUPEROXIDE, SEA BREEZE, BLUEBIRD, ROSE-MINT, and JEWEL, and others 
have no trademark identification at all. 

The record is silent as to opposer’s volume of sales under the ENCORE 
mark except that when inquiry as to volume was made on cross-examina- 
tion, it was objected to by opposer’s attorney on the ground that the ques- 
tion was outside the scope of direct examination and on the further ground 
that priority of use was the only question involved in the proceeding. 
Aside from the fact that the question was a proper one, being clearly 
within the scope of the direct examination, these proceedings are not 
limited to questions of “priority,” but they contemplate all fact dis- 
closures from which the rights of the parties may be established. 

The record is equally silent on the question of advertising and sales 
promotion by which a trademark owner creates a consciousness of his 
mark in connection with his goods and by means of which a consumer 
demand is built. 

Oral testimony may be sufficient to prove first use and continuous use 
if it carries conviction as to accuracy. As indicated by the foregoing 
analysis, some of the testimony is incredible, and throughout it is charac- 
terized by contradictions, inconsistencies and indefiniteness, and it falls 
far short of carrying conviction establishing that opposer has rights 
superior to applicant’s. 

The record shows that opposer sold a few products identified by 
ENCORE in 1948 and 1949 in Brooklyn, but there is no documentary or cor- 
roborating evidence of any sales since 1949; and in view of the contradic- 
tions, inconsistencies and indefiniteness in opposer’s oral testimony, the 
record is insufficient to show continued use of the mark by opposer. Op- 
poser has failed to discharge his burden, and the opposition is dismissed. 

In view of the dismissal of the opposition, it is unnecessary to consider 
the subsidiary question which formed the basis of the decision of the Ex- 
aminer of Interferences or the propriety of entering the new papers sub- 
mitted by applicant. 

The decision of the Examiner of Interferences is modified in accord- 
ance with this opinion. 





a tt a 
nett pata a ————— 











96 THE TRADEMARK REPORTER Vol. 47 T. M.R. 


OLD SAMUELS DISTILLERY, INC. v. 
THE FOSTER TRADING CORPORATION 


No. 33,556 — Commissioner of Patents — September 21, 1956 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


TRADEMARK ACT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
Certain official documents and records offered by opposer to establish prior use 
of OLD SAMUELS for whiskey were found not to be competent for such purpose. 
Opposer not having discharged its burden of presenting evidence that he was 
engaged in business of distilling whiskey prior to applicant’s filing date for same 
mark used on identical goods. The opposition was dismissed. 


Opposition proceeding by Old Samuels Distillery, Inc. v. The Foster 
Trading Corporation, application Serial No. 649,357 filed June 25, 1953. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Bacon & Thomas, of Washington, D.C., for opposer-appellant. 
Mason, Fenwick & Lawrence, of Washington, D.C., for applicant-appellee. 


Legps, Assistant Commissioner. 

An application has been filed to register OLD SAMUELS as a secondary 
meaning mark for whiskey, asserting use of OLD SAMUELS since June 16, 
1953, and use of sAMUELS by applicant and its predecessor since 1844. 
Applicant holds record title to Registration No. 364,998 showing SAMUELS 
above the words rouR DECADES for whiskey and Registration No. 322,253 
showing T. W. SAMUELS for whiskey, the latter having expired in 1955. 

Registyation has been opposed on the grounds, (1) that the mark 
sought to be registered is used on identical goods and is substantially 
identical with a mark previously adopted and used by opposer and is 
likely to cause confusion, mistake or deception of purchasers, (2) ap- 
plicant’s mark so resembles opposer’s previously used trade (corporate) 
name as to be likely to cause confusion, mistake or deception of pur- 
chasers, (3) applicant is not entitled to register its mark as a secondary 
meaning mark since it has never used the name sAMUELS alone nor has 
it had exclusive use of either SAMUELS Or OLD SAMUELS during the five 
years preceding the filing date of its application, and (4) the statements 
in the application respecting use of the mark are false. 

The Examiner of Interferences granted applicant’s motion for judg- 
ment on the basis of opposer’s failure to offer competent evidence to dis- 
charge its burden of proving the averments of its pleading. Opposer has 
appealed. 

Opposer’s record consists of documents noticed under Rule 282 as fol- 
lows: (1) copy of articles of incorporation dated September 14, 1943 
and amendments dated June 8, 1953 and November 5, 1953 certified by 
the Secretary of the Commonwealth of Kentucky; (2) copy of articles 
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of incorporation certified by the Patent Office to have been filed in the 
Office on September 20, 1943; (3) copy of judgments entered by the 
Nelson County (Kentucky) Circuit Court on June 17, 1947 and Febru- 
ary 23, 1949, certified by the clerk of such court; (4) copy of a deed evi- 
denicing purchase by opposer of a distillery property on October 1, 1953, 
certified by the clerk of the Marion County Court of Kentucky; (5) copy 
of a distiller’s basic permit issued January 6, 1954, certified by the 
Assistant Regional Commissioner of the Alcohol and Tobacco Tax unit 
of the Treasury Department (Bureau of Internal Revenue); (6) cer- 
tificate of the filing with the Secretary of State of Kentucky, on October 
4, 1948, of a label showing OLD SAMUELS which was stated to have been 
adopted by opposer and intended to designate its products; and (7) cer- 
tificate of label approval dated December 29, 1948 for the labelling of 
five cases of whiskey with a label showing OLD SAMUELS. 

None of these documents is competent to show prior use of OLD 
SAMUELS as a trademark by opposer; and none is competent to show that 
opposer was engaged, under its corporate name, in the business of distilling 
whiskey prior to the filing date of the application here involved. The 
burden of presenting evidence in support of the averments of its plead- 
ing rested squarely upon opposer, and it has not discharged its burden. | 

The decision of the Examiner of Interferences is affirmed. 


GIDDINGS & LEWIS MACHINE TOOL COMPANY v. 
THE BULLARD COMPANY 


No. 32,834 — Commissioner of Patents — September 24, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
In an opposition brought against an application for the mark SPACER, as used 

on a machine tool including a spacing mechanism, opposer’s contention being that 
the mark merely described the function of the goods, both the record and common 
knowledge established that applicant’s product was, in fact, a “spacer” which find- 
ing was confirmed by. applicant’s own descriptive use of the mark; the fact that 
neither opposer nor others in the industry had used the word even in a descriptive 
sense did not alter the conclusion that the word was a common descriptive name 
which was incapable of distinguishing the goods of any manufacturer. 


Opposition proceeding by Giddings & Lewis Machine Tool Company 
v. The Bullard Company, application Serial No. 519,056 filed March 24, 
1952. Applicant appeals from decision of Examiner of Interferences sus- 
taining opposition. Affirmed. 


Carlson, Pitener, Hubbard & Wolfe, of Chicago, Illinois, for opposer- 
appellee. 
Paul M. Geist, of Bridgeport, Connecticut, for applicant-appellant. 
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LeeEps, Assistant Commissioner. 

- An application has been filed to register SPACER as a secondary mean- 
ing mark for “a machine tool of the type which includes mechanism for 
providing relative movement between a tool holder and a work support to 
locate both relatively to each other.”! Use since August 24, 1946 is 
asserted. 

Registration has been opposed by a manufacturer of machine tools who 
alleges that “spacers” and “spacing machines” are terms used in the ma- 
chine tool trade to describe similar products of others, including op- 
poser’s; that the mark presented for registration not only has not become 
distinctive of applicant’s goods, but is incapable of becoming distinctive ; 
and that opposer will therefore be damaged by registration of the word 
SPACER to applicant. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record consists of testimony and exhibits on behalf of opposer, 
a number of printed papers, including a number of copies of patents, 
stipulated as a part of the record on behalf of applicant, and the ap- 
plication. 

Opposer’s record shows that applicant uses the word SPACER in con- 
nection with a radial drill press attachment in the nature of a table which 
supports the work under the tool, and is adapted to move the work, or 
support the work relative to the tool in the radial drill; and the table is 
provided with a set of stops for each table movement, adapted to space the 
work relative to the tool. In fact, applicant’s own brochures state that the 
SPACER is “a semi-automatic unit for accurately positioning work in a 
multiplicity of predetermined positions under a fixed spindle of a radial 
drill,” and “a unit applied to radial or upright drilling machines for the 
accurate spacing of holes to be drilled, bored, reamed and tapped.” 

Opposer manufactures and sells, among other things, continuous feed 
spacing heads, angular milling attachments, and work tables applicable 
for use with radial drills, as well as precision spacing devices which include 
mechanisms for providing relative movement between a tool holder and 
a work support to locate both relatively to each other; but it does not 
now make an item like that which applicant identifies by the word spacer 
nor has it used the word “spacer” as the name of any machine tool or 
attachment. It has, however, used the word sPAcER as the name for shims. 
It has also used PRECISION SPACING DEVICE as the name of a device to 
be used whenever a series of holes are to be accurately located and the 
same spacing is to be repeated, as in the spacing of cylinder bores in 
engine blocks. 





1. Following the argument on appeal, applicant submitted a proposal to amend 
the identification of its goods to state: “a power driven movable work table assembly 
for use as an attachment to radial drills and the like to which the work is attached for 
drilling and other purposes.” 
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Both parties placed in the record copies of a considerable number 
of patents. They show that “spacer” is used as the common name of items 
which space, such as spacers in printing, devices for positioning and 
holding the forms for concrete structures, spacers for leaf springs, ma- 
chines for moving work or the operating tool through a plurality of pre- 
determined operating positions, disk spacers in cream separators, washers, 
means for spacing slices from a slicing machine, spacers for stacking cut 
meats, spacers for pneumatic tire rims, spacers for valves, spacers for 
hair curlers, spacers for building construction, spacers for motion picture 
reels, spacers for typographical machines, spacers for transformer coils, 
packing spacers, line spacers for printing presses, spacers for typewriters, 
piston ring spacers, spacers for electrical winding, insulating spacers, 
conduit spacers, spacing tables for relatively positioning shapes, beams and 
the like with respect to tools, such as punches, automatic back gauge spac- 
ers, and numerous other items. 

It appears from these patent copies that “spacer” is often and com- 
monly used synonymously and interchangeably with spacing device, spac- 
ing mechanism, spacing attachment, spacing table, and spacing appliance. 
See: Patent Nos. 1,444,242; 1,918,600; 2,053,499; 2,421,686; 2,487,031; 
2,628,680. This is understandable when it is common knowledge that 
a spacer is one who or that which spaces, and it is reasonable to assume 
that a device or mechanism for spacing will continue to be called a 
spacer, irrespective of the field or “art.” 

The only question, then, is whether or not applicant’s device is a de- 
vice, or mechanism, or attachment, or table for spacing. If so, it is a com- 
mon name for the device. If not, it may perform the function of a trade- 
mark. 

The application states that the device is a machine tool of the type 
which includes a mechanism for providing relative movement between a 
tool holder and a work support to locate both relatively to each other— 
in other words, a machine tool which includes a spacing mechanism. The 
proposed amendment states that the device is a power driven movable 
work table assembly for use as an attachment to radial drills and the like 
to which the work is attached for drilling and other purposes—in other 
words, a spacing table. 

In some of its brochures applicant states that the device is a semi- 
automatic unit for accurately positioning work in a multiplicity of pre- 
determined positions under a fixed spindle of a radial drill—in other 
words, a spacing device. In another brochure applicant states that the 
device is a unit applied to radial or upright drilling machines for the ac- 
eurate spacing of holes to be drilled, bored, reamed and tapped—in other 
words, a spacing appliance or attachment. 

The record of this case, when considered in the light of common knowl- 
edge, leads to the conclusion that the device which applicant makes and 
sells and in connection with which it uses the word presented for regis- 











—___ 
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tration is in fact a spacer, though it may be called a spacing device, a 
spacing mechanism, a spacing table, a spacing appliance or a spacing 
attachment. 

Furthermore, applicant uses the word in a manner to indicate that it 
is the name of the device. It uses the name BULLARD in an ellipse above the 
word spacer, the latter appearing in ordinary capital letters; or the name 
BULLARD in an ellipse with the words MAN-AU-TROL SPACER; or the word 
MAN-AU-TROL with the word spacer. There is no other name by which the 
device is called, either on the device itself or in any of applicant’s litera- 
ture which is in evidence. 

Since the device is, in fact, a spacer, and since the word “spacer” is 


' used by applicant as the common descriptive name of the mechanism, 


others in the machine tool trade who make spacing devices may, with 
equal freedom, call them spacers. The mere fact that the word may not 
have been used by opposer and may not have been widely used by any- 


one else in the machine tool industry—either descriptively or otherwise 
—does not alter the conclusion that a common descriptive name does not 


identify the product of one manufacturer and distinguish it from those 
of others. The subject matter of the application, being a common descrip- 
tive name of the goods, does not perform a trademark function, and it is 
therefore unregistrable. 

Opposer, being a manufacturer of machine tools, would be damaged 
if a common descriptive name of a spacing device were registered to ap- 
plicant, since the prima facie presumptions created by the registration 
might well interfere with opposer’s right to use a common descriptive name 
in its ordinary meaning. 

The opposition is sustained, and the decision of the Examiner of Inter- 
ferences is affirmed. 





SPEEDWAY MANUFACTURING COMPANY v. 
LOCKWOOD HARDWARE MFG. CO. 


No. 5405 — Commissioner of Patents — September 24, 1956 


REGISTRATION PROCEDURE—INTERFERENCE 
An interference should not be instituted after an opposition involving the same 
applications has been filed; any changes in the party bearing the burden of going 
forward is an obligation voluntarily assumed. 


Interference proceeding between Speedway Manufacturing Company 
and Lockwood Hardware Mfg. Co. Lockwood Hardware Mfg. Co. petitions 
for review of decision of Examiner of Trademarks denying motion to dis- 
solve interference. Petition granted. 


Schroeder, Hofgren, Brady & Wegner, of Chicago, Illinois, for 
Speedway Manufacturing Company. 
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Jacob T. Basseches and Paula T. Basseches, of New York, N.Y., for 
Lockwood Hardware Mfg. Co. 


Leeps, Assistant Commissioner. 

‘A petition has been filed for review of the decision of the Examiner of 
Trademarks denying the motion of Lockwood Hardware Mfg. Co. to dis- 
solve the interference. 

It appears from the records of the Patent Office that Lockwood Hard- 
ware Mfg. Co. filed its application on March 11, 1954, asserting use since 
February 18, 1954, and the mark was published on August 16, 1955. 

Speedway Manufacturing Company filed its application on January 
31, 1955, asserting use since May 16, 1949, and the mark was published on 
January 31, 1956, subject to interference with Lockwood’s application. 

On March 21, 1956, Lockwood filed an opposition against Speedway’s 
application. 

Thereafter, on April 9, 1956, an interference was instituted. 

As was indicated in a footnote to Bisceglia Bros. Wine Co. v. The Globe 
Distributing Company, 107 USPQ 301 (46 TMR 485) (Com’r., 1955), an 
interference should not be instituted between two applications after one 
of the applicants has filed an opposition against the application of the 
other applicant. The reasoning underlying this statement is three-fold, 
(1) there is no issue in the interference proceeding which cannot be deter- 
mined in the opposition proceeding; (2) in the opposition proceeding the 
Patent Office may, under Section 18, refuse to register the opposed mark, 
or refuse to register any or all of several interfering marks, or register 
the mark or marks for the person or persons entitled thereto, as the rights 
of the parties may be established in the proceeding; and (3) the pendency 
of two different proceedings with but a single objective represents a waste 
of time and effort not only of the parties involved, but of the Patent Office 
as well. 

The fact that Speedway may have the burden of going forward in 
the interference proceeding and Lockwood has the burden of going for- 
ward in the opposition proceeding makes no difference, where, as here, 
Lockwood has voluntarily assumed the burden by filing the opposition. 

The interference is dissolved on the sole ground that it should not 
under the circumstances of this case, have been instituted. 

The merits of the petition have not been considered in arriving at 
the conclusion set forth herein. 
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AMERICAN IRON & MACHINE WORKS COMPANY 
(AMERICAN INC., successor, substituted) v. 
HUGHES TOOL COMPANY 


No. 32647 — Commissioner of Patents — October 3, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 


TRADEMARK ACT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 

Applicant seeks to register FLASH-WELD as a secondary meaning service mark 
for welding tool joints to drill pipe. Registration opposed on ground that opposer 
and others use term “flash weld” to describe the same services. Evidence shows flash 
welding to be a well recognized method of welding in the trade and literature. Appli- 
cant refers to “Flash Welding process” in advertisements and patents. Since flash 
welding is the common name of a welding process FLASH-WELD cannot perform the 
function of identifying applicant’s flash weld service and distinguish it from the 
flash weld service of others and therefore opposition is sustained. 


Opposition proceeding by American Iron & Machine Works Company 
(American Inc., successor, substituted) v. Hughes Tool Company, applica- 
tion Serial No. 593,596 filed March 8, 1950. Applicant appeals from deci- 
sion of Examiner of Interferences sustaining opposition. Affirmed. 


Murray Robinson, of Houston, Texas, for opposer-appellee. 
Ray L. Smith, of Houston, Texas, for applicant-appellant. 


Leeps, Assistant Commissioner. 


An application has been filed to register FLASH-WELD as a secondary 
meaning service mark for welding tool joints to drill pipe, use since Febru- 
ary 12, 1940 being asserted.” 

Registration has been opposed by a competitor who alleges use by it 
and others of “flash weld” and similar words to describe the same services, 
asserting that there is no other way properly to describe the process of 
flash welding tool joints to drill pipes. 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 

It appears from the record that there are four generally recognized 
methods of welding—butt welding, flash welding, spot welding and mitre 
welding. As long as thirty years ago there was a considerable amount of 
literature in which the method of flash welding was described, and articles 
dealing with the method have continued to the present to be published 
in The Welding Journal, Iron Age, Metal Progress, The Engineer and 
like trade periodicals. Since 1925, the Patent Office has issued numerous 
patents for electric flash welding machines and flash welding methods. 
Opposer has used the term “flash welded” in connection with tool joints, 





1. It is observed that the specimens submitted with the application do not evidence 
service mark use of the term, but merely show its use in connection with tool joints. 
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as has Reed Roller Bit Company. Applicant has used HUGHES FLASH-WELD 
TOOL JOINTS and states in its advertisements: 


“The rugged design of the HUGHES FLASH-WELD construction as- 
- sures tool joint performance of longer life, with greater dependability 
at tool joint to pipe connection * * *. Hughesite hard-facing, heavily 
applied on the O.D. and tapered shoulder of the one-piece Flash-Weld 
tool joint, retards abrasive external wear and undercutting.” 
Applicant also makes reference in its advertising and literature to 
the FLASH WELDING PROCESS. 


There are in the record two patents owned by applicant, Nos. 1,993,269 
and 2,257,335, one disclosing a method of constructing a pipe joint by 
electric flash welding of a pipe and collar to a tool joint, and the other 
disclosing a method of tool joint welding which contemplates the use of 
“any preferred method of flash welding.” Applicant is engaged in the 
business of performing a flash welding service for drillers of wells. Op- 
poser has more recently entered the same field. 

Flash welding is the common name of a welding process and it is 
commonly used by applicant and others in connection with welding tool 
joints. Under such circumstances, the term FLASH-WELD cannot perform 
the function of identifying applicant’s flash weld service and distinguish- 
ing it from the flash weld service of others. All who perform flash welding 
service have equal right to continue to use the terms “flash welding,” 
“flash welded” and “flash weld” truthfully to describe their services and 
processes; and registration of FLASH-WELD to applicant, with the ac- 
ecompanying legal presumptions flowing therefrom, would be likely to 
damage opposer by interfering with its freedom to continue to use the 
common name of a process which it employs and the commonly under- 
stood description of a service which it performs. 

The decision of the Examiner of Interferences is affirmed. 


S. C. JOHNSON & SON, INC. v. CONSUMER 
COOPERATIVE ASSOCIATION 


No. 32527 — Commissioner of Patents — October 3, 1956 


TRADEMARK ACT OF 1946——-REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


REGISTRATION PROCEDURE—OPPOSITION 

Applicant seeks to register GLO-CANDLE for wax for molding candles and regis- 
tration is opposed by registrant of GLo-coaT for paint enamels and liquid polishes 
for floors. Sales of opposer’s GLO-cOAT have exceeded $158,000,000 with advertising 
expenditures in excess of $22,000,000. Opposer, for brief period during war made 
candles for armed services. Since GLO-COAT, when used in connection with polishes, 
creates an association of a coating imparting a shine and GLO-CANDLE creates an 
association of incandescence, it is deemed unlikely that purchasers would assume 
that GLO-CANDLE would originate with the producer of GLO-coaT and therefore oppo- 
sition is dismissed. 
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Opposition proceeding by 8S. C. Johnson & Son, Inc. v. Consumer 
Cooperative Association, application Serial No. 631,849 filed June 27, 1952. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Jewett, Mead, Browne & Schuyler, of Washington, D.C., and Harold F. 
Greiveldinger, of Racine, Wisconsin, for opposer-appellant. 


C. Earl Hovey, of Kansas City, Missouri, for applicant-appellee. 


LeeEps, Assistant Commissioner. 

An application has been filed to register GLO-CANDLE for wax in bulk 
for molding candles, use since February of 1951 being asserted. 

Registration has been opposed by the registrant of aLo-coat for paint 
enamels and liquid polish for finishing floors and other surfaces.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows that opposer is a manufacturer of waxes and 
polishes, some of which are sold in bulk and others of which are packaged 
for sale to consumers. Just prior to the end of World War II opposer 
manufactured candles for the armed services under specifications of the 
Quartermaster Corps, but none has been manufactured since that time. 

The testimony indicates that some consideration has been given by 
opposer to the manufacture of candles since that time, but nothing has 
materialized. 

One of opposer’s major products is a self-polishing wax which it sells 
under the trademark ato-coaT. Sales of aLo-coaTt since 1932 have exceeded 
one hundred fifty-eight million dollars in value, and advertising expendi- 
tures in connection with aLo-coaT polish have exceeded twenty-two million 
dollars. The advertising program has utilized all modern media. There is 
no doubt but that opposer has wide consumer acceptance of its GLO-CoAT 
polish, and it enjoys a valuable goodwill symbolized by the mark. 

Applicant apparently sells bulk wax for molding candles. The record 
fails to identify the average purchasers of the wax, but the specimens 
submitted with the application feature the 4-H Club symbol, and it seems 
reasonable to assume that the product is sold to individuals rather than to 
industrial users. 

The sole question, then, is whether or not purchasers familiar with 
GLO-coaT liquid polish are likely, upon seeing GLO-CANDLE candle wax, to 
associate it with opposer’s product or with opposer and assume that it 
originates with the producer of «aio-coaT liquid polish. This question 
| involves an evaluation of the probable psychological reaction in the minds 
|of such purchasers when they see the marks on the goods. GLO-coaT on 
liquid polish is likely to stimulate an association with a coating which 


1, Reg. No. 321,364, issued January 29, 1935, published in accordance with Sec, 
12(c) on April 27, 1948. 
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imparts a shine. GLO-CANDLE on candle wax is likely to stimulate an asso- 
ciation with incandescence. This is to say that although each of the marks 
embodies the common word @Lo (a mispelling of “glow’”) the prefix portion 
of the marks, when combined with the respective suffixes and applied to 
the respective products, creates a quite different impression. Under these 
circumstances, it is not believed that purchasers are likely to associate 
GLO-CANDLE candle wax either with opposer’s product or its producer. 
The decision of the Examiner of Interferences is affirmed. 


SEARS, ROEBUCK AND CO. v. HOFMAN 
No. 32858 — Commissioner of Patents — October 4, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Applicant seeks to register ROYAL PLUMAGE for hosiery used on goods since 1946, 
Opposer, registrant of ROYAL PURPLE for same goods alleging use since 1927. 

Although opposer’s original registration consisted of word mark ROYAL PURPLE 
and illustration resembling plumes, record shows use of word mark only until 1951, 
which is five years after applicant began use of ROYAL PLUMAGE; therefore, opposer 
has no right to illustration of plumes. 

Marks neither look nor sound alike and confusion or deception of purchasers is 
unlikely and opposition is dismissed. 


Opposition proceeding by Sears, Roebuck and Co. v. Leo C. Hofman, 
application Serial No. 632,937 filed July 23, 1952. Applicant appeals from 
decision of Examiner of Interferences sustaining opposition. Reversed. 


Frank H. Marks and Nathan N. Kraus, of Chicago, Illinois, and Ivan P. 
Tashof, of Washington, D.C., for opposer-appellee. 


Leo C. Hofman, pro se. 


Leeps, Assistant Commissioner. 

An application has been filed to register RoyAL PLUMAGE for hosiery, 
use since March 16, 1946 being asserted. 

Registration has been opposed by the registrant of ROYAL PURPLE for 
hosiery.* 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 

Opposer’s record consists of a stipulation of facts stating that opposer 
commenced using the words ROYAL PURPLE as a hosiery trademark in 1927; 
sales under the mark from 1927 to 1953, inclusive, have amounted to 
$300,000,000 in value, some $10,000,000 have been spent in advertising 
ROYAL PURPLE hosiery in mail order catalogs and in newspapers; and 


1. Reg. No. 340,717, showing ROYAL PURPLE (disclaimed) above what may be an 
illustration of a crown with three plumes, issued November 17, 1936; and Reg. No. 
551,900, showing ROYAL PURPLE (secondary meaning established), issued Dec. 11, 1951. 
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sales are made through two channels of distribution, namely, by mail 
order and through opposer’s retail stores located in major cities through- 
out the United States. 

Attached to the stipulation are a number of exhibits which were 
introduced as a part of the record. These include a cover for a hosiery 
box used by opposer—presumably at present, although it is unidentified 
as to date—showing ROYAL PURPLE above an illustration of three large 
ostrich plumes and in the upper right hand corner an illustration of a 
fleur de lis coronet with a line drawing of three plumes extending from 
the front; a label used inside the boxes of ROYAL PURPLE hosiery showing 
the word mark and an illustration of three large ostrich plumes (this 
label is unidentified as to date); a purple cellophane package for indi- 
vidual pairs of hosiery showing the word mark, the illustrations of the 
ostrich plumes and the fleur de lis coronet and plumes (this exhibit is 
unidentified as to date); a tissue wrapper of the type ordinarily used in 
_ boxes of hosiery, showing illustrations of the fleur de lis coronet and 
“plumes (this exhibit is unidentified as to date); pages from opposer’s 
mail order catalogs for 1927-28, 1932, 1937, 1942, 1948 and 1954 wherein 
ROYAL PURPLE hosiery is advertised by the word mark alone or associated 
with a representation of a royal crown (not resembling the fleur de lis 
coronet with the plumes) ; copies of advertisements from Chicago news- 
papers, three in 1932 featuring the word mark ROYAL PURPLE alone, and 
three in 1951 featuring ROYAL PURPLE associated with the fleur de lis 
coronet with plumes; copy of a page from a circular distributed by op- 
poser featuring the word mark alone; copy of opposer’s registration is- 
sued November 17, 1936 showing ROYAL PURPLE (disclaimed) above an 
illustration of what may be a coronet with three plumes, although it 
resembles as much a pot of flowers; and a copy of opposer’s registration 
issued December 11, 1951 showing ROYAL PURPLE alone as a secondary 
meaning mark. 

Considering the word marks ROYAL PURPLE and ROYAL PLUMAGE, they 
do not so resemble one another in sound, appearance or connotation as to 
be likely to cause confusion, mistake or deception of purchasers. 

The decision of the Examiner of Interferences apparently was based 
largely upon the finding that “they [the marks of the parties] are cus- 
tomarily associated in use on the respective goods with representations 
and/or simulations of plumes, of which the term ‘plumage’ contained in 
applicant’s mark is the legal equivalent.” It is true that in 1927 a regis- 
tration was issued to opposer in which there is an illustration of what 
may be plumes extending from a coronet, but the record fails to show any 
use of this feature by opposer until it advertised it in newspapers in 
association with the words ROYAL PURPLE in 1951, which, according to the 
stipulation of facts on behalf of applicant, is some five years after ap- 
plicant commenced use of its mark ROYAL PLUMAGE. It was therefore error 
for the Examiner of Interferences to base his conclusion on the above 
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quoted finding of fact. The record fails to show that opposer has rights 
in illustrations of plumes associated with its mark which are superior to 
applicant’s rights in ROYAL PLUMAGE. 

Giving due consideration to the foregoing, it is not believed that any 
confusion, mistake or deception of purchasers is likely. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 


FAWICK FLEXI-GRIP COMPANY v. HUNGERFORD 
PLASTICS CORPORATION 


Interf. No. 5072; Canc. No. 6271 — Commissioner of Patents 
October 5, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


CANCELLATION PROCEDURE—EVIDENCE 

Petition to cancel registration of FLEx-crip for hand grips for manually 

operated handles is sought by user of FLExI-GrIP for same goods. Record shows 

that petitioner has used mark only on golf club grips selling them to manufacturers 

of golf clubs and professionals. Respondent uses mark on handle grips for bicycles, 

lawnmowers and agricultural and industrial equipment, excluding golf club grips. 

Assistant Commissioner concludes that each party has substantial rights in 

mark and upon receipt of respondent’s amendment to registration excluding golf 
club grips, petition will be dismissed and interference dissolved. 


Interference proceeding between Hungerford Plastics Corporation, 
Registration No. 565,193 issued October 14, 1952 and Fawick Flexi-Grip 
Company, application Serial No. 636,560 filed October 13, 1952. 

Cancellation proceeding by Fawick Flexi-Grip Company v. Hungerford 
Plastics Corporation. 

Both parties appeal from decision of Examiner of Interferences grant- 
ing petition but refusing registration. Reversed. 


Williard D. Eakin, of Akron, Ohio, for Fawick Flexi-Grip Company. 


Curtis, Morris & Safford and Jarvis C. Marble, of New York, N. Y., for 
Hungerford Plastics Corporation. 


Lzeps, Assistant Commissioner. 

A petition has been filed to cancel Reg. No. 565,193 showing FLEx-GRIP 
for hand grips for manually operated handles, issued October 14, 1952. 

Petitioner asserts earlier use of FLEXI-GriP for hand grips for manually 
operated handles.* 


1. Petitioner filed an application to register FLEXI-GRIP on October 13, 1952, one 
day before the registration sought here to be canceled issued. An interference was 
instituted and the interference and cancelation proceedings were consolidated. Since 
all matters can be determined in the cancelation proceeding, a single opinion will be 
written, as it was by the Examiner of Interferences in disposing of the controversy. 
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The Examiner of Interferences granted the petition to cancel and re- 
fused registration to petitioner on its application theretofore filed. 

The record shows that petitioner was incorporated on March 28, 1947 
under the name of Fawick Flexi-Grip Company. It manufactures golf 
club grips, industrial clutches, ski bindings, violin mutes, fishing rod grips, 
cements, and valves for air injection into rubber bags. It adopted FLExI- 
Grip as its mark for golf club grips, and has used the mark only on golf 
club grips which it sells to manufacturers of golf clubs and to golf pro- 
fessionals. The testimony indicates that petitioner had golf club grips 
manufactured for it during 1947, but the earliest evidence of sales by it 
of FLEXI-Grip golf club grips is dated April 12, 1948. Petitioner apparently 
sells all of its other products under other marks or no mark at all. Prior 
to the time respondent first made sales under its mark, petitioner had sold 
approximately $14,000 worth of FLExI-Grip golf club grips. 

On October 13, 1952, petitioner filed an application to register FLExI- 
crip for “hand grips made of a settable plastic for golf clubs and other 
implements of sport.” ? Having been denied registration on the ground of 
likelihood of confusion with respondent’s registered mark, petitioner re- 
quested the institution of an interference. The interference was instituted 
on October 21, 1953, and on April 5, 1954 the petition to cancel was filed. 

Respondent is engaged in the business of formulating, compounding 
and injection molding of flexible vinyl materials. Among its finished prod- 
ucts are handle grips for bicycles, velocipedes, lawnmowers, toys, outboard 
motors and agricultural and industrial equipment which it sells through 
a sales agent, Ohio Rubber Company, to three hundred twenty-one manu- 
facturers located throughout the United States. Respondent tooled up for 
the manufacture of its handle grips in 1948; the mark FLEx-GRIP was 
adopted ; an introductory letter and a sample of a riex-crip handle grip 
were sent to lawnmower and bicycle manufacturers on January 14, 1949; on 
February 28, 1949 respondent received a purchase order from a lawn- 
mower manufacturer ; and on the same date shipment of one hundred handle 
grips marked FLEx-GRIP was made in response to the order. During 1949 
respondent sold approximately 130,000 rLEx-crir handle grips, and sales 
increased each year; in 1953 volume had grown to 7,112,000 handle grips; 
and the sales in 1954 when testimony was taken were estimated at 8,500,000 
handle grips. Respondent’s ruEx-arip handle grips have been advertised 
by direct mail and through nationally circulated trade periodicals. 

Respondent filed its application to register FLEx-arip on November 19, 
1949; the mark was published for opposition purposes on July 15, 1952; 
and the registration issued on October 14, 1952.8 

Both parties mark their goods by having their respective trademarks 
molded into the grips. 


S.N. 636,560. 
. No. 565,193. 


2. 
3. 
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The record shows that although both parties have been engaged in 
their respective grip businesses using their respective marks since 1949, 
neither heard of the other’s product identified by its mark until 1953. It 
seems reasonable to assume from this fact that the parties are in fact 
not competitors. 

It is established by the record that in point of time petitioner used 
FLEXI-GriP on golf club grips which it sells to golf club manufacturers be- 
fore respondent used FLEx-Grip on handle grips which it sells to manu- 
facturers of bicycles, lawnmowers, outboard motors, toys, and agricultural 
and industrial equipment. 

It is also established that respondent does not sell its handle grips 
to purchasers of petitioner’s golf club grips, and vice versa. The channels 
of trade and the classes of purchasers are not identical. Both sell to pur- 
chasers who know what they want, where to buy it, and with whom they 
are dealing. Under the circumstances present here, it is not believed that 
the type of confusion, mistake or deception contemplated by the statute 
is likely to result from respondent’s continued use of FLEX-GRIP on its 
handle grips contemporaneously with petitioner’s use of FLEXI-GRIP on golf 
club grips. 

Respondent has offered an amendment to its registration to change 
the identification of goods from “hand grips for manually operated 
handles” to “handle bar grips.” This amendment is not accepted, but re- 
spondent is given leave to substitute an amendment identifying its goods 
as “handle bar and other hand grips, excluding golf club grips, sold to 
manufacturers.” 

The record establishes that petitioner has used its mark only on golf 
grips, whereas the goods identified in its application are “hand grips 
made of a settable plastic for golf clubs and other implements of sport.” 
Leave is given petitioner to amend its application to identify its goods as 
“golf club grips sold to golf club manufacturers and to golf professionals.” 
Upon receipt of such an amendment, the registration may issue. 

It is recognized that the conclusions reached herein may tend to inter- 
fere with might be considered a “normal trade expansion,” but neither 
party will be damaged by such tendency since petitioner has not since 1948, 
seen fit to expand use of its mark to the other items which it manufac- 
tures, and respondent has stated that it does not contemplate manufacture 
of golf club grips. Each party has substantial rights in its mark for its 
goods, and equity and good conscience require that the rights of the parties, 
as they have been established herein, be properly reflected on the register 
in the Patent Office. 

Upon receipt of the amendments referred to above, the petition to can- 
cel will be dismissed, and the interference will be dissolved. 

The decision of the Examiner of Interferences is reversed. 
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EX PARTE KOTZIN, doing busines as 
A-| MANUFACTURING CO. 


Commissioner of Patents — October 16, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—IN GENERAL 

Applications filed to register “distinctive location of a woven rectangular label 
on trousers.” The labels are sewn in seams and the drawings show no wording nor 
specific color. Registration must therefore be refused because the “distinctive loca- 
tion” of a label is not a word, name, symbol or device used to distinguish goods 
of one manufacturer from those of another. The location of a label cannot be a 
trademark nor can a manufacturer claim any exclusive right to any particular 
location. 


Application for trademark registration by Tobias Kotzin, doing busi- 
ness as A-1 Manufacturing Co., Serial Nos. 657,143 and 657,144 filed 
November 30, 1953. Applicant appeals from decision of Examiner of 
Trademarks refusing registration. Affirmed. 


Flam & Flam, of Los Angeles, California, for applicant. 


Leeps, Assistant Commissioner. 

Two applications have been filed to register what is described as “the 
distinctive location of a woven rectangular label on trousers.” One applica- 
reads reads, “ * * * the label being disposed horizontally and having one 
longitudinal edge inserted beneath and permanently attached to the waist- 
band of the trousers, jeans and dungarees, said label extending below the 
lower edge of the waistband substantially as shown in the accompanying 
drawing.” The other reads, “ * * * the label being vertically disposed and 
having one longitudinal edge inserted beneath and permanently attached 
by a seam or pleat across the waistband of the trousers, the label extending 
laterally of the seam or pleat, substantially as shown in the accompanying 
drawing.” 

Registration has been refused on the ground that the “label is nothing 
more than an ordinary conventional label used as an expedient to display 
the trademark ANGELES SPIRALOCK [the wording AMERICA’s FINEST JEANS], 
and the method or manner of applying the label to a specific place on the 
garment would not be regarded by the purchasing public as an indica- 
tion of commercial origin of the goods to distinguish them from similar 
goods of others.” 

The specimens are cuttings from jeans or overalls having in one case 
a fabric label sewn in a seam and showing ANGELES SPIRALOCK on the top 
side and AMERICA’s FINEST, A-1 MFG. LOS ANGELES on the under side; and 
in the other case a fabric label sewn in the waistband seam and showing 
AMERICA’S FINEST JEANS on the top side and CALIFORNIA GOLD RIVETs on the 
under side. The drawings submitted show no wording at all. No specific 
label color is claimed. 
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The “distinctive location” of a label is not a word, name, symbol or 
device adopted and used by one manufacturer or merchant to identify 
his goods and distinguish them from those of others. The location of a 
label is not and cannot be a trademark under the statutory definition. 
People do not purchase trousers, overalls, and jeans by the location of the 
label. Furthermore, it is nothing short of preposterous for a manufac- 
turer or merchant to claim that it has an exclusive right to a location 
of a label upon which its trademark is displayed. Manufacturers of 
trousers, overalls, jeans and dungarees may place their labels on the 
garments wherever they wish without fear of encroachment on anybody’s 
rights. 

The subject matter of the respective applications does not and cannot 
perform the function of indicating origin, and it is therefore unregistrable. 

The decisions of the Examiner of Trademarks are affirmed. 


EX PARTE GREAT AMERICAN INSURANCE COMPANY 


Commissioner of Patents — October 18, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
TRADEMARK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 
Application to register GREAT AMERICAN INSURANCE COMPANY (INSURANCE COM- 

PANY disclaimed) as secondary meaning service mark, Registrability of trade name 
depends on nature of business and manner of use. Insurance company uses corpo- 
rate name on letterheads, policies and advertising, so it is the corporate name 
which identifies and distinguishes applicant’s service and since it performs trade- 
mark function it is registrable. 


Application for service mark registration by Great American Insur- 
ance Company, Serial No. 669,258 filed July 1, 1954. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Reversed. 


Edward G. Roe, of New York, N.Y., for applicant. 


Lzeps, Assistant Commissioner. 

An application has been filed to register GREAT AMERICAN INSURANCE 
COMPANY (INSURANCE COMPANY disclaimed) as a secondary meaning service 
mark for underwriting general types of insurance, excluding life, use since 
November 24, 1917 being asserted. 

Registration has been refused on the ground that the subject matter 
of the application is merely applicant’s trade name which in and of itself 
is not believed registrable as a service mark. Applicant has appealed. 

There is no question but that the matter presented for registration 
is applicant’s commercial or trade name. But as was said by the Court in 
In re Walker Process Equipment, Inc., 110 USPQ 41, 43 (46 TMR 1225) 
(CCPA, 1956) : 
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“Obviously, the question of whether a corporate name, which is 
also a trade name, has been used as a trademark must be decided on 
the circumstances of each particular case.” 


Consideration must be given to the nature of the business in connec- 
tion with which the use is made, the circumstances of use, and the practices 
concerning use of trade names and trademarks which are ordinarily 
followed in the particular trade or line of business. 

Applicant is engaged in the insurance business. In the insurance 
business, the corporate or commercial name of the company is ordinarily 
used on letterheads, on policies and in advertising. Some insurance com- 
panies, including applicant, use symbols—or picture marks—in their busi- 
nesses, but in the final analysis it is the commercial name which really 
identifies their services and distinguishes them from those of others. Ap- 
plicant has followed the usual practices in the insurance business, using 
its name as its identifying mark in the usual manner. Under these 
circumstances, even though the subject matter of the application is in 
fact a corporate or commercial name, and even though “New York” is used 
on the policies and in other material in connection with the name, so long 
as the name is the feature which identifies and distinguishes applicant’s 
services, it performs a trademark function and is registrable. 

Although applicant has presented no evidence of secondary meaning, 
in view of the long usage of the mark in accordance with the insurance 
laws of the State of New York, of which judicial notice may be taken, it is 
concluded that secondary meaning of the mark has been acquired. 

The decision of the Examiner of Trademarks is reversed. 


KOTZIN v. LEVI STRAUSS & COMPANY 
No. 6130 — Commissioner of Patents — October 18, 1956 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE—DEFENSES 

Petition to cancel Supplemental Registration for AMERICA’S FINEST for overalls 
on ground that they are descriptive and respondent did not have exclusive use for 
year preceding application and their use would cause confusion with petitioner’s 
use of AMERICA’S FINEST JEANS and AMERICA’S FINEST for same goods. 

Respondent had used phrase for years and protested petitioner’s use but 
petitioner contended its garment was meticulously different from that of respondent 
as was its slogan and that secondary meaning could never attach to such a lauda- 
tory phrase. Registration issued to respondent in 1952 and petition to cancel fol- 
lowed and subsequently petitioner applied to register its marks and action is 
suspended during pending proceeding. Evidence shows that respondent’s labels 
bore LEvi’s and THE RIVET’S STILL THERE and that AMERICA’S FINEST has not been 
used as a trademark to identify respondent’s overalls but as a laudatory phrase in 
advertising and therefore the registration will be canceled. Since petitioner has 
shown no damage petition to cancel is dismissed. 
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Cancellation proceeding by Tobias Kotzin v. Levi Strauss & Company, 
Registration No. 567,234 issued November 25, 1952. Registrant appeals 
from decision of Examiner of Interferences sustaining petition. Reversed 
as to petition to cancel, but affirmed as to recommending cancellation. 


John Flam, of Los Angeles, California, for petitioner. 
Boyken, Mohler & Wood, of San Francisco, California, for respondent. 


Leeps, Assistant Commissioner. 


A petition has been filed to cancel Supplemental Registration No. 
567,234 showing AMERICA’s FINEST for overalls, issued November 25, 1952. 

Petitioner is a competitor’ who asserts that he has used AMERICA’S 
FINEST JEANS since 1948 and AMERICA’S FINEST since January, 1949, on his 
bibless overalls; that respondent’s use of AMERICA’s FINEST in conjunction 
with “overall” is merely descriptive ; that respondent did not have exclusive 
use of AMERICA’S FINEST for the year preceding the filing of its application; 
and that AMERICA’s FINEST, as used by respondent, so resembles petitioner’s 
trademarks AMERICA’S FINEST and AMERICA’S FINEST JEANS as to be likely 
to causes confusion, mistake and deception of purchasers.’ 

The Examiner of Interferences held that since it is conceded that 
petitioner was using AMERICA’S FINEST and AMERICA’s FINEST JEANS during 
the year next preceding the filing by respondent of its application, the 
registration resulting therefrom is invalid and should be canceled. Re- 
spondent has appealed. 

The record shows that in the spring of 1948 petitioner commenced 
using AMERICA’S FINEST JEANS on one side of the fabric labels attached to 
his jeans, dungarees and bibless overalls, and his trademark GOLD RIVET 
appeared on the other side of the labels. In 1949 he commenced using 
AMERICA’S FINEST on one side of his ANGELES SPIRALOCK labels; and in the 
summer of 1950 he commenced using AMERICA’S FINEST on one side of 
his ANGELES PEGGERS labels. 

On October 4, 1948 respondent wrote a letter to petitioner stating 
that it had come to its attention that petitioner was using AMERICA’s FINEST 
JEANS which was considered to infringe the slogan AMERICA’s FINEST OVER- 
ALL used, advertised and promoted by respondent since before World War 
II, and requesting discontinuance by petitioner of the phrase AMERICA’s 
FINEST JEANS. 

On October 8, 1948 petitioner acknowledged receipt of respondent’s 
letter stating that petitioner has been meticulous in his efforts to avoid 


1. It is noted that petitioner asserts in his pleading that he is a manufacturer 
of clothing, “including levis,” although it is obvious from the record in the case that 
petitioner knew at the time the pleading was filed that LEvi’s is the registered trade- 
mark of respondent. 

2. Petitioner has filed applications to register AMERICA’S FINEST and AMERICA’S 
¥INEST JEANS, and action has been suspended pending final termination of this 
proceeding. 
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copying any distinctive features of respondent’s garments; he has used 
gold rivets instead of copper; the back pockets are different; the bottoms 
have been finished with a reverse hem “distinguishing this garment from 
yours”; a leather ticket has not been used on the garments; the label is 
in an entirely different place on the garments; the color of the label is 
different ; and choice of the slogan AMERICA’S FINEST JEANS was made inde- 
pendently of respondent’s use of AMERICA’S FINEST OVERALL SINCE 1850. 
Petitioner wrote that the matter would be taken up with his attorneys, 
but in the meantime, he would be interested in having respondent’s reaction 
to the contents of the letter. 

On January 18, 1949 respondent wrote again to petitioner setting 
forth the various ways in which the phrase AMERICA’S FINEST OVERALL had 
been used by respondent in its advertising since at least 1938, and urging 
discontinuance by petitioner of his use of AMERICA’s FINEST JEANS. 

On February 14, 1949 petitioner replied to respondent’s letter stating 
in effect that he was convinced of “the legality as well as the propriety” 
of his use of AMERICA’S FINEST JEANS, and quoting from his trademark 
attorney as follows: “It is my opinion, fortified by authorities, that there 
are no enforceable trademark rights whatever in a slogan of this char- 
acter”; and, “No matter how much effort and money may be expended 
in advertising such a slogan, all such expenditures are clearly futile for 
the purpose of establishing any trademark rights thereunder. Secondary 
meaning can never attach to merely laudatory phrases such as ‘finest’ or 
‘best.’ ” 

On June 26, 1950 respondent filed its application to register AMERICA’S 
FINEST on the Principal Register, and on May 6, 1952 it amended its ap- 
plication to seek registration on the Supplemental Register. The registra- 
tion issued on November 25, 1952. 

On July 21, 1953 this petition to cancel was filed. 

On November 30, 1953 applications to register AMERICA’s FINEST and 
AMERICA’S FINEST JEANS on the Principal Register were filed on behalf of 
petitioner by the attorney who had theretofore advised petitioner that there 
are no enforceable rights in a slogan of this character, and that secondary 
meaning can never attach to such laudatory phrases. 

An examination of the specimen labels submitted with the application 
which matured into the registration sought to be canceled shows, so far as 
we are here concerned, the trademark LEvi’s in large letters, across which 
is written THE RIVET’S STILL THERE, and below which appears in small 


type— 


AMERICA’S FINEST OVERALL 
Since 1850 
The drawing submitted with the application shows only AMERICA’s FINEST, 
and it is these two words which form the subject matter of the registration 
sought to be canceled. It appears from exhibits in the record that respon- 
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dent has used the phrase AMERICA’s FINEST variously in conjunction with 
OVERALL, “Since 1850” and LEvI sTRAUSS, but there is nothing in the record 
to show either that AMERICA’s FINEST has ever been used as a trademark 
to .identify respondent’s overalls and distinguish them from those of 
others or that it is recognized by purchasers as an identifying term. 
Rather, the term AMERICA’S FINEST OVERALL has been used by respondent 
as a laudatory phrase in advertising. It represents mere “puffing” or 
“touting” in advertising and seeking customers for its overalls, and on the 
basis of the record and as used, it neither identifies nor distinguishes 
respondent’s products. AMERICA’S FINEST, as used by respondent in vari- 
ous phrases heretofore mentioned, is not in and of itself a trademark or a 
slogan capable of distinguishing respondent’s garments. Respondent 
clearly was not entitled to the registration at the time it filed its ap- 
plication therefor, and the registration should be canceled. 

Turning now to the petition to cancel, it is apparent that petitioner 
is attempting to eat his cake and have it, too. If AMERICA’s FINEST is “a 
laudatory statement and descriptive and in nowise a trademark,” as he 
stated in his letter to respondent, and “there are no enforceable trademark 
rights whatever in a slogan of this character,” as he was advised by his 


trademark attorney, petitioner will not be heard to complain that re- 
spondent’s use of the words so resemble “petitioner’s trademarks” as to be 
likely to cause confusion, mistake and deception of purchasers, particularly 


where, as here, respondent’s use of the term antedates petitioner’s use by 
many years, and where, as here, the term is not necessary to describe 
and no reason appears for petitioner’s adoption of the term other than 
petitioner’s testimony that he had seen a tremendous billboard on Wilshire 
Boulevard showing “Jackman—America’s Finest Sportswear.” When 
petitioner had been so meticulous in his efforts to avoid copying any 
features of respondent’s garments, or of its labels, as set forth in his letter 
of October 8, 1948, it seems incredible that he did not know of respondent’s 
earlier use of AMERICA’S FINEST OVERALL. 

Under the circumstances of this case, there are no facts from which 
it can be concluded that petitioner is or is likely to be damaged by the 
registration. The petition is therefore dismissed. 

The Examiner of Interferences is reversed as to the petition to cancel 
and affirmed as to recommending cancelation of the registration, but for 
the reasons herein stated. 
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THE CROWN OVERALL MANUFACTURING COMPANY 
v. GEORG JENSEN INC. 


Nos. 29,372, 29,373 and 30,884 — Commissioner of Patents — 
October 22, 1956 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

In an opposition involving applications for the design of a crown and the 
words GEORG JENSEN INC., used on children’s clothing and women’s blouses, scarves, 
sweaters, mufflers, handkerchiefs, belts and gloves, and opposer’s registrations of 
the design of a crown and the word CROWN for overalls, collars and cuffs, no likeli- 
hood of confusion was found to exist in view of the differences in the businesses, 
products and marks of the parties; opposer’s assertion of exclusive rights to the 
word CROWN and the design of a crown in connection with items of apparel by 
reason of its prior extensive use thereof cannot be sustained for its rights extend 
only to those third party uses as are likely to result in confusion as to the source 
of the goods. 


Opposition proceedings by The Crown Overall Manufacturing Com- 
pany v. Georg Jensen Inc., applications Serial No. 504,563 filed June 25, 
1946, Serial No. 504,847 filed June 29, 1946 and Serial No. 504,365 filed 
June 21, 1946. Both parties appeal from decision of Examiner of Inter- 
ferences sustaining opposition No. 30,884, but dismissing opposition Nos. 
29,372 and 29,373. Modified by dismissing all oppositions. 


Zugelter & Zugelter, of Cincinnati, Ohio for opposer-appellant. 


Francis J. Sullivan and Robert Henderson, of New York, N. Y. for ap- 
plicant-appellee. 


Leeps, Assistant Commissioner. 

Applications have been filed to register as trademarks for children’s 
clothing and women’s blouses, scarves, sweaters, mufflers, handkerchiefs, 
belts and gloves the following: 


1 


~~ 


G 
= GEORG JENSEN In: 


1. §S.N. 504,365 involved in Opp. No. 30,884. 
2. §.N. 504,563 involved in Opp. No. 29,372. 
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Use since November of 1943 is asserted. 

Registration has been opposed by the registrant of the word mark 
crowN,* illustrations of crowns,’ and a combination of the word and illus- 
tration,® for overalls, collars and cuffs. As used, opposer’s marks usually 
appear in one of the following ways: 


CREASE RESUSTant 


THE WORLD WORKS 10 


CROWN 


OVERALLS 
UNION MADE 


UNION MADE 


SANFORIZED 


The Examiner of Interferences sustained the opposition against ap- 
plication Serial No. 504,365, and dismissed the other two oppositions. 


3. §8.N. 504,847 involved in Opp. No. 29,373. 

4. Reg. No. 199,341 issued June 9, 1925 for overalls, renewed. 

5. Reg. No. 34,662 issued to a predecessor on May 22, 1900 for shirts, collars and 
cuffs, expired; and Reg. No. 44,995 issued to a predecessor on August 1, 1905 for collars 
and cuffs, renewed twice by the predecessor. The testimony shows that opposer has 
not used the marks shown in these registrations on collars and cuffs; that the marks 
and their registrations were purchased for $100.00; and it was not known whether or 
not labels, customer lists, etc. were turned over by the seller. The record indicates 
abandonment of the marks shown in the registrations. 

6. Reg. No. 128,351 issued Jan. 6, 1920 for overalls, renewed. 
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Applicant has appealed from the decision sustaining the one opposition, 
and opposer has appealed from the decision dismissing the other two 
oppositions. 

Opposer’s pleading may be summarized as follows: Opposer has used 
CROWN and the illustration of a crown so long and extensively that use 
by anyone else of the word crown or an illustration of a crown would 
create confusion; applicant’s use of an illustration of a crown on any 
items of apparel “would be inimical to opposer’s interests and property 
rights in the trademark crown; opposer has successfully asserted rights 
in the trademark crown in the Patent Office’ and the Courts; opposer’s 
rights “have been acknowledged and acquiesced in by numerous members 
of the public, and by reason of which such members of the public have 
discontinued the use of the word crown and or pictorial representations 
of crowns as trademarks or parts thereof”; and “the use by anyone else of a 
mark, a dominant part of which is the word crown or a pictorial repre- 
sentation of a crown, constitutes an encroachment upon the corporate 
[trade name] rights of the opposer.” 

Rights in trademarks and the distinguishing portions of corporate or 
commercial names are not so broad as opposer contends, particularly 
where, as here, the word crown and illustrations of crowns have long 
been embodied in trademarks for all sorts of products, as indicated by in- 
numerable registrations in the Patent Office, and the word crown is, as 
shown by any metropolitan telephone directory,* used as a part of trade 
or corporate names for innumerable businesses. Opposer is entitled to pre- 
vail in this case only if, resolving such doubt as may exist in its favor, the 
facts lead to a conclusion that applicant’s marks, or any of them, when 
applied to its goods, are likely to lead purchasers to believe that the goods 
bearing the mark (or marks) emanate from opposer. 

Opposer’s record shows that it is engaged in the business of manu- 
facturing and selling children’s and adults’ overalls jeans, dungarees, 
trousers, jackets, shorts, shirts, gloves, caps and playsuits made of denim, 
gingham and other cotton or rayon fabrics. The items are sold to re- 
tailers at prices ranging from $3.00 per dozen for gloves to $66.00 per 
dozen for one type of overalls. Opposer and its predecessor have ap- 








7. The records of the Patent Office show that this opposer has, since July of 1942, 
filed ninety-five actions in addition to the three presently involved. Aside from fifteen 
which were sustained by default, this opposer has been successful in thirteen: cases 
and unsuccessful in sixty-six cases. One case is pending. For reported cases see The 
Crown Overall Manufacturing Company v. Bee-Bee Frocks, Inc., 88 USPQ 498. (41 
TMR 328) (C.C.P.A.); v. Desmonds, 86 USPQ 166 (40 TMR 680) (C.C.P.A.); 
Edward Makransky Co., Inc., 88 USPQ 502 (41 TMR 318) (C.C.P.A.); v.. Frank H. 
Chamberlain Co., Inc., 90 USPQ 236 (41 TMR 1015) (Com’r); v. Peoples Outfitting 
Co., 73 USPQ 187 (37 TMR 378) (Com’r); v. Tardy, 90 USPQ 238 (41 TMR 1012) 
(Com’r) ; v. Countess Mara Inc., 92 ‘USPQ 366 (42 TMR 443) (Com’r) ; ; and v. Eclipse 
Knitting Mills, Inc., 100 USPQ 233 (44 TMR 696) (Com’r). Of these appealed. cases, 
opposer was successful only in the Tardy case. oe ' 

8. The then current Manhattan telephone directory introduced by applicant listed: 
172 different trade names beginning with CROWN. 
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parently used “the picture of a crown” in connection with the sale of goods 
since 1903; and about a million dollars have been spent since that time 
advertising products under the word mark crown, the illustration of a 
crown, the combination of the two, and other marks. 

Applicant’s record shows that it operates a specialty shop which manu- 
factures none of the apparel items set out in the applications, but which 
sells the items in its retail business, both over the counter and by mail 
order. Its catalog indicates that the apparel items sold by applicant under 
the marks presented for registration are what might be termed expensive 
—for example, a ladies belt priced at $19.00; a boucle sweater at $21.50; 
a silk scarf at $15.00; an infant’s wool sacque at $8.00; dresses for little 
girls at from $18.95 to $30.00; a suit for a little boy at $15.95; and ladies’ 
suede and kid gloves at $10.00 per pair. 

Considering the nature of the businesses of the parties, their products, 
and the differences in the respective marks used in their businesses, it is 
concluded that there is not the remotest likelihood of confusion, mistake 
or deception of purchasers. 

The three oppositions are dismissed; the decision of the Examiner of 
Interferences is affirmed as to Oppositions Nos. 29,372 and 29,373 and the 
decision is reversed as to Opposition No. 30,884. 


EX PARTE PACIFIC INTERMOUNTAIN EXPRESS CO.; 
EX PARTE SPECTOR MOTOR SERVICE, INC. 


Commissioner of Patients — October 22, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONCURRENT MARKS 


TPADEMARK ACT OF 1946—REGISTRABILITY—TITLE 

Two applications having been filed by different parties for registration of the 
same mark covering the same truck transportation services, one claiming use east 
of Chicago and St. Louis and the other claiming use west of such points, each 
citing the other’s activities as an exception to its own exclusive use and both 
requesting concurrent registration, it was found that by reason of the above facts 
and the contractual arrangements between the parties whereby they exchanged 
freight at Chicago and St. Louis for further transportation by the other in the 
area which it serviced, there was, in actuality, only one mark identifying a single 
service performed in part by each; hence, one application should be abandoned 
and both parties as joint owners should be named as applicants in the other. 


Applications for service mark registration by Pacific Intermountain 
Express Co., Serial No. 664,026 filed April 6, 1954 and by Spector Motor 
Service, Inc., Serial No. 664,044 filed April 6, 1954. Applicants appeal 
from decisions of Examiner of Trademarks refusing registration. Re- 


versed. 


Marcus Lathrop, of San Francisco, California, for applicants. 





120 THE TRADEMARK REPORTER Vol. 47 T. M.R. 





Leeps, Assistant Commissioner. 

Two applications were filed by two different applicants on the same 
day by the same attorney for registration of the same mark for the same 
services, asserting the same dates of first use. 

The mark is “-thru-way-” in lower case letters in a silhouette map of 
the United States. The services are identified as “transportation by motor 
truck of miscellaneous freight.” Use since October 3, 1953 is asserted in 
each application. 

One applicant has recited use of the mark in connection with the sale 
and advertising of its services in the territory east of Chicago and St. 
Louis; the other has recited use in the territory west of Chicago and St. 
Louis; each has identified the other applicant’s use as an exception to its 
claim of exclusive use; and each has requested a concurrent registration. 

The Examiner of Trademarks has refused registration on the grounds 
of likelihood of confusion, mistake or deception, and the failure of the 
record to show that the applicants had used the mark in all of the respec- 
tive areas claimed. Both applicants have appealed. The applicants are 
interstate haulers of freight by truck operating under route regulations 
of the Interstate Commerce Commission. They have entered into a freight 
interchange contract, each exchanging freight with the other in Chi- 
cago and St. Louis for transportation into the area serviced by each in 
accordance with route authorizations by the ICC. The mark presented for 
registration is always used in association with the commercial names of 
both applicants, and several thousands of dollars have been spent by both 
applicants in advertising the mark as identifying their services. 

The mark presented for registration is a composite mark adopted and 
used by the two applicants to identify a single service, part of which is 
performed by one and part by the other, and to distinguish their services 
from those of others. The unusual nature of the facts here lead to an un- 
usual conclusion, namely, the mark presented is jointly owned by the 
applicants. 

Leave is given to file substitute papers in application Serial No. 664,026 
setting forth both parties as applicant and revising the application other- 
wise so as to reflect the conclusion reached herein; and a formal abandon- 
ment of application Serial No. 664,044 making reference to this decision 
should be filed. Thereupon, the mark should be published in accordance 
with Section 12(a). 

The decisions of the Examiner of Trademarks are reversed. 
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EX PARTE BARNEY DAVIS & SON, INC. 


Commissioner of Patents — October 23, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
WASHES IN A WINK used on ladies’ blouses, is informational only and without 
ingenuity; what it says might be expected to be said of the goods and the not 
unexpected statement is not said in an unexpected way, hence registration is refused. 


Application for trademark registration by Barney Davis & Son, Inc., 
Serial No. 643,821 filed March 18, 1953. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 


A. J. Nydick, of New York, N.Y., for applicant. 


Lzeps, Assistant Commissioner. 

An application has been filed to register on the Principal Register 
the phrase WASHES IN A WINK as a trademark for ladies’ blouses, use since 
March 6, 1953 being asserted. Registration has been refused on the 
ground that the phrase merely indicates that applicant’s blouses may be 
washed in a short time, and it would have no other meaning to pur- 
chasers. Applicant has appealed. 

The labels submitted with the application show IT’s A DAN RIVER 
FABRIC above SUNCRAFT SHIRT, and in smaller letters at the bottom of 
the label appears WASHES IN A WINK. So far as the record shows, the 
subject matter of the application is merely informational matter used 
as such and recognizable only as such. There is no evidence of any adver- 
tising, nor is there any evidence of public recognition of the phrase as 
an indication of origin. Furthermore, the phrase has little, if any, ingenu- 
ity when used in connection with the goods; what it says is something 
which might be expected to be said about the goods; and the not un- 
expected statement is not said in an unexpected way. 

On the record here, the Examiner of Trademarks properly refused 
registration, and the refusal is affirmed. 


EX PARTE BAYBERRY HUNTINGTON, INC. 
Commissioner of Patents — October 23, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—IN GENERAL 
TRADEMARK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 


REGISTRATION PROCEDURE—EX PARTE REJECTION 

Use of a mark in connection with the construction of homes in one state does 
not constitute use in commerce notwithstanding advertising conducted in other 
states or occasional sales to out-of-state residents; the building, zoning and financial 
advice furnished by applicant to purchasers or prospective purchasers in other 
states was merely incidental to the sale of homes and neither such advisory services 
nor compliance with federal building requirements added anything to applicant’s 
claim of federal use. 
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Application for service mark registration by Bayberry Huntington, 
Inc., Serial No. 645,224 filed April 14, 1953. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. 


John C. McGregor, of Mineloa, N.Y., for applicant. 


LeeEps, Assistant Commissioner. 

An application has been filed to register what appears to be a stylized 
silhouette of a ranch house as a service mark for construction of homes, 
use since November 15, 1951 being asserted. 

Registration has been refused on the ground that the record fails 
to show that the identified services are rendered “in commerce” within 
the meaning of the statute. 

Applicant has appealed. 

According to the record applicant is a builder of residential houses 
in New York. It advertises widely in such newspapers as The New York 
Times and the New York Herald Tribune, as well as in northern New 
Jersey newspapers. It sells the houses it builds, sometimes to purchasers 
from outside the State of New York. It does not appear that applicant 
builds any houses outside the State of New York. 

Applicant states that in connection with its building services, it advises 
the purchasers and prospective purchasers concerning building places, 
specifications, architectural features, zoning restrictions, financing and 
mortgages; and it adds that “applicant is under the direct supervision 
of the FHA and VA agencies of the Federal government with respect 
to compliance with their building regulations in connection with mort- 
gages which they insure.” 

Applicant argues that “the sale of consulting, services and the build- 
ing and the sale of houses constitute commerce, and they are regulated by 
Congress under the VA and FHA Banking Laws.” The fallacies of this 
argument, however, are clearly apparent. First, applicant seeks registra- 
tion of the mark for construction of homes, and the advice concerning 
plans, specifications, architectural features and zoning restrictions is 
merely preliminary to the actual service rendered, and it apparently is 
conceded by applicant in its presentation of its case that the construction 
is within the State of New York. The advice concerning mortgages and 
financing may be either preliminary or postliminary to the construction 
and is, in fact, related to the sale of the houses rather than to their 
construction. Furthermore, there is nothing in the record to show that 
applicant uses the mark in connection with these preliminary and post- 
liminary acts or in connection with anything other than the construction 
and sale of houses. 

Second, it is obvious that compliance with certain Federal regulations 
for financing and mortgage purposes does not mean that the construction 
is “in commerce.” These regulations deal with insuring of mortgages for 
purchaser financing and regulate the construction itself only in so far as 
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meeting specifications for purposes of insuring mortgages are concerned. 
In fact, it is common knowledge that the construction may often be com- 
pleted before a purchaser who seeks financing appears upon the scene. 

The Examiner of Trademarks correctly held that the record fails 
to show that the identified services are rendered in commerce, and his 
decision is affirmed. 


EX PARTE CANTRELL & COCHRANE CORPORATION 


Commissioner of Patents — October 23, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—IN GENERAL 
Components or parts of marks are not separately registrable where the entire 
mark creates but a single commercial impression. 
An application for the mark CooLa, used in connection with soft drinks was 
refused where the specimens used at the time of filing showed it to be merely 
part of the composite mark SUPER COOLA. 


Application for trademark registration by Cantrell & Cochrane Cor- 
poration, Serial No. 647,595 filed May 25, 1953. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 


Pennie, Edmonds, Morton, Barrows & Taylor, of New York, N.Y., for 
applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register coota for soft drinks, use 
since March 23, 1953 being asserted. Registration has been refused on 
the ground that the subject matter of the application is a “mutilation” 
—that is, only a portion—of the mark actually being used. Applicant 
has appealed. 

The specimens are photographs of a can upon which appears a label 
showing SUPER COOLA displayed one word above the other on an unfolding 
ribbon or scroll.’ 

Applicant contends that the two words suPER and cooua are entitled to 
registration separately since “both are shown prominently on the cans in 
full capital letters.” The commercial impression created by the mark on 
the product is a single one, namely, SUPER COOLA. 

In its brief on appeal applicant states that it “displays cooLa on 
the lower fold of a ribbon, but also displays this mark in other ways on 
its cans.” A photograph of what appears to be a mock-up of a can 
showing cooLaA in script below the ribbon display of supER cooLa is at- 
tached to the brief. It is apparent that applicant has changed its position 
during the prosecution of the application, and it may have changed its 


1. Applicant owns Reg. No. 608,397 issued July 5, 1955 showing SUPER COOLA and 
other matter; and Reg. No. 617,929 issued December 20, 1955 showing SUPER COOLA. 
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labels. So far as the record is concerned, however, there is nothing to 
indicate that the label submitted with the appeal brief was used prior 
to the filing of the application or that it has ever been used. 

The record fails to show that applicant has used the word cCooLaA 
other than as a component of the mark suUPER cooLA. Components, or 
parts of marks, are not, under the circumstances present here, registrable. 

The decision of the Examiner of Trademarks is affirmed. 





EX PARTE OMAHA COLD STORAGE CO. 


Commissioner of Patents — October 23, 1956 


TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 2 


TRADEMARK ACT OF 1946—REGISTRABILITY—SURNAMES 
DOUGLAS for use on buttermilk and feeds for poultry and livestock is not 
primarily merely a surname unregistrable under Section 2(e)(3) of the Act; the 
word identifies a Scottish clan, geographical localities, a species of fir tree, a 
species of squirrel, and it serves as the name of streets in addition to its use as 
a baptismal name and surname, and no one connected with applicant bears that 
surname. Therefore, mark should be published under Section 12(a). 


Application for trademark registration by Omaha Cold Storage Co., 
Serial No. 676,072 filed November 4, 1954. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Reversed. 


James J. Fitzgerald, Jr., James W. R. Brown, and Michael J. Jones, of 
Omaha, Nebraska, for applicant. 


Leeps, Assistant Commissioner. 


An application has been filed to register poueuas for buttermilk and 
feeds for poultry and livestock. Use since May 31, 1939, is asserted. 

Registration has been refused on the ground that the mark is primarily 
merely a surname and therefore unregistrable under Section 2(e)(3) of 
the Trademark Act. 

Applicant has appealed. 

Applicant registered the mark in script letters with the letters 
ocsco (being its corporate initials) under the Act of 1905 on October 13, 
1925, but the registration was allowed to expire. 

It appears from the record that pouveas is not the surname of any 
person connected with applicant, but it is the name of the County in which 
applicant’s business is located. 

DOUGLAS is the name of a Scottish clan; it is a surname; it is a geo- 
graphical name for cities and counties; it is the name of a street in many 
localities; it is a species of fir tree; it is a species of squirrel; and it is 





1. Reg. No. 204,355. 
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a baptismal name. Applicant has used the word as a trademark for its 
feeds and buttermilk for many years, and it undoubtedly is a name 
which identifies applicant’s products and distinguishes them from those 
of others. 


Under the circumstances of this case, pouGLAs is not primarily merely 
a surname, and the mark should be published in accordance with Section 
12(a). 


The decision of the Examiner of Trademarks is reversed. 





BUTLER MANUFACTURING COMPANY 
v. KILBY STEEL COMPANY 


No. 32,725 — Commissioner of Patents — October 25, 1956 


TRADEMARK ACT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

In determining likelihood of confusion the question for decision concerns iden- 
tification before purchase and not recognition of the products thereafter. 

No likelihood of confusion is found likely to exist between applieant’s use of 
BLUE BONNET for metal grain storage bins-and opposer’s use of the registered mark 
BLUE BELLE for liquefied petroleum gas systems with a blue identification shield 
or between applicant’s mark and opposer’s use of BUTLER BLUE RIBBON LINE on 
stock tanks with a blue band around the middle or with its use thereof on grain 
bins with a blue ventilaror cap. 


Opposition proceeding by Butler Manufacturing Company v. Kilby 
Steel Company, application Serial No. 641,619 filed February 2, 1953. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Thomas E. Scofield, of Kansas City, Missouri, for opposer-appellant. 
Jennings & Carter, of Birmingham, Alabama, for applicant-appellee. 


Leeps, Assistant Commissioner. 


An application has been filed to register BLUE BONNET for metal grain 
storage bins, use since September of 1949 being asserted. 

Registration has been opposed by the registrant of BLUE BELLE with 
an illustration of a young lady for liquefied petroleum gas storage and 
supply systems.* 

The opposer alleged prior use of BLUE BELLE for liquefied petroleum 
gas storage tanks; prior use of the color blue on the instrument shield 
for such storage tanks; prior use of BLUE RIBBON for grain bins, watering 
tanks and stock feeders; prior use of a blue ventilator cap on grain bins; 
and purchasers are likely to be confused by applicant’s use of BLUE 
BONNET on grain bins. Opposer also alleged that BLUE BONNET as ap- 


1. Reg. No. 527,663, issued July 18, 1950. 
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plied to applicant’s goods is descriptive, but there is no evidence tending 
to support the allegation, and this issue raised by the pleadings fails 
for want of proof. 

Opposer’s record shows that for many years it has been engaged in 
the business of manufacturing water storage, grain storage, and stock 
watering tanks which it has sold under the trademark BUTLER. In about 
1938 it commenced manufacturing and selling liquefied petroleum gas 
storage and supply systems which it originally sold to hardware stores, 


plumbing establishments, and some furniture and appliance stores for 


sale to farm homes and business establishments located beyond the gas 
mains. From about 1951, however, sales have been confined to liquefied 
petroleum gas dealers who do the installations for ultimate users. During 
the summer of 1947 opposer began using BLUE BELLE and a picture of 
what a witness termed a “glamorous girl’ as a trademark for these gas 
storage and supply systems. The mark has been applied by means of 
a decaleomania showing a blue bordered ellipse within which appears: 


BUTLER BUILT 
BLUE BELLE 
HOME GAS SYSTEMS 


and at one end of the ellipse appears an illustration of a girl in a blue 
dress. The instrument shield of the tank and the cap have always been 
painted blue. The liquefied petroleum gas systems have been advertised 
in trade periodicals chiefly, but also in some farm papers, at a cost 
of between $20,000 and $35,000 in the period of 1947-1953. 

BLUE BELLE with an illustration of a girl, used on liquefied petroleum 
gas systems with a blue instrument shield, and BLUE BONNET, used on grain 
bins, are not believed likely to bring about confusion, mistake or deception 
of purchasers. The marks do not create similar mental associations or 
psychological reactions; and the goods do not move in similar channels 
of trade. 

Prior to 1948 opposer sold stock tanks and grain bins, around the 
middle of which it painted a blue or an orange or a black line or band. 
According to the testimony, these colors indicated different qualities. 
Apparently some time in 1948 opposer commenced using BUTLER BLUE 
RIBBON LINE in its advertisements of tanks and bins, but the record does 
not show that this term has ever been used on the products, either on 
labels, decaleomanias, name plates or even on pictures of the tanks in 
advertising. BUTLER is the trademark and the only word mark used by 
opposer to identify and distinguish its tanks and bins. It has, however, 
continued to mark its stock tanks with a blue line or band around the 
middle. . 
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In 1949, opposer decided to paint the ventilator caps of its grain bins 
blue.? The manufacturing instructions for a new line of bins, including the 
instruction for painting the ventilator blue, were dated March 3, 1949; 
and the record indicates that shipments of bins with the blue ventilator 
began on March 25, 1949. It has sold several thousand of such bins to 
farmers and to the government for grain storage. 

Applicant first engaged in the business of manufacturing grain bins 
in July of 1949, and it sold its first bins under the BLUE BONNET mark in 
September of 1949. The bins, unassembled, were shipped to purchasers 
with name plates showing KILBY STEEL BLUE BONNET grain bins, and the 
name plate was expected to be affixed to the bins when they were assembled. 
On November 21, 1949 applicant mailed some ten thousand copies of an 
introductory letter, a price list and a brochure featuring the BLUE BONNET 
grain bins to all Production & Marketing Administration Committeemen 
in the midwestern states, to county agents and to a selected list of farmers. 
The brochure indicates that the ventilator caps on applicant’s grain bins 
were painted blue. Most of applicant’s sales, amounting to more than 
fourteen thousand bins, have been made to the Commodity Credit Cor- 
poration. 

The only question for determination is whether or not applicant’s 
BLUE BONNET grain bins are likely to cause confusion with opposer’s 
BUTLER BLUE RIBBON LINE of stock tanks with a blue line or band around 
the middle, or with its BUTLER BLUE RIBBON LINE of grain bins with the 
ventilator cap painted blue. The answer is in the negative. BLUE RIBBON, 
even if used as a trademark—and there is no evidence that it has been 
so used by opposer—suggests first quality, whereas BLUE BONNET is asso- 
ciated with the flower of the same name (the State flower of Texas). 
Opposer seems to contend that the ventilator cap is a “bonnet,” but the 
testimony of its own witnesses refutes the contention. Opposer’s testi- 
mony indicates that at least one of its witnesses concluded that after the 
bins are installed and are far enough away that one cannot see the trade- 
mark, the only means of “identifying” them is by the blue ventilator. 
In determining likelihood of confusion of purchasers in this case, we are 
concerned only with identification before purchase and not with “recog- 
nition” after installation. See Ex parte Alan Wood Steel Co., 101 USPQ 
209 (44 TMR 866) (Com’r, 1954). 

It is not believed that purchasers of grain bins are likely to confuse 
applicant’s BLUE BONNET bins with opposer’s BUTLER BLUE RIBBON LINE 
of bins with a blue ventilator cap, or with its BUTLER BLUE RIBBON LINE 
of stock tanks with a blue line or band around the middle, or with any 
other of opposer’s products included in its BUTLER BLUE RIBBON LINE; nor 


2. The records of the Patent Office show that opposer filed an application to 
register the blue ventilator as a trademark on April 15, 1954, and Reg. No. 629,315 
issued on June 26, 1956. This registration is not considered here, however, because the 
application was filed some nine months after the opposition was filed. 
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does anything appear from which it can be concluded that purchasers 
are likely to attribute the products to a common source. 
The decision of the Examiner of Interferences is affirmed. 


EX PARTE ELECTRONIZED CHEMICALS CORPORATION 


Commissioner of Patents — October 25, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


TRADEMARK ACT OF 1946—REGISTRABILITY—CERTIFICATION MARKS 

Where a word conveys immediately to one seeing it a specific and correct 
meaning and truthfully describes a process or method of treatment it is not a 
trademark. 

Application for ELECTRONIZED as a certification mark for sterilized liquid and 
solid foods and ingredients of foods treated by methods and processes patented by 
applicant which irradiate with high speed electrons refused; the word is merely 
descriptive in connection with the goods covered, for ELECTRONIZE means to subject 
to the action of electrons, it has no other meaning and no real thought is required 
to arrive at that meaning. 


Application for certification mark registration by Electronized Chem- 
icals Corporation, Serial No. 636,781 filed October 17, 1952. Applicant 
appeals from decision of Examiner of Trademarks refusing registration. 
Affirmed. 


Michael 8. Striker, of New York, N.Y., for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register ELECTRONIZED as a certifica- 
tion mark for sterilized liquid and solid foods and ingredients of foods, 
use since June 1, 1947 being asserted. 

Registration has been refused on the ground that ELECTRONIZED is 
merely descriptive when used in connection with foods which have been 
subjected to action of or treatment by electrons, and on the further 
ground that ELECTRONIZED so resembles the mark ELECTRONIFIED,' registered 
for dried fruits and canned fruits, vegetables and fruit and vegetable 
juices, as to be likely, when used in connection with sterilized foods and 
ingredients of foods, to cause confusion, mistake or deception of purchasers. 

According to the application, the word ELECTRONIZED is used to indi- 
eate that the goods have been-treated by methods and processes owned 
by applicant. The records of the Patent Office show that applicant owns 
patents for methods of sterilizing, treating and preserving substances,” 
such as foodstuffs, by irradiating them with high speed electrons of a 
velocity equivalent to more than one million volts for a very short time. 


1. Reg. No. 421,841, issued June 18, 1946. 
2. Patents Nos. 2,429,217 (Oct. 21, 1947), 2,456,909 (Dec. 21, 1948), and Reissue 
23,195 (Feb. 7, 1950). 
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The suffix “ize” is used to form verbs and means to subject to the action, 
treatment, or process denoted by the root. ELECTRONIZE means to subject 
to the action of or treatment by electrons—and it requires no real thought 
to arrive at the meaning. The word has no other meaning. ELECTRONIZED 
is merely the past tense of the verb ELECTRONIZE. 

Applicant’s argument that the word ELECTRONIZED does not appear 
in the dictionary, does not exist as a word, and is “completely fanciful” 
is not convincing. Where, as here, a word conveys immediately to one 
seeing it a specific and correct meaning and truthfully describes a process 
or method of treatment, it is not a trademark. It is the apt description 
of the process or treatment. See: Scholler Brothers, Inc., and others v. 
Hans C. Bick, 110 USPQ 431 (46 TMR 1563) (Com’r, 1956). 

Since the word ELECTRONIZED, because of its nature, does not assume 
the stature of a trademark, it is not registrable. It is, therefore, unneces- 
sary to decide whether or not the word so resembles a mark previously 
registered as to be unregistrable under Section 2(d). 

The decision of the Examiner of Trademarks refusing registration 
is affirmed. 


EX PARTE STEWART'S ICE CREAM COMPANY, INC. 


Commissioner of Patents — November 6, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—SLOGANS 
Application for registration on Supplemental Register of slogan MAKE YOUR 
OWN SUNDAE used on applicant’s packages for ice cream is a statement to suggest 
that purchasers use such ice cream to make ice cream sundae. As such, it performs 
no trademark function and is unregistrable. 


Application for trademark registration by Stewart’s Ice Cream Com- 
pany. Inc., Serial No. 671,214 filed August 5, 1954. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 


John P. Murphy, of Skaneateles, N.Y., for applicant. 


Lzeps, Assistant Commissioner. 

An application has been filed to register as a Supplemental Registra- 
tion MAKE YOUR OWN SUNDAE for ice cream, use since September of 1947 
being asserted. 

Registration has been refused on the ground that the subject matter 
of the application is a statement which is not capable of distinguishing 
applicant’s goods. 

Applicant has appealed. 

The specimens are DIXIE cups on each side of which appear sTEWaRT’s, 
displayed in a distinctive script, and a drawing of a frolicking lamb. Above 
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the trademark sTEWART’s, each appearance, there is displayed in ordinary 
block letters the statement MAKE YOUR OWN SUNDAE. 

The product identified is ice cream, and there is nothing in the file 
to indicate whether the product is a special ice cream or ordinary ice 
cream. In fact, there is no information of any kind in the record. It is not 
known whether or not the product has been advertised or promoted so as 
to bring about consumer recognition of the statement as identifying the 
product of applicant; nor is it known whether or not purchasers ask for 
the product by MAKE YOUR OWN SUNDAE, expecting to obtain applicant’s 
product. 

On this record, MAKE YOUR OWN SUNDAE is a statement used on ap- 
plicant’s packages of STEWART’s ice cream to suggest that purchasers use 
such ice cream to make an ice cream sundae. As such, it appears to per- 
form no trademark function, and is unregistrable. 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE ACME COSMETIC CORP. 


Commissioner of Patents — November 7, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Application for registration of sprAY SET for wave setting lotion is refused on 
ground that it is merely descriptive of hair fixative for maintaining hair in place. 


Application for trademark registration by Acme Cosmetic Corp., Serial 
No. 619,730 filed October 9, 1951. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Maurice 8S. Cayne, of Chicago, Illinois, for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register spRAY sET for wave setting 
lotion, use since September 18, 1951 being asserted. 

Registration has been refused on the ground that the term presented 
for registration is merely descriptive of applicant’s goods. 

Applicant has appealed. 

Following the appeal, applicant presented an,amendment to the iden- 
tification of its goods, striking “wave setting lotion” and inserting “hair 
fixative for maintaining hair in place against the disarranging effect 
of wind or dampness.” The amendment sets forth a more apt identification 
of applicant’s product, and it is on the basis of the amended statement 
that this decision is written. 

The term SPRAY SET is used on a product to be sprayed on the hair 
after it has been set to hold the hair in place. 

SprRAY SET is merely descriptive of a hair fixative fur maintaining 
hair in place. It may be that applicant has used the term in such manner 
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and for such a period of time, advertising and promoting sales of the 
product under the term, that it has become distinctive of its goods, i.e. 
has acquired a secondary meaning, but there is nothing in the record to 
support such a finding. 

On the record here, registration is refused, and the decision of the 
Examiner of Trademarks is affirmed. 


EX PARTE CERTIFIED PAPER CONVERTING COMPANY 


Commissioner of Patents — November 7, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 

Application for registration of TWIsT*n*TyYE for plant ties for fastening vines, 
flowers, shrubs and plants was refused by Examiner on grounds that term is merely 
descriptive and likely to be confused with TWIST-EMS registered as secondary mean- 
ing mark for same goods. 

Since mark is merely descriptive it is unregistrable in the absence of a showing 
of distinctiveness but in view of the nature of the word Twist when used for plant 
ties TWIST*n*TYE is not deemed likely to be confused with TWIST-EMs. 


Application for trademark registration by Certified Paper Converting 
Company, Serial No. 648,368 filed June 8, 1953. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Modified. 


Mason & Graham, of Los Angeles, California, for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register Twist*n*tyE for plant ties 
for fastening vines, flowers, shrubs and plants, use since January 2, 1953 
being asserted. 

Registration has been refused on two grounds: (1) the term is merely 
descriptive of applicant’s goods, and (2) the term so resembles TWIST-EMs, 
registered as a secondary meaning mark for plant ties,’ as to be likely to 
cause confusion, mistake or deception of purchasers. 

Applicant has appealed. 

Both applicant’s and registrant’s products are paper-covered wire 
for use in tying up plants, shrubs, vines, and flowers. It is common knowl- 
edge that such plant ties are secured by twisting, and that it is unneces- 
sary, when using them, to tie anything. The word “twist,” therefore, 
suggests to users the method of securing the ties around the plants, and 
it is merely descriptive of the act of securing plants by such ties. 

Applicant’s mark tTwisT*n*TyEe is merely descriptive of the effect 
of using the plant ties; and it is so highly suggestive when applied to 
plant ties which are tied by twisting that it is held to be merely descriptive 


1. Reg. No. 515,259, issued Sept. 20, 1949. 
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within the meaning of Section 2(e) and unregistrable in the absence of a 
showing of distinctiveness. 

In view of the nature of the word “twist” when used as a part of a 
mark for plant ties, it is not believed, at least on the basis of the present 
record, that purchasers are likely to be confused or mistaken as between 
TWIST*n* TYE plant ties and TWIST-EMs plant ties. 

The decision of the Examiner of Trademarks holding the mark 
unregistrable on the ground of mere descriptiveness is affirmed; and the 
decision refusing registration on the ground of likelihood of confusion 
with the mark shown in Reg. No. 515,259 is reversed. 


EX PARTE FO-JO STUDIOS 


Commissioner of Patents — November 7, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 
Application for registration of service mark Jirry-PAK for service of develop- 
ing, printing, copying and retouching of photographic film is refused on ground 
that record shows that term is used to identify mailing envelopes but fails to show 
use of term to identify any services. 


Application for service mark registration by Fo-Jo Studios, Serial 
No. 680,266 filed January 21, 1955. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Charles W. Ahner, Philip B. Polster, and John H. Sutherland, of St. Louis, 
Missouri, for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register sirry-Pak for the service of 
developing, printing, enlarging, copying and retouching photographic film, 
use since March of 1945 being asserted. 

Registration has been refused on the ground that the record fails 
to show that the term is used to identify the services set out in the 
application. 

Applicant has appealed. 

The specimens are, (1) envelopes for mailing film to applicant for 
processing, which envelopes feature “For real fast service use Fo-Jo 
JIFFY-PAK film mailer”; and (2) envelopes for mailing the prints back 
from applicant to the sender of the film, which envelopes feature “Give 
the extra JIFFY-PAK mailer to a friend .. . Thanks.” The record contains 
nothing else which shows Jirry-PaK. It seems self-evident that the speci- 
mens fail to show use of the term to identify any service of any kind. 
On the record here, the term JIFFY-PAK is used to identify mailing en- 
velopes. 

The decision of the Examiner of Trademarks is affirmed. 
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EX PARTE NATIONAL TEA CO. 


Commissioner of Patents — November 7, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


REGISTRATION PROCEDURE—INTERFERENCE 

Applicant, owner-operator of chain of food stores, filed application for regis- 
tration of NaTco for line of soft drinks having registered same mark previously 
for variety of food items, including coffee, tea, spices, butter, eggs, fruits and vege- 
tables. In prior interference between applicant and applicant (Beyer) for regis- 
tration of atco for flavoring extracts for maltless soft drinks parties moved to 
dissolve interference and stipulated that each might use its mark without inter- 
ference or confusion but Examiner denied motion on ground that goods were so 
closely related that confusion would result and issued registration to aTco based 
on priority and denied registration to NaTCO. Refusal to register was ex parte 
affirmed on appeal. Issue of priority is res judicata but not issue of registrability. 
Application to amend coverage of goods improper since it should have been made 
during interference. Since applicant’s bottled soft drinks are sold to retail food 
stores with other food products bearing same mark while registrant’s ATCO extracts 
are sold to bottlers and record shows no sale to public under aTco mark and there- 
for confusion is unlikely and NaTCO mark should be published. 


Application for trademark registration by National Tea Co., Serial 
No. 680,782 filed January 31, 1955. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 

See also 41 TMR 296. 


Carl 8. Lloyd, of Chicago, Illinois, for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register NaTco for a line of soft drinks, 
use since September 9, 1946 being asserted. 

Registration has been refused on the grounds that applicant’s mark 
so resembles atco registered for flavoring extracts and syrups used in 
making maltless soft drinks’ as to be likely, when applied to soft drinks, 
to cause confusion, mistake or deception of purchasers; and the non- 
registrability of applicant’s mark having been determined in Beyer v. 
National Tea Co., 88 USPQ 230 (41 TMR 296) (Com’r, 1951), the doctrine 
of res judicata is applicable. 

Applicant has appealed. 

Applicant owns and operates a chain of food stores in which it sells 
numerous food items under the mark sought here to be registered. It has 
registered the mark naTco for coffee and tea;? a line of seasonings and 


1. Reg. No. 541,900, issued May 8, 1951. 
2. Reg. No. 428,490, issued Mar. 25, 1947, published in accordance with Sec. 12(c) 
on Mar. 15, 1949. 
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spices ;* dry breakfast foods;* jellies and fruit preserves;* olives, evap- 
orated milk, peanut butter and wheat flour;* food flavoring extracts ;’ 
butter and eggs* canned fruits, vegetables, and fruit and vegetable juices, 
gelatin, pickles, relishes and condiments, as well as the items for which 
registrations had previously issued ;® and pie crust mix, mincemeat, table 
salt, lard, and vegetable shortening.’® 

On October 26, 1946, this applicant filed an application to register 
natco for soft drinks and concentrates for soft drinks. On September 9, 
1947, Herbert G. Beyer filed an application to register atco for flavoring 
extracts and syrups used in making maltless soft drinks. An interference 
was instituted between the applications, and the matter was first consid- 
ered by the Examiner of Trademarks on a joint motion to dissolve. It 
was stipulated that each party might continue to use its mark in commerce 
without interference from the other, that confusion would not result from 
contemporaneous use of the respective marks on the goods, and it was 
agreed that each party might, so far as the other was concerned, obtain 
registration. 

The Examiner of Trademarks denied the motion, holding that the 
marks so resembled each other that, when used upon goods which are 
closely related, confusion would result. The motion to dissolve was re- 
newed before the Examiner of Interferences, and was again denied. The 
Examiner of Interferences found that Herbert G. Beyer had prior use 
and was therefore entitled to registration; and the present applicant was 
not entitled to registration. The refusal to register was ex parte in nature; 
and on appeal to the Commissioner, the Examiner-in-Chief, on January 25, 
1951, affirmed the ex parte refusal to register. The only matter which is 
res judicata as a result of the interference is priority of use, and that was 
conceded by the parties. The matter of registrability or non-registrability 
of applicant’s mark on the present application is not res judicata any more 
than in any other ex parte case. 

Thereafter, this applicant sought to amend its application to delete 
concentrates for soft drinks from the identification of goods, but entry of 
the amendment was refused on the ground that it should have been pre- 
sented during the prosecution of the interference proceeding, and the 
Examiner of Trademarks advised that if applicant was dissatisfied with 


3. Reg. No. 438,019, issued Apr. 6, 1948, published in accordance with Sec. 12(c) 
on June 13, 1950. 
; Reg. No. 439,556, issued July 6, 1948, published in accordance with Sec. 12(c) 
on June 13, 1950. 
5. Reg. No. 440,955, issued Oct. 12, 1948, published in accordance with Sec. 12(c) 
on June 13, 1950. 
6. Reg. No. 440,984, issued Oct. 12, 1948, published in accordance with Sec. 12(c) 
on June 13, 1950. 
7. Reg. No. 441,964, issued Feb. 1, 1949. 
8. Reg. No. 511, 666, issued June 28, 1949. 
9. Reg. No. 541,336, issued Apr. 24, 1951, 
10. Reg. No. 619,180, issued Jan. 10, 1956. 
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the decision of the Commissioner refusing registration, it should have filed 
a petition for reconsideration or an appeal. 

The prior application included goods identical with those of the reg- 
istrant whose registration is relied upon by the Examiner of Trademarks, 
but the present application, filed January 31, 1955, identifies the goods 
only as soft drinks. 

It appears that applicant’s bottled soft drinks are sold in its own 
retail food stores along with other food products bearing the same mark. 
Registrant’s extracts and syrups presumably are sold to bottlers who 
bottle and sell them to retail outlets other than applicant’s stores; and 
there is nothing in the record which suggests that the products so bottled 
are sold to the public under the mark aTco. 

The facts and circumstances of this case are such that it is concluded 
that applicant’s mark should be published in accordance with Sec. 12(a). 

The decision of the Examiner of Trademarks is reversed. 


EX PARTE NUTRENA MILLS, INC. 


Commissioner of Patents — November 7, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—PACKAGES AND CONFIGURATIONS 


TRADEMARK ACT OF 1946—REGISTRABILITY—SYMBOLS 

Application for registration on Principal Register of border design of geo- 
metric figures alternating in solid colors and parallel lines on feed bag refused 
by Examiner of Trademarks holding subject matter to be registrable on Supple- 
mental Register only. Reversed on ground that average purchaser will regard 
applicant’s design in association with product as unmistakable identification point- 
ing to origin of feeds. Fact that border design adds to attractiveness of bag does 
not vitiate from its primary significance as indication of origin, and, therefore, 
mark should be published. 


Application for trademark registration by Nutrena Mills, Inc., Serial 
No. 679,406 filed January 4, 1955. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 


Richard C. Sughrue, of Washington, D.C., for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register a border design of geometric 
figures alternating in solid colors and parallel lines on a feed bag, for 
livestock and poultry feeds. The drawing is lined for color, but neither 
color nor configuration of the bag is claimed. Use since January 1, 1953 of 
the border in the precise form is asserted; and use since 1925 of a some- 
what modified form by applicant’s predecessor is asserted. 

Registration on the Principal Register has been refused on the ground 
that applicant appears to seek registration of the “overall configuration 
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and dress of the package,” the examiner holding that the subject matter 
of the application is registrable only on the Supplemental Register. 

Applicant has appealed. 

The only question is whether or not the border design on a golden 
yellow feed bag is a trademark for the feeds. Paraphrasing the language 
of the Court in In re Swift & Co., 106 USPQ 286 (45 TMR 1356) (C.C.P.A., 
1955), it is axiomatic that a trademark must be distinctive in order to 
accomplish its function of indicating origin of the goods, and with particu- 
lar regard to symbols and devices, it should be displayed with such prom- 
inence as will enable easy recognition. That applicant’s design will be 
recognized by the ordinary purchaser of the feeds cannot admit of serious 
dispute. While to some extent it may be considered a more or less common- 
place design, nevertheless it is believed to be distinctive and does not retain 
its purely abstract significance as a merely ornamental design when applied 
in its particular form to the bags for stock and poultry feeds. It is 
thought that a definite and lasting impression will be created by use of the 
design in association with applicant’s product whereby the average pur- 
chaser will regard it as an unmistakable, certain, and important means 
of identification pointing distinctly to the commercial origin of the feeds. 
The fact that the border design may incidentally add to the attractiveness 
of applicant’s container, and hence impart a certain distinctive appear- 
ance thereto, does not vitiate its primary significance as an indication 
of origin. See also: The Barbasol Company v. Jacobs, 72 USPQ 350 (37 
TMR 135) (C.A. 7, 1947). 

The decision of the Examiner of Trademarks is reversed, and the 
mark should be published in accordance with Sec. 12(a). 


EX PARTE VALLEY PAPER COMPANY 


Commissioner of Patents — November 7, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application for registration of OLD STRATFORD for writing and printing paper 
used for over 50 years filed by registrant of OLD STRATFORD BOND for bond paper. 
Although applicant’s mark greatly resembles OLD STRATFORD registered for wedding, 
photomount, book and cover papers, bristol board and cardboard and registrant 
operates his business within few miles of applicant’s, record shows that long con- 
current use did not result in complaint or confusion and mark should be published. 


Application for trademark registration by Valley Paper Company, 
Serial No. 648,710 filed June 12, 1953. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Reversed. 


Thiess, Olson, Mecklenburger, von Holst & Coltman, of Chicago, Illinois, 
for applicant. 
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LEeEps, Assistant Commissioner. 

An application has been filed to register OLD straTFoRD for writing, 
typewriting and printing paper, use since January of 1896 being asserted. 
Applicant owns a registration of OLD STRATFORD BOND for bond paper.’ 

Registration has been refused on the ground that applicant’s mark so 
resembles OLD STRATFORD registered for wedding, ledger, photomount, book 
and cover papers, bristol board, paper and cardboard for picture and 
photograph mounts, and cardboard generally,’ as to be likely, when ap- 
plied to its stationery papers, to cause confusion, mistake or deception 
of purchasers. 

Applicant has appealed. 

The records of the Patent Office indicate that applicant and registrant 
operate their respective paper businesses (as did applicant’s predecessor) 
within a few miles of each other in Massachusetts, and that the marks 
have been used on their respective paper products for more than fifty years. 
The Office determined that OLD STRATFORD BOND paper was not likely to 
cause confusion with OLD sTRATFORD cardboard, bristol board and heavy 
papers not for printing or writing purposes when it issued the OLD sTRAT- 
FORD BOND registration in 1934. 

It seems to me that purchasers familiar with applicant’s oLD sTRATFORD 
BOND paper are more likely, upon seeing writing and printing papers 
marked OLD STRATFORD to associate its source with applicant than 
with the producer of OLD strRATFORD cardboards and special heavy papers. 

In view of the long concurrent use without complaint or confusion, so 
far as this record shows, it is concluded that the mark should be published 
in accordance with Sec. 12(a). 

The decision of the Examiner of Trademarks is reversed. 


EX PARTE W. H. HUTCHINSON & SON, INC. 


Commissioner of Patents — November 8, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—SLOGANS 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 

Application to register TOPS FOR GOOD DRINKS for bottle caps sold to bottlers 
of beverages was refused by Examiner of Trademarks on the ground that mark 
was highly descriptive and laudatory, registrable only on Supplemental Register, 
but since the sales of the caps are made to commercial users they will recognize 
phrase as indicating origin. This conclusion is supported by letters submitted after 
argument on appeal by bottlers purchasing bottle caps who indicated that the 
phrase identified crowns of applicant. 








1. Reg. No, 311,461, issued March 20, 1934, to Hampshire Paper Company, a 
predecessor, renewed to applicant. 
2. Reg. No. 132,827, issued June 29, 1920, renewed. 
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Application for trademark registration by W. H. Hutchinson & Son, 
Inc., Serial No. 604,368 filed October 3, 1950. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Reversed. 


Thiess, Olson, Mecklenburger, von Holst & Coltman, of Chicago, Illinois, 
for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register TOPS FOR GOOD DRINKS for 
bottle caps, use since July 1, 1950 being asserted. 

Registration has been refused on the ground that “the mark is a 
laudatory statement, highly descriptive of applicant’s goods,” and, as such, 
is registrable only on the Supplemental Register. 

Applicant has appealed. 

Applicant makes bottle caps and sells them to bottlers of beverages. 
It is in connection with this sale to commercial users that it uses the phrase 
TOPS FOR GOOD DRINKS. It is therefore not necessary to discuss, as the 
Examiner of Trademarks did, what the phrase is likely to mean to the 
public generally. The public is not the average or ordinary purchaser; 
and the public may not even see the phrase. 

TOPs FOR GOOD DRINKS, enclosed in quotation marks, appears in script 
on the crimped edge of each crown or cap; and it is used in large block 
letters on the shipping cartons. 

The examiner correctly found that the phrase has a dual connotation, 
or double entendre, and when the circumstances and conditions of purchase 
by industrial or commercial purchasers are considered, it seems probable 
that such purchasers will recognize the phrase as one indicating origin. 
This conclusion is supported by letters, submitted after the argument on 
appeal, from soft drink and beer bottlers who state unequivocally that the 
slogan or phrase identifies crowns coming from applicant. 

The decision of the Examiner of Trademarks is reversed, and the 
mark should be published in accordance with Sec. 12(a). 


EX PARTE MOBILE PAINT MANUFACTURING COMPANY 
OF DELAWARE, INC. 


Commissioner of Patents — November 8, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—SLOGANS 
Application to register expression YES SIR! B.L.P. WET PAINT IT? is refused 
on ground that placards bearing phrase are supplied by applicant for use by cus- 
tomers to advise publie of freshly painted surfaces and is not a trademark. 


Application for trademark registration by Mobile Paint Manufacturing 
Company of Delaware, Inc., Serial No. 615,338 filed June 18, 1951. Ap- 
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plicant appeals from decision of Examiner of Trademarks refusing reg- 
istration. Affirmed. 


William A. LePore, of Washington, D.C., for applicant. 


LeEps, Assistant Commissioner. 
An application has been filed to register the expression 


Us Sy BLP 
PAINT 7 


Mobile Pamt Manu! 
Point @ Verma Manet 


for paints, use since October of 1944 being asserted. 

Registration has been refused on the ground that the specimens sub- 
mitted with the application fail to show use of the expression as a trade- 
mark.* 

The specimens are placards of the kind usually posted by painters to 


advise the public that freshly painted areas are wet. That this is the pur- 
pose of the placards is admitted. Applicant sells B.L.P. paint, and it 
furnishes the placards to retail outlets which, in turn, are expected to 
furnish them to purchasers of the paint. It seems self-evident that the 
expression was not adopted and used to identify applicant’s paint products, 
but is an expression displayed on a placard to be used by painters to advise 
or warn the public that a given surface has been freshly painted. It is 
not a trademark. 
The decision of the Examiner of Trademarks is affirmed. 


1. As originally filed, this application recited that the subject matter was used 
in connection with the service of advertising applicant’s paint products. Registration 
was finally refused on the ground that the advertising of one’s goods does not constitute 
@ service within the meaning of the statute. An amendment was then filed to recite 
use of the subject matter on paints. Upon final refusal of registration by the examiner, 
applicant sought to appeal both final refusals. The final refusal to register as a service 
mark was not appealed within the prescribed time, and it will not be considered. 
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EX PARTE OPTOMECHANISMS, INC. 


Commissioner of Patents — November 8, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CORPORATE NAMES 
Application for OPTOMECHANISMS INC. for optical and electronic instruments 
and components is refused on ground that it is merely applicant’s commercial or 
trade name and that deletion of INc. would not change conclusion. Registration 
applied for merely identifies manufacturer but does not distinguish his products 
from those of others. 


Application for trademark registration by Optomechanisms, Inc., 
Serial No. 650,384 filed July 16, 1953. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


John C. McGregor, of Mineola, N.Y., for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register OPTOMECHANISMS INC. for 
optical and electronic instruments and components, including instruments 
for measuring elapsed time, velocity, distance and angular position utiliz- 
ing optical components or means, theodolites, projectors, cameras, radiant 
energy detectors or measuring devices, and television cameras and com- 
ponents. Use since December 3, 1952 is alleged. 

Registration has been refused on the ground that the subject matter 
of the application is merely applicant’s commercial or trade name used 
as such. Applicant requested deletion of inc. from the drawing, but the 
examiner refused the request on the ground that the remaining word 
OPTOMECHANISMS is only a part of applicant’s commercial or trade name 
and is not used as a trademark. 

Applicant has appealed. 

The specimens submitted with the application are name plates hav- 
ing blanks for stamping nomenclature, Ord. Dwg. No., Serial No., and 
Contract No., and beneath the bottom blank appears: 


Mfrd by 
Optomechanisms Inc. 
Mineola, N.Y. 


It seems beyond question that the subject matter of the application is 
merely applicant’s corporate name used to identify the manufacturer 
rather than to identify applicant’s products and distinguish them from 
those of others. OPTOMECHANISMS INC. is applicant’s commercial name used 
as such and recognizable only as such. 

Deletion of the abbreviation mvc. would not change the conclusion, 
since OPTOMECHANISMS is used not as a trademark, but as the distinctive 
portion of applicant’s corporate or commercial name. See: Walker Process 
Equipment Inc., 110 USPQ 41 (46 TMR 1225) (CCPA, 1956). 

The decision of the Examiner of Trademarks is affirmed. 
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EX PARTE THE TRANE COMPANY 


Commissioner of Patents — November 8, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Application for registration of COLD GENERATOR for refrigeration machines and 
compressors is refused because mark is merely descriptive of goods on which it is 
used. 


Application for trademark registration by The Trane Company, 
Serial No. 647,457 filed May 21, 1953. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 


Holmes & Andersen, of La Crosse, Wisconsin, for applicant. 


LeeEps, Assistant Commissioner. 

An application has been filed to register coLD GENERATOR for refrig- 
eration machines and compressors, condensers, evaporators, and compressor 
control units of refrigeration machines, use since January 19, 1953 being 
asserted. 

Registration has been refused on the ground that the term as applied 
to the goods appears to be a description of the machine rather than a trade- 
mark distinguishing the goods from like goods of others, and it is so highly 
descriptive as to be incapable of distinguishing applicant’s goods. 

Applicant has appealed. 

The specimens submitted show: 


TRANE 
COLD GENERATOR 


There is no other name for the goods shown. 

There is nothing in the record which indicates that applicant has 
ever used the term other than as the common descriptive name of the goods. 

The descriptiveness of the term is obvious. It tells purchasers that the 
machine or part for a machine to which the nameplate is affixed is one 
which generates coldness—in other words a refrigerator or part therefor— 
and the particular refrigerator or part is identified and distinguished by 
the trademark TRANE. 

The decision of the Examiner of Trademarks is affirmed. 
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EX PARTE THE B. F. GOODRICH COMPANY 


Commissioner of Patents — November 9, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—PACKAGES AND CONFIGURATIONS 


REGISTRATION PROCEDURE—EX PARTE REJECTION—EVIDENCE 

Applicant seeks to register on Supplemental Register shape of a shoe heel insert 
for boots and shoes to be adhered to insole or to be tied as tag of the same shape 
to outside of footwear. 

Application is refused on ground that tag is the shape of cover on insole and 
used to inform public of arch support feature of goods. Sellers’ affidavits purport- 
ing to state what their customers recognize are incompetent, as affidavits fail to 
indicate how affiants know what is in customers’ minds. Single purchaser’s affidavit 
stating that he recognizes shoes made by applicant is insufficient to show distinc- 
tiveness. 


Application for trademark registration by The B. F. Goodrich Com- 
pany, Serial No. 651,824 filed August 14, 1953. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 

See also 43 TMR 882. 


James R. Iindsay, of Akron, Ohio, for applicant. 


Leeps, Assistant Commissioner. 


An application has been filed to register on the Supplemental Register 
the shape of a shoe heel insert for boots and shoes. The alleged mark is 
adhered to the insole or by tying a tag of the same shape to the outside 
of the footwear. Use since May 4, 1938 is asserted. 

Registration has been refused on the ground that the subject matter 
of the application is merely the shape of the tag which is used as an 
expedient to advise the potential purchaser of the arch support feature 
of the goods, and the public is, therefore, not likely to regard it as a 
mark to distinguish applicant’s goods from those of others. 

Applicant has appealed. 

The only specimens are hang tags on which is printed, 


“The Genuine ‘P-F’ [posture foundation] caNvas sHOES. This tag is 
in the shape of the ‘P-F’ cover on the insole to identify genuine ‘P-F” 
CANVAS SHOES.” 


On the back of the tag information about the arch support features is 
printed. 

Thus, it is made clear to the shoe-buying public and to the Patent 
Office that the tag which is the shape of the cover on the insole is a 
“picture” or “representation” of an integral part of a shoe. The tag is 
used merely as a means of informing purchasers that this is a “P-F” 
shoe and the “P-F” shoe has a cover on the insole shaped like the tag. 
There is nothing in the record which remotely suggests that purchasers 
care what shape a shoe insole cover has or that they buy shoes by the 
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shape of a tag, whether the shape of the insole cover or not. This is to say 
that the record does not support a finding that the shape of the tag per- 
forms any function of distinguishing. 

As was said in Ex parte The B. F. Goodrich Company, 98 USPQ 197 
(43 TMR 882) (Com’r, 1953), in which the identical subject matter was 
refused registration: “It seems clear that when the design in question 
is applied to the goods by adhering a label to the insole and heel portion 
of the shoe it becomes a part of the shoe and functions as such, and under 
Ex parte Marquette, 116 Ms.D. 186, 5 TMR 206, Walden-Worcester v. 
American Grinder Mfg. Co., 151 Ms.D. 131, 16 TMR 198, and In re Denison 
Mfg. Co., 5 USPQ 316 (20 TMR 172), cannot be registered as a trademark.” 

The shape of the insole cover—and the shape of the tag representing 
the insole cover—is not unusual, being substantially identical with speci- 
mens filed in the Patent Office in connection with Reg. No. 435,231 and 
Ser. No. 678,715. It seems obvious that other shoe manufacturers may 
use tags shaped like their shoes, or any integral part of such shoes, to 
carry to the shoe-buying public a message that the tag is shaped like the 
shoe or a part of the shoe. 

There are in the record four affidavits—one from a purchaser and 
three from sellers of shoes. The purchaser states that she can always 
recognize shoes made by applicant by the peculiarly shaped tag and that 
she has also noticed the same shape secured to the inside of each of its 
shoes and can recognize shoes with this shaped “marking” as being a 
product of applicant. The sellers state in substance that the peculiar 
shape of the tag used by applicant on some of its shoes is unlike any tag 
they have ever seen, and that they and many of their customers recognize 
the shape of the tag as indicating applicant’s shoes. 

In so far as the sellers’ affidavits purport to state what their customers 
recognize, they are incompetent because the affidavits fail to indicate how 
the affiants know what is in their customers’ minds. 

The single purchaser affidavit stating that the affiant recognizes shoes 
made by applicant by the peculiarly shaped tag attached to its shoes is 
insufficient to overcome the finding, under the circumstances of this case, 
that the subject matter of the application is incapable of distinguishing 
applicant’s shoes. 

The decision of the Examiner of Trademarks is affirmed. 
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